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signed the response. A.., inmate v.....bo is
not satisfied with the Regional
Director's response may submit an
Appeal on the appropriate form fBP-11)
to the General Counsel within 30
calendar days of the date the Regional
Director signed the resp~ns~. i.~w'l:cn the
inmate demonstrates a valid reason JOT

delay, these time limits may be
extended. Valid reasons for delay
include those situations described in
§ 542.H(b) of this part. Appeal to the
General Counsel is the final
administrative appeal.

(b) Form. (1) Appeals to the Regional
Director shall be submitted on tbe fonn
designed for regional Appeals (BP-10)
and accompanied by one complete copy
OT duplicate original of the institution
Request and response. Appeals to the
General Counsel shall be submitted on
tbe form designed for Central Office
Appeals (BP-H) and accompanied by
une complete_~py or duplicate original
of the institution and regional filings
and their responses. Appeals shall stale
specifically the reason for appeal.

(2) An inmate may not raise in an
Appeal issues not raised in the lower
level filings. An inmate may not
combine Appeals of separate lower level
responses (different case numbers) into
a single Appeal.

(3) An inmate shall complete the
appropriate form with all requested
identifying information and shall state
the reasons for the Appeal in the space
provided on the form. Ifmore space is
needed, the inmate may use up to one
letter-size (8 1/2"Xl1") continuation page.

. TJ:1e inmate shall provide two additional
copies of any continuation page and
exhibits with the regional Appeal, and
three additional copies with an. Appeal
to the Central Office (the inmate is also
to provide copies of exhibits used at the
prior Ievelfs} of appeal). The inmate
shall date and sign the Appeal and mail
it to the appropriate Regional Director,
if a Reglcnal Appeal. or to the National
Inmate Appeals Section, Office of
General Counsel, if a Central Office
Appeal (see 28 CFR part 503 for
addresses of the Central Office and
Regional Offices).

§ 542.16 A.ssistance.
[e] An inmate may obtain assistance

from another inmate or from institution
staff in preparing a Request or an
Appeal. A:"I inmate may also obtain
assistance from outside sources, such as
family members or attorneys. However,
no person may submit,a Request or
Appeal on the inmate's behalf. and
obtaining assistance will not be
considered a valid reason for exceeding
a time limit for submission unless the
delay \ ....as caused by staff.

(b) Wardens shall ensure that
assistance is available for inmates who
are illite:ato. disabled. or who are Dot
functionally Iiterate in English. Such
assistance includes prevision of
reasonable accommodation in order for
an inmate with a disability to prepare
and process a Request or an Appeal..

§542.17 Resubmission.
fa) Refections. The Cocrdlnator at any

level (CCM, institution, region, Central
Office) may reject and return to the
inmate \....ithout response a Request or an
Appeal that is written in a manner that
is obscene or abusive. or does Dot meet
any other requirement of this part.

{b) Notice. When a submission is
rejected. the inmate shall he provided a
written notice. signed by the
Administrative Remedy Coordinator,
explaining the reason for rejection. If the
defect on which the rejection is based is
correctable. the notice shall inform the
inmate of.a reasonable time extension
within which to correct the defect and
resubmit the Request or Appeal.

(e) Appeal ofrejectlons. When a
Request or Appeal is rejected and the
inmate is not given an opportunity to
correct the defect and resubmit. the
inmate may appeal the rejection,
including a rejection on the basis of an
exception as described in § 542.14(d), to
the next appeal level. The Coordinator
at that level may affirm the rejection,
may direct that the submission be
accepted at the lower level (either upon
the inmate's resubmtssion or direct
return to that lower level], or may
accept the submission for filing. The
inmate shall be informed of the decision
by delivery.ofeither a receipt or
rejection notice. '

§ 542.18 Response time.
If accepted, a Request or Appeal is

considered filed on the date it is logged
into the Administrative Remedy Index
as received. Once filed, response shall
be made by the Warden or CCJo.1 within
20 calendar days: by the Regional
Director within 30 calendar days; and
by the General Counsel within 40
calendar days. If the Request is
determined to be of an emergency
nature which threatens the inmate's
immediate health or welfare, the
werden shall respond not later than the
third calendar day aftor filing. If the
time period fur response to a Request or
Appeal is insufficient to make an
appropriate decision. the time for
response may be extended once by 20
days at the institution level, 30 days at
the regional level, 0" 20 days at the
Central Office. Staff shall inform the
insnate of this extension in writing. Staff
shall respond in writing to all filed

FOI

Requests or Appeals. If the inmate does
not. receive a response within the time
allotted for reply, including extension,
the inmate may consider the absence of
a response to be a denial at that level.

§ 5~2..19 Access to indexes and
responses.

Inmates and members of the public
may request access to Administrative
Remedy indexes and responses. for
which inmate names and Register
Numbers have been removed, as
indicated below. Each institution shall
m..ke available its index. and the
indexes of its regional office and the
Central Office. Each regional office shall
make available its index, the indexes of
all institutions in its region. and the
index of the Central Office. The Central
Office shallmake available its index and
the indexes of all institutions and
regional offices. Responses may be
requested from the location where th-ey
are maintained and must be identified
by Remedy ID.number as indicated on
an index. Copies of indexes or responses
may be inspected during regular office
hours at the locations indicated above.
or may be purchased in accordance with
the regular fees established for copies
furnished under the Freedom of .
Information Act (FOlA).
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Pate~~Appeal and tnterterence
Practice

AGENCY: Patent and Trademark Office,
Commerce..
ACTION: Notice of proposed rulemaking.

SUMMARY.: The Patent and Trademark
Office proposes to amend the rules of
practice in patent cases. part 1 of title
37, Code of Federal Regulations, relating
to patent appeal and interference
proceedings. The proposed changes
include amendments to conform the
interference rules to 35 U.S.C. 104 as
amended by Public Law 103-182. 107
Stat. 2057 (1993) (North American Free .
Trade Agreement Implementation Act)
and a number of clarifying and
housekeeping amendments.
DATES: Written comments must be
submitted no later than November 30.
1994. A public hearing will 00 held 011
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December 7,1994. Requests to present
oral testimony must be received no later
than December 2,1994.
ADORESS€S: Address ",..ritten comments
to Board of Patent Appeals and
Interference. P.O. Box 15647, Arlington,
Virginia 22215, marked to the attention
of Fred E. McKelvey. Written comments
will beavailable for public inspection in
the interference copy room. which is
located on the 10th floor of Crystal
Gateway 2. 1225 Jefferson Davis
High·....-ay. Arlington. Virginia.
FOR FURTHER INFORMATlOH CONTACT:

Fred E. McKelvey by telephone at (703J
603-3320 or by mail marked to the
attention of Fred E. McKelvey at P.O.
Box 15647. Arlington, Virginia 22215.

SUPPLEMENTARY INFORMATION:

L Amendments Responsive to Adoption
ofPnblic Law 103-182

Several of-the proposed amendments
to the interference rules [Le., 37 CFR
1.601 et seq.) are responsive to Public
Law 103-182, 107 Stat. 2057 (1993)
(North American Free Trade Agreement
Implementation Act), which amended
35 U.S.C. 104 to permit reliance on
activities occurring in a uNAFTA
country" to prove a date of invention.
Paragraph (b) of § 104 as amended states
that "the term 'NAFTA country' has the
meaning given that term in section 2(4)
of the North American Free Trade
Agreement Implementation Act." That
section of Public Law 103-182 has been
codified at 19 U.S.G. 3301(4), which
reads: .

(4) I'AITA Country
Except as provided in section 3332 ofthis

title. the term"NAFrA country" means-
(Al Canada forsuch time as the (North

American FreeTrade)Agreementis in force
with respect to, and the United States applies
the Agreementto. Canada; and

(Bl Mexico forsuch time as' the Agreement
is in force with respectto, and the United
States applies the Agreementto. Mexico.

Accordingly, it is proposed to amend 31
CFR 1.601 by adding a new paragraph
(r) defining the term "NAFTA country"
and "non-NAFrA country" and to
amend the following interference rules.
which set forth the requirements for
preliminary statements, so as to permit
reliance on activities occurring in a
NAFTA country: §§1.622(b).1.623(a).
1.624(a) and 1.628(b)(2).

37 CFR 1.684. which relates to the
taking of testimony in a. foreign country.
is proposed to be deleted and reserved
in view of proposed amendments to
§§ 1.671 and 1.672. Section 1.671 is
proposed to be amended by
redesignating paragraph (h) as
paragraph (i) and adding new
paragraphs (h) and 0). New paragraph

(h) would set forth the requirements for
a motion § 1.635 to compel testimony or
the production of documents or things
in a foreign country. New paragraph (il
would provide that the weight to be
given testimony taken in a foreign
country will be determined on a case­
by-case basis. Little, if any, weight
would be given to testimony taken in a
foreigu country unless the party taking
the testhnony proves by clear and
convincing evidence (1) that giving false
testimony in an interference proceeding
is punishable as perjury under the laws
of tha foreign country where the
tastimony is taken and (2) that the
punishment in a foreign country for
giving such false testimony is similar to
the punishment for perjury committed
in the United States. The proposed
amendments to § 1.672 include
amending paragraphs (a) and (b),
redesignating current paragraphs (c)
through (I) as paragraphs (e) through (h)
and adding new provisions identified as
paragraphs (c) and (d). Paragraph (a) as
proposed to ba amended would limit a
party'. case-in-chief testimony to
affidavits, except where. testimony is to
be compelled under 35 U.s.G. 24 or
compelled from a party or in a foreign
country. New paragraph (c) would
provide that where an opponent objects
to the admissibility of any evidence
contained in or submitted with an
affidavit. the opponent must file and
serve objections stating with
particularity the nature of the objection.
to which the party may respond by
filing supplemental affidavits and
supplemental official records and
printed publications. New paragraph (c)
further would provide that any
objections to the admissibility of any
evidence contained in or submitted 'with
a supplemental affidavit shall be by a
motion to suppress under § 1.656(b).
New paragraph (d) of § 1.672 would
require any cross-examination of
affiants to be hy deposition within the
United States,which is defined in
current § 1.60l(p) as the United Statas of
America. its territories and possessions.
New paragraph (d) of § 1.672 would
require that the party whose witness is
to be cross-examined notice the
deposition under § 1.673(e). obtain a
court reporter and provide a translator
of the witness will not testify in English.
Although not· set forth in the proposed
rules. any party attending the deposition
can bring its own translator or the
parties can agree to share the cost of
single mutually agreeable translator.
Paragraphs (g) and (h) of § 1.671 as
proposed to be amended would provld•.
that a party seeking to compel testimony
or production of documents or things
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pursuant to 35 U.S.C. 24 or to 'compel
testimony or production from a party or
in a foreign country would have to first
file a § 1.635 motion to obtain
permission from an administrative
patent judge. A motion to compel
testimony or the production of
documents or things in a foreign
country would have to show thetthe
witness has been asked to tastify in the
United States and has refused to do so
or that the individual or entity having
possession. custody. and control of the
document or thinghas refused to
produce the document or thing in the
United States. even though the moving
party has offered to pay the expenses
involved in bringing the witness or the
document or thing to the United States.
When permission has been obtained
from the administrative patent judge.
the party, after also complying with the
currentrequirementsfor an oral
conference (§ 1.673(g)) and service of
documents and a proffer of access to
things (§ 1.673(b)), would be required to
notice the deposition under § 1.673(a).

Section 1.616 is proposed to be
amended by adding a paragraph (c)
stating that to the extent that any
information under~ control of an
individual or entity located in a NAFrA
country concerning knowledge."\1se, or
other activity relevant to proving or
disprovinga date of invention has been
ordered to be produced by an
administrative petent judge or the Board
(§ 1.671(b)), but is not produced for use
in the interference to the same extent as
such information could be made
available in the United States, the
administrative patent judge or the Board
shalldraw such adverse inferences as
may be appropriate under the

. circumstances, or take such other action
permitted by statute, rule. or regulation.
in favor of the party that requested the
infomiation in the interference,
including imposition ofappropriate'
sanctions under § 1.616(a).

Section 1.647. which currently
requires a party who relies on a non­
English language document to provide
an English-language translation and an
affidavit attesting to its accuracy, is
proposed to be amended to extend these
requirements to non-English language
documents that a party is required to
produce via discovery (see § 1.671(h)).

II. Attorney Fees and Expenses

Section 1.616 is proposed to be
amended by redesignating current
paragraphs [a] through (e) as paragraphs
(a){l) through (aJ(4) and (a){6) and
adding new paragraphs (a)(5) and (b).
New paragraph (a){5) would authorize
the award of compensatory (as opposed
to punitive) expenses andJor attorney
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fees as a sanction for failing to comply
with the rules or an order. since there
are occasions when such a sanction
would be more commensurate in scope
'with the infraction than the sanctions
that ara currently authorized. New .
paragraph (b) would authorize the
imposition of a sanction. including a
sanction in the form of compensatory
expenses and/or attorney fees, against a
party for taking or maintaining a

.frivolous position.

III. Certificates of Prior Consultation

Paragraph (b) of § 1.637 currently
requires that a miscellaneous motion
under § 1.635 contain a certificate
stating that the moving party has
conferred with all opponents in a good
faith effort to resolve by agreement the
issues raised by the motion and
indicating whether any other party
plans to oppp~~ the motion. It is
proposed to liriijmd paragraph (b) to
extend the requirement for such a
certificate tomotions filed under
§§ 1.633 and 1.634 and also to require
the certificate to indicate that the
reasons and facts in support of the
motion were discussed with each
opponent and,-if an opponent has
indicated that it will oppose the motion,
to identify the issues andlor facts
believed to be in dispute. The proposed
requirement for consultation 'should
result in a reduction in the number of
issues raised bymotioils under § 1.633
and 1.634 as well as a reduction in-the
number of motions filed under-those
rules.

IV. Service efa "Developing Record'

In addition to the amendments to
§ 1.672 discussed abov.e under the
heading "Amendments responsive to
adoption of Public Law 103~182," it is
proposed to amend §§ 1.672. 1.682,
1.683 and 1.688 to require each party to
serve on each opponent a "developing

. record" that will evolve into the record
required to be filed under § 1.653.
Specifically, in § 1.672, it is proposed to
amend paragraph Ibl to provide that a
party presenting testimony of a witness
by affidavit shall, no later than the time
set by the administrative patent judge
for serving affidavits, file (which
includes serve) the affldavit.x..vhether it
is a new affidavit or an affidavit that
was previously filed by that party
during ex parte prosecution of an
application or under § 1.608 or 1.639(b).

Sections 1.682, 1.683 and 1.668 are
proposed to be amended to parallel the
proposed amendments to § 1:672.
Specifically. paragraph fa) of § 1.682 as
proposed to be amended would provide
that a party may introduce into
evidence. if otherwise admissible, an

official record or printed publication Dot
identified in an affidavit or on the

. record during an oral deposition of a
witness, by filing (which includes
serving) a copy of the official record or
publication no later than the time set for
filing affidavits under § 1.672(b),
thereby dispensing with the current
requirement to file a notice ofintent to
rely' on the official record or printed
publication. in § 1.683, paragraph (a}as
proposed to be amended would provide
that a party may introduce into
evidence, if otherwise admtsstble.
testimony by affidavit or oral deposition
from another interference, proceeding.
or action involving the same parties by
filing (which includes sen ,,,g) a copy of
the affidavit or a copy of the deposition
transcript no later than the time set for
filing affidavits under § 1.672(b),
thereby dispensing with the current
requirement for a party to file a motion
under § 1.635 for leave to rely on such
testimony. Section 1.683 as proposed to
he amended would provide that, if
otherwise admissible, a party may
introduce into evidence an answer to a
written request for an admission or an
answer to a written interrogatory
obtained by discovery under § 1.687 by
filing a copy of the request for
admission or the written interrogatory
and the answer no later than the time
set for filing affidavits under § 1.6<2(b).
Thus, an evidence filed under §§ 1.672.
1.682,1.683 and 1.668 that relates to a
party's case-in-chief should be filed
together no later than the date set by an
administrative patent judge for the party
to serve affidavits under § 1.67Z(b) for
its case-in-chief and all evidence under
those sections that relates to theparty's
rebuttal should be filed no later than the
date set for the party to serve affidavits
under § 1.672(b] for its case-in-rebuttal.

TEe pages of all affidavits and
deposition transcripts would be
required to have sequential numbers
that would also serve as the record page
numbers for the affidavits and
trauscripts in the party's record when it
isfilod under § 1.653. Likewise, the
exhibits identified in the affidavits and
deposition transcripts and any official
records and printed publications served
under § 1.682(a) would he required to
have sequential numbers which would.
serve as the exhibit numbers when the
exhibits are filed with the party's
record. Affidavits and § 1.683(a)
testimony would have to be
accompanied by an index giving the
name of each witness and the number
of the page where the testimony of each
witness begins. The exhibits would have
to be accompanied by all index briefly
describing the nature of each exhibit
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and giving the number of the page of
affidavit or § 1.683{a] testimony where
each exhibit identified in an affidavit or
during an oral deposition is first
identified and offered into evidence.

An opponent who objects to the
admissibility of any evidence filed
under §§ 1.672(0), 1.682(b), 1.663{a) and
1.688{a) would have to file objections
under §§ 1.672(e), 1.682(c), 1.683fb) and
1.686(b) no later than the date set by the
administrative patent judge for filing
objections to affidavits under paragraph
§ 1.672(c). An opponent who fails to
challenge the admissihility of the
evidence on.a ground that could bave
been raised in a timely objection under
§§1.672(c),1.682{c), 1.683(b) or 1.638(b)
would not be permitted to move under
§ 1.6~6(h] to suppress the evidence on
that ground. If an opponent timely files
an objection to evidence filed under .
§§ 1.672(b), 1.682(b), 1.683(a) or
1.688(a), the party may respond hy filing
'supplemental affidavits and, in the case
of objections to evidence filed under
§§ l.672(b), 1.632(b) and 1.683(a). may
also file supplemental official records
and printed publications. No objection
to the &dmissibility of supplemental
evidence shall be made, except as
provided by § 1.656(h). The page
numbers of the supplemental affidavits
would be sequentially numbered
beginning with the number following
the last page number of the testimony
served under §§ 1.672(b), 1.683(a) and
1.688{a). Likewise, any additional
exhibits identified in the supplemental
affidavits and any supplemental official
records and printed publications would
be given sequential numbers beginning
with the number following the last
number of the previously identified
exhibits. After the time expires for fiBns
objections and, supplemental affldar..Its.
or earlier when appropriate, the -,
administrative patent judge would set a
time within which any opponent may
file a request to cross-examine an affiant
on oral deposition.

If any opponent requests cross­
examination of an affiant. the partyshall
notice a deposition at a reasonable
location within the United States under
§ 1.673{e] for the purpose of cross­
examination. Any redirect and recross
shall take place at the deposition.
Within 45 days of the close of the period
for taking cross-examination (§ 1.678 is
proposed to he amended to change the
time for fiiing certified transcripts from
45 days to 30 days), the party would
serve (but not file) a copy of each
deposition transcript on each opponent
together , ...-Ith copies of any additional
documentary exhibits identified by a
witness during a deposition. The pages
of the transcripts served under this
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paragraph and the accompanying
exhibits would be sequentially
numbered in the manner discussed
above. The deposition transcripts would
be accompanied by an index of the
names of thewitnesses. giving the
number of the page where cross­
examination, redirect and recross of
each witness begins, and an index of
exhibits of the type specified in
§ 1.672(b). At this point in time, the .
opponent will have been served with all
of the testimony that ",;11 appear in the
party's record (with the same page
numbers) as well as all of the
documentary exhibits that will
accompany the record (with the same
exhibit numbers).

Since the proposed amendments to
§ 1.672 would require a party. during its
testimony period. 10file all affidavits on
which it intends to rely at final hearing.
it is proposed to delete as unnecessary
paragraph (Eil of § 1.671. which requires
a party to give notice of intent to rely
on an affidavit filed by that party during
ex parte prosecution of an application
or an affidavit under § 1.608 or 1.639(b).

.·;V. \Vithdrawal ofPrevious Notices

Some of the clarifying and
housekeeping amendments proposed in
part VI below originally appeared in the
same or similar form in two previous
hotices of proposed rulemaking, which
are hereby , ...rithdrav..rn:
.: ..(a) R1N: 0651-AA53-"Palent
'Interference Practiee-Notice of
Proposed Rulemaking," 57 Fed. Reg.
2698 Oan. 23. 1992). reprinted in 1135
Off. Gaz. PaL Office 37 (Feb. 11. 1992);
and

(b) R1N:0651-AA66-"Patent
Interference Practice-Separate
Patentability of Claims," 58 FR 39704
Uuly 26.1993). reprinted in 1153 Off.
Gaz. Pat. Office 59 (Aug. 17. 1993).

VI.l\fiscellaneous Amendments .

Throughout the rules. the term
"examiner-In-chief" has been replaced
by "administrative patent judge" to
reflect the change in the tille of the
members of the Board. See
Commissioner's Notice cf October 13.
1993, published as "New Title for
Examiners-in-Chief," 1156 Off. Gaz. Pal.
Office 332 (Nov. 9, 1993).

In § 1.11. it is proposed. to amend
paragraph (e) to allow access to the file
OD. an interference involving a reissue
application once the interference has
terminated or an award of priority or
judgment has been entered as to all
counts. Although it was intended that
the public have access to 3."1y

Interference that Involves a case which
is open to the public and § 1.11(b)
provides that a reissue application is

effective filing date of an application is
the filing date of an earlier application
accorded to the application under 3S
U.S.C.119,120,121 or365, or, if no
benefit is accorded, the filing date of tho
application. The effective filing dale of
a patent would be defined as the filing
date of an earlier application accorded
to the patent under 35 U.S.C. 120. 121.
or 365(c) or. ifno benefit is accorded,
the filing date of the application which
matured into the patent. The reference
to 35 U.S.c. 121 is included to eliminate
any doubt thai a divisional application
may be entitled 10 an earlier filing dale
in accordance with 35 U.S.c. 121.

Paragraph (j) is proposed to be
. .amended by changing "which" 10

"that," Paragraph.If) is proposed to be
amended by changing "assignee" 10
"assignee of record in the Patent and
Trademark Office:' Paragraph (q) is
proposed 10be amended by deleting "a
panel of' as superfluous.

Section 1.602 is proposed to be
clarified by changing "within 20 days

paragraphs (c)11) through (c)(7) as of' to "within 20 days after."
paragraphs (c)(3) through (c)(9), and to Sections 1.603 and 1.606 are proposed
add new p,,:"agraphs (cH1) and (c)(2) thai . to be amended by deleting the third
would require an appellant who has. sentence ("Each count shall define a
filed an appe~ I,? the Board to Identify separate patenlable invention.") as
the real part;: in interest and any related redundant in view of the identical
appeals and Interferences. The proposed I . § 1 601(f) In dditi '1 .
requirement to identify the real party in sea ence m '. . & on,l IS
interest is derived from Federal Circuit proposed to clarify §§ 1.60~ and 1.606
Rule 47.4 and Federal Circuil Form 7. by ar;ren.dllljl them t? require each
'For some time. it has been necessary to appli::atlon to contain" or beamen~ed to
know the identity of the real party in cOD:!'"n, at least one patentable claun
interest.. This information would permit . which c~rresponds.to. each counL
members of theBoard to comply with In section 1.604, It IS proposed.to
ethics regulations associated with ~end p~gra~~ (~!(1) by changing
working on matters in which the ,hIS or her t~. ItS.
member has an intcresL The proposed in § 1.605, ,t ts pro!,ose~ to amend
requirement 10Identify related appeals .paragr~ph (al for.clarification..
and interferences is derived in part from Section 1.606 IS also proposed to he
Federal Circuit Rule 47.5 and, if amended to note that the claim in the
adopted. would prevent the Board from a~plication !1eed ~ot be, and.m~st often
entering inconsistent decisions in WIllnot be. Identical to a claim In the
related cases. patent.

Section 1.601 is proposed to be In § 1.607, il is proposed to amend
amended in several ways. Paragraph (0 paragraph (a)(4) by changing "his or
as proposed 10be amended would her" to "its" and to add a new
spacify that a count should be paragraph (a)(6) requiring an applicant
sufficiently broad as to encompass the seeking an interference with a patent to
broadest corresponding patentable claim demonstrate compliance with 35 U.S.C.
of each of the parties without being so 135(b) which provides:
broad as to be unpatentable over the A claimwhich is the same as. or forthe
prior art and also to indicate that a sameor substantiallythe same subject matter
phantom count is unpatentable to all as. a claim o£an i~su~d parent may not be
parties under the written description ~ade in a~y application unless such adaim
requirement of the first paragraph of 35 lS n:ade pno r to t wa year from the date on
U.S.C. 112. Paragraph (g) as proposed to which the paten as granted.
be amended would broaden the Requiring an applicant to show
definition ofueffectivefilino date" to compliance with § 135(b) before an
mean the actual filing date ~hen the interference is dec1a:e d will prevent an
involved application or patent is not interfere?ce from bemg declared where
entitled to the benefit of the filing date the applicant cannot satisfy § 135(b)
of an earlier application. Specifically. .with respect to any claim alleged to
paragraph (g) would provide that the correspond to the proposed count.
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In § 1.608. it is proposed to amend
paragraphs (a) and (b) in several
respects. First. both paragraphs are
proposed to be emended to delete the
information about effective filing dates.
'which would appear instead in
§ 1.601(g) as proposed to be amended.
Second, it is proposed to relax the
current requirement of paragraph (a) for
an affidavit filed by the applicant.
Paragraph [a] as proposed to be
amended would permit a statement to
be filed by the applicant or a
practitioner of record. Third, it is
proposed to change "sufficient cause"
in paragraph (b) and in other
interference rules to,"good cause" in
order to make it clear that only one
"cause" standard is intended. Fourth, it
is proposed to change' "8112 x 11 inches
(21.8 by 27.9 em.)" to "21.8 by 27.9 em.
(8'/2 x 11 inches)." .

In § 1.609, it is proposed to amend
paragraphs (1)(2) and (b)(3) to require
the examiner's statement [Le., the form
PTC>-a50. also known as the initial
interference membrandum) to explain
why each claim designated as
corresponding to a count is directed to
the same patentable invention as the
count and why each claim designated as
not corresponding to a count is not
directed to the same patentable
invention as the count. The proposed
amendment. ifadopted. would provide
the Board and the parties with the
benefit of the examiner's reasoning end
would provide a better foundation for
considering preliminary motions to
designate claims as corresponding or as
not corresponding to a count;

In § 1.610, it is proposed to amend
paragraph (a) by deleting the language
"a panel consisting of at least three
members of" as superfluous and by
deleting the reference to §1.640(e),
which is proposed to be amended to

,.,allow 8 request for reconsideration
under § 1.640(c) to be decided by an
individual administrative patent judge
rather than by the Board. It is further

. proposed to amend paragraph (b) by
deleting "Unless otherwise provided in
this section," as unnecessary in light of
the proposed amendment to paragraph
(a).

Section 1.611 is proposed to be
amended by redesignating paragraph
(a)(8) as paragraph (a)(9) and adding a
new paragraph (a)(8) requiring that a
notice of declaration of interference
indicate why each claim designated as
corresponding to a count is directed to
the same patentable invention as the
count and why each claim designated as
not corresponding to a count is not
directed to the same patentable
invention as the count. This information
should assist the parties in deciding

whether to move to have claims
designated as corresponding or not
cOITe~ondingto the count. An
administrative patent judge can satisfy
this requirement by enclosing a copy of
the examiner's statement with the
parties' copies of thedeclaration notice.
It is also proposed to capitalize the first
word in each of paragraphs (d)(2) and
(d)(3).

In § 1.612, it is proposed to amend
paragraph (a) to change "opposing
party's" to "opponent's" and to add a
sentence referring to § 1.11(e)
concerning public access to interference
files.

In § 1.614, it is proposed to clarify the
meaning of paragraph (a) by changing
"the Board shall assume jurisdiction" to
"the Board acquires jurisdiction." .

In § 1.616. in addition to authorizing
an award of compensatory attorney fees
and expenses in appropriate
circumstances. as discussed above, it is
proposed to amend current paragraph
(b) (which is proposed to be
redesignated as paragraph (a)(2)) to
permit a party to be sanctioned for
failing to comply with the rules or an
order by entering an order precluding
the party from filing any type of paper.
Paragraph (h) cunently permits entry of
an order precluding the filing of a
motion or a preliminary statement.

Section 1.617 is proposed to be
amended to authorize a party against
.whom a § 1.617(a) order to show cause
has been issued to respond with an
appropriate preliminary motion under
§ 1.633(c), (I) or (g). A preliminary
motion under § 1.633 (c) to redeline the
interference, under.g 1.633(1) for benefit
of the filing date of an earlier
application or under § 1.633(g) attacking
the benefit accorded a patentee may be
appropriate where the count set forth in
the. notice declaring the interference is
not the same as the count proposed in
the applicant's showing under
§ 1.608(h). A preliminary motion under
§ 1.633(1) or (g) may also be appropriate
where the count set forth in the notice
delcaring the interference is the. same as
the count proposed in the applicant's
showing under § 1.608(b). but the notice
either fails to accord the applicant the
benefit of the filing date of an earlier
application whose benefit was requested
in the § 1608(b) showing or accords the
parentee the benefit of the filing date of
an earlier application whose benefit the
§ 1.608(h) showing argued should not be
accorded the patentee.

In § 1.618. it is proposed to amend
paragraph (a) for clarification and to
state that a paper that has been returned
as unauthorized will not thereafter be
considered in the interference.
Paragraph [a] currently states that a
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paper that has been returned as
unauthorized will not thereafter be
considered by the Patent and Trademark
Office.

In § 1.625, it is proposed to simplify
paragraph (a) by deleting ..the invention
was made in the United States or abroad
and" as surplusage. .

Section 1.626 is proposed to be
simplified by changing "earlier
application filed in the United States or
aboard" to "earlier filed application."
The same change is proposed for ­
§§ 1.630,1.633(1). 1.633(g).
1.637(c)(1)(vi).1.637(e)(1)(viii),
1.637(e)(2)(vii) and 1.637(h)(4).

.. In § 1.628, it is proposed to amend
paragraph (a) by changing "ends of
justice" to "interest of justice" to be
consistent with the language used in
§§ 1.628(a) and 1.687(c), since a single
standard is intended. Paragraph (a) of
§ 1.628 is also proposed to be amended
to apply the "interest of justice"
requirement only to corrected
preliminary statements that are filed on

.or after the due date for serving
preliminary statements. Where the
moving party has not yet seen the
opponent's statement. an opponent will
not normally be prejudiced by the filing
of a corrected statement.

In § 1.629, jt is proposed to amend
paragraphs (a). (c)(l) and (d) to make
them consistent with the.proposed
amendment 9f the definition of
"effective filing date" in § 1.601(g).

In § 1.631,it is proposed to amend
paragraph (a) to delete "by the
examiner-In-chief" (second occurrence)
as superfluous.

Section 1.632 is proposed to be
amended to more precisely state that a
notice of intent to argue abandonment.
suppression or concealment must be
filed "within ten days after," rather than
"within ten days of," the close of the
testimony-in-chief of the opponent,

In § 1.633, it is proposed to amend
paragraph (a) to specify that a claim
shall be construed in light of the
specification of the application or patent
in which it appears. This amendment
would administratively set aside the
judicially created rule of In re Spina,
975 F.2d 854. 856, 24 USPQ2d 1142,
1144 (Fed. Cir. 1992), to the extent it
held that the interference rules require
that an ambiguous claim copied from a
patent for interference purposes be
construed in light of the disclosure of
the patent. A claim that has been added
to a pending application for any
purpose, including to provoke an
interference, would be given the
broadest reasonable interpretation
consistent wi th the disclosure of the
application to which it is added. as are
claims which are added during ex porte
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would be reviewed based on the
contents of the paper and the response.
lithe paper fails to show gcod cause.
the Board would enter judgment against
the party against whom the order
issued' . .

Section 1.641 currently indicates that
an administrative patent judge who.
during the pendency-of an interference.
becomes aware of a reason why a claim
designated to correspond to a count may
not be patentable should notify the
parties of the reason and set a time
within which each party may present its
views. which the administrative patent
judge will consider in determining how
the interference shan proceed. It is
proposed to amend § 1.641 to indicate
that a party's views may Include
argument or appropriate preliminary
motions under § 1.633(c), (d) and (h).
including any supporting evidence.

In § 1.643;.itis proposed to amend
paragraph (b) fsr clarification and also
to change "ends of justice" to "interest
of justice" to be consistent with the
language used in other interference
rules, including §§ 1.628(a) and
1;687(c).

In § 1.644, it is proposed to simplify
paragraph (a) by changing "a panel
consisting of more than one examiner­
In-chief" to "the Board," Paragraphs
(a)(I). (b) and (c) are proposed to be
amended by changing both occurrences
of "panel" to "Board," Paragraphs (a)(2)

. and.(b) are proposed to be changed to
provide that a petition seeking to invoke
the supervisory authority of the
Commissioner shall not be filed prior to
the party's brief for final hearing; these
paragraphs currently provide that such
a petition shall not be filed prior to a
decision of the Board awarding
judgment.

Paragraph (b) of § 1.644 is proposed to
be clarified by amending it to state that
a petition under § 1.644(a) shall be
considered timely if it is made as part
of, or simultaneously with, a proper
motion under § 1.633.1.634, or 1.635
when granting the motion would require
waiver of a rule. In other words, a
petition under § 1.644(a)(2) must seck
waiver of a rule prospectively rather
than retroactivel y"

Paragragh (d) of § 1.644 is proposed to
he amended to provide that the
statement of facts in a petition
preferably should be in numbered
paragraphs and also to delete the second
sentence as unnecessary. Paragraph ({) is
proposed to be amended to change the
~'15 days" in which to request
reconsideration of a decision ov the
Commissioner to "14 davs." In"
paragraph (g), it is proposed to delete
the quotation marks around "Express
Mail," .

Section 1.645. which in its current
form permits consideration 'of a
belatedly filed paper only if
accompanied by a motion under § 1.635
which shows sufficient cause
(§ 1.645(b)) why the paper was not
timely filed, is proposed to be amended
in several respects. First, it is proposed
to change "sufficient cause" to "good
cause" in order to use a single "cause"
standard throughout the interference
.rules. Second. it is proposed to amend
paragraph (b) to permit consideration of
a belatedly filed paper if an
administrative patent judge or the
Board. sua sponte. is of the opinion that
it would be in the interest of justice to
consider the paper. An example would
be where the delay is short (e.g.. one
day) and there is no prejudice to an
opponent. For purposes of the sections
other than § 1.645, a belatedly filed
paper is considered "timely filed"if
accompanied by ~ motion under § 1.635
which is granted.

Paragraph (d) of § 1.645 is proposed to
be amended by deleting "In an

.appropriate circumstance" as
superfluous in view of the language
"may stay proceedings," which
indicates that the administrative patent
judge has the discretion to stay an
interference,

In § 1.646, it is proposed to amend
paragraph (a)(2) by deleting the
reference to § 1.684. which is proposed
to be deleted. It is proposed to amend
paragraph (c)(l) by inserting "or causing
a copy of the paper to be handed" after
"By handing a copy of the paper" to
make it clear that the paper need not be
personally delivered by the part)', i.e.,
that delivery by hand can be effected b)'
a commercial courier. for example.In
paragraph (c)(4), it is proposed to
change "mail" (second occurrence) to
"first class mail" to make it clear that
the service date specified in that
paragraph applies only to first class
maiL It is also proposed to redesignate
paragraph (c)(5) as paragraph (c)(6)and .
to add a new paragraph (c)(5) which
clarifies that a party may serve by
Express Mail and that vv'hen service is
effected by Express Mail, the date of
service is considered to be the date of
deposit with the U.S. Postal Service.
Paragraph (d) is proposed to be
amended to delete the quotation marks
around "Express Mail," Paragraph (e) is
proposed to be amended to state that the
due date for serving a paper is the same
as the due date for filing the paper in
the Patent and Trademark Office.

In § 1.651, it is proposed to amend
paragraph (a)(2) by deleting "[testimony
includes testimony to be taken abroad
under § 1.684)" in order to be consistent
with the proposal to delete § 1.684.
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Paragraphs (c)(2) and (c)(3) are proposed­
to be amended to be consistent with the
proposed amendment to the definition
of"effective filing date" in § 1.601(g). In
paragraph (d), it is proposed to chango
"abroad under § 1.684" to "in a foreign
country."

In § 1.653, it is proposed to amend
paragraph (a) in several ways. The first
is to change the references to paragraphs
of § 1.672 to be consistent with the
proposed reclesignation of certain
paragraphs of § 1.672, discussed below.
The second is to delete "of fact" in the
clause "agreed statements of fact under
§ 1.672(0" (proposed to be redesignated
as § 1.672(hll, because agreed statements
under § 1.672(0 can set forth either (1)
how a particular witness. would testify
if called or (2) the facts in the case of
one or more of the parties. The third 15
to delete "under § 1.684(c)," since
§ 1.684 is proposed to be deleted. A
fourth proposed amendment to
§ 1.653(a) is to indicate that in addition
to the types of testimony already set
forth in paragraph (a), testimony
includes copies of written
interrogatories and answers and written
requests for admissions and answers.
which might be obtained where a
motion for additional discovery under
§ 1.687(c) is granted.

Paragraph (b) of § 1.653 is proposed to
be amended to be consistent with the
proposed redesigriation of certain
paragraphs of § 1.672, to delete the
reference to § 1.684(c), which is
proposed to be cancelled, and for
clarity. Paragraphs (C)(I)and (c)(4) of
§ 1.653 are proposed to be amended to
make it clear that the only testimony to
be included in a party's record is
testimony submitted on behalf of the
party. Having copies of the same
testimony appear in both parties' .
recordsunnecessarily encumbers the
records and is confusing in that a given
page of testimony will have different
page numbers in the different records.
with the result that the briefs of the
parties will refer to different record
pages for the same testimony.

It is proposed that paragraph (c)(5) of
§ 1.653 be deleted and reserved..
Paragraph (c)(5) currently requires that'
the record filed by each party include
each notice. official record and printed
publication relied upon by the party and
filed under § 1.682(a). This requirement
is considered unnecessary because such
notices. official records and printed
publications are in thenature of exhibits
under § 1.653(i), which are submitted
with but not included in the record. Tho
Inclusion of exhibits in the record
merely increases the size of the record
without serving any useful purpose.
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Paragraph (g) of § 1.553 is proposed 10
be amended and pa-ragraphs (fJ and (h)
deleted and reserved to eJiminate the
current distinction between typewritten
and printed records. Paragraph (sUs
also proposed to beamended to change
"8'/, x 11 inches (21.8 by 27.9 cm.)" 10
"21.8 by 27.9 em. (8'12 x 11 inches)" and
to delete the requirement for justified
margins and to require that the records
be bound with covers at their left edges
in such manner as to lie flat when open
to any page and in one or more volumes
ofconventent 'size (approximately 100
pages per volume is suggested) and that
when there is more than one volume.
the numbers of the pages contained in
each volume must appear at the top of.
the cover for each-volume. Paragraph (i)
is proposed to be amended to state that
exhibits include documents and things
identified in-affidavits or on the record
during the ta1dng of oral depositions as
well as official records and publications
submitted pursuant to § 1;682(a).

In § 1.654, it is proposed to amend
paragraph (a) by changing "sbail" in the
second sentence to "may" fOT clarity
and also to reduce the time for ora)
argument by a party from 60 minutes to
30 minutes, because most hearings ha.....e
required no more than 30 minutes per
'side and a panel has the discretion to
grant more time at the hearing, where
necessary.

In§1.655, it is proposed to amen d
paragraph (a) by changing the standard
of review from "erroneous or an abuse
of discretion" to "an abuse of
discretion, f, The recitation of a separate
"error" standard is unnecessary,
because an abuse of discretion :m.~y be
found when (I) the decision of an
administrative patent judge is clearly
unreasonable. arbitrarv or fanciful, (2)
the decision is based en an erroneous
conclusion of Iaw. (3) the findings of the
administrative patent judge are clearly
erroneous, or (4) the record contains no
evidence upon which the administrative
patent judge rationally could have based
the decision. See, e.g., Heat and Control
Inc. v. Hester Industries. Inc., i8S F.2d
1017.228 USPQ 926 (Fed. Cir. 1986);
western Electric Co. v. Piezo

. Technology, Inc. v. Quigg. 860 F.2d ';28,
e USPQ2d 1853 (Fed. Cir. 1988).

It is proposed to amend paragraph (b)
of § 1.655 to clarify which matters 3

party is not entitled to raise for
consideration at final hearing. As
proposed to be amended, paragraph (b}
would provide that a party shall not be
entitled to raise for consideration at
final hearing a matter which properly
could have been raised bv a motion
under § 1.633 or J .634 unless (1) the
matter was properly raised in a motion
that was timely filed by the p<!rty under

§ 1.633 or 1.634 and the motion was
denied or deferred to final hearing. (2)
the matter was properly raised by the
party in a timely filed opposition 10 a
motion under § 1.633 or 1.634 and the
motion was granted over the opposition
or deferred 10 final hearing, or (3) the
parry shows good cause whythe issue
v...as not properly raised bya timely filed
motion or opposition. It is also proposed

.. 10 amend paragraph (b) of § 1.555 10
state that a: change of attorneys during
the interference generally does not
constitute good cause for failing to file
a tlmelv motion or opposition.
. It is further proposed. in response to

in re I!an Geuns, 988 F.2d 1181, 26
USPQ2d 1057 (Fed. Cir. 1993). to amend
paragraph (b) of § 1.555 by adding a
sentence explaining that a party who
fails to contest, by way of a timely tiled
preliminary motion under § 1.633(c), the
designation of a claim, as corresponding
to a count may not subsequently argue
the separate patentability or the lack of
separate patentability of claims
designated as corresponding to the
count. The Patent and Trademark Oifice
conducts interference proceedings to
determine who, as between two or more
applicants for patent or one or more
applicants for patent and one or more
patentees, is the first inventor of a'
patentable invention. Aprimary
examiner determines in the first
instance whether the .claims in a
'pending application interfere with the
claims in another pending application
or unexpired patent. When the examiner
is of the view-that an interference exists,
the Board is notified (§ 1.609). The
interference is assigned to an
administrative patent judge (§ 1.610),
who issues a notice declaring the
interference (§ 1.611). Each separately
patentable invention involved in the
interference is defined by a count,
which is merely a vehicle for contesting
priority of invention lt.e who made the
invention defined by the count first} and
determining the evidence relevant to the
issue of priority. A preliminary
determination is made by the Patent and
Trademark Office as to which claims
should be designated to correspond to
the count. The claims that are initially
determined to define the same
patentable invention are designated as
corresponding to the count. All other
claims are .designated as not
corresponding to the COli..I1t. The
designation of claims provides a starting
point in an interference. There is a
presumption that the designation of a
claim as corresponding or as not
corresponding to a count is correct.

The interference rules authorize a
party to me a preliminary motion to
redefine an interference by designating
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a claim as corresponding (§ 1.633(c)(3))
or not corresponding (§ 1.533(c)(')) to a
,co:unt. Prior to Van Geuns, the Patent
and Trademark Office interpreted the
interference rules as requiring a party to
file a preliminary motion under
§ 1.633(c)(4) to designate a claim as not
corresponding to the count as a
condition for arguing at final hearing
that a claim designated as
corresponding to the count is patentably
distinct from another claim designated
as corresponding to the count. See
Brooks V. Slreel,16 USPQ2d 1374. 1377
(Bd. Pal. App. & Int. 1990); Flehmig v.
Ceisa, 13 OSPQ2d 1052, 1054 (Bd. Pat.
App. & Int. 1989); Kwon V. Perkins. 6
USPQ2d 1747. 1750 (Bd. Pat. App, &
Int. 1988).afrd on other grounds, 885
F.2d 325, 12 USPQ2d 1308 (Fed. Ctr.
1989); see also Lamont v. Berguer, 7
USPQ2d 1580, 1582 (Bd. Pat. App. &
Int. 1988). However, in Van Geuns the
Federal Circuit interpreted the rules
differently. slating:

[Tjhe position of the Commissioner that
claims designated as corresponding to a court
S!90nd or fall with the patentability of the
subject matter of the count is overboard.

988F.2d at 1185, 26 USPQ2d at lOGO.
The Court further slated;

[W]e conclude that aparty to an
Interference, who has failed to timelycontest

. the designation of claims as corresponding to
a count, has nol conceded-that claims
'corresponding to a count are anticipated or
'made obv-ious li.c., are unpatentable]by the
prior art when the subject matter of account
is determined to be unpatentable for
obviousness. The PTO must determine, based
on the actual prior art reference or references.
whether claims not [designated asl
corresponding exactly to the count 2.T'C

unpatentable.
• • • The interference rules do not specify

whether 3 party may argue the patentability
of claims separately to the RIC[examiner-In­
chief. now administrative patent judge) and
the beard.

ld. at 1186.26 USPQ2d al 1060
(bracketed material added by the
Commissioner). The proposed
amendment 10 § 655(b) is designed 10
overcome the Federal Circuit's
interpretation ofthe rules' and to create
a presumption that all claims designated
as corresponding to a count are directed
to the same patentable invention.

It is proposed to amend paragraph fc)
of § 1.655 by changing "To prevent
manifest injustice" to "In the interest of
justice" to be consistent with the
language used in other interference
rules. .

In § 1.656, it is proposed to
redesignate paragraphs (bJ(1) through
(b)(6) as paragraphs (bJ(3) through (bJ(8).
respectively. and to add new paragraphs
(b)(1) and (b)(2) requiring the brief to
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include (1) a statement of interest
identifying every party represented by
the attorney in the interference and the
real party in interest if the party named
in the caption is not the real party in
interest and (2) a statement or related
cases indicating whether the
interference was previously before the
Board for final hearing and identifying
any related appeal or interference which
is pending before. or which has been
decided by. the Board. or which is
pending before. or which has been
decided by. the Court of Appeals for the
Federal Circuit or a district court in a
proceeding under 35 U.S.C. 146. A
related appeal or interference is one
which will directiy affect or be directly
affected by or have a bearing on the
Board's decision in the pending
interference. Appeals are mentioned
because 'related Issues may be present
before the boa"id. simultaneously in an
ex parte appeal and an interference. It
is also proposed to amend current
paragraph [b)(3) (proposed to be
redesignated as paragraph (b)[5)) to
specify that statements of fact preferably
should be presented in numbered
paragraphs.

Current paragraph (b)(4) of § 1.656
{proposed to be redesignated as
Paragraph [b)(6)) requires that the
opening brief of the junior party contain
the contentions of the party with respect

. to the "issues to be decided." which has
been construed to include the matter of
whether some of the senior party's
evidence of conception WaS

inadmissible hearsay. Suh v. Hoefle. 23
USPQ2d 1321. 1323 (Bd. Pat. App. &
Int. 1991). As support. the Board relied
on Fisher v, Bouzard, 3 USPQ2d 1677
(Bel. Pat. App. & Int. 1967). and Moller
v. Herding. 214 USPQ 730 (Bd. Pat. Int.
1982). Both of these cases concern
interferences declared-under the "old"
interference rules (i.e.• § 1.201 et seq.) of
which § 1.254 specified that the opening
brief of the junior party shall "present
a full. fair statement of the questions
involved. including his position with
respect to the priority evidence on
behalf of other parties." Current
§ 1.656(b)[4) does not expressly require,
and was not intended to imply, that the
opening brief of the junior partymust
address the evidence of any other party
with respect to the issue of priority or
lilly other issue. In order to clarify that
the opening brief of a junior party need
not address the evidence of the other
parties, it is proposed to amend current
paragraph (b)(4) to require that the
junior party's opening brief contain the
contentions of the party "with respect to
the issues it is raising for consideration
at final hearing." These issues 'would

include the junior party's case-in-chief
for priority with respect to an opponent
or derivation by an opponent as well as
matters raised in any denied or deferred
motions of the junior party that are to
be reviewed or considered at final
hearing. Where the reply brief of the
union party. includes a new argument in
response the case-in-chief of the senior
party ?s presented in the senior party's
opening brief. the senior party may
move under § 1.635 for leave to file a
reply to the junior party's reply brief.
which motion must beaccompanied by
a copy of the senior party's reply.

Paragraph (d) of § 1.656 is proposed to
be amended to state that unless ordered
otherwise by an administrative patent
judge. briefs shall be double-spaced
(except for footnotes. which may be
single-spacedland shall comply with
the requirements of § 1.653[g) for
records except the requirement for
binding. As a result, the current
distinction between printed and
typewritten briefs would be eliminated.

Paragraphs (e). (g) and (h) of § 1.656
are proposed to be amended to require
an original and tour copies (currently an
original and three copies are required]
of each brief. any proposed findings of
fact and ronclusions of law. any motion
under 37 CFR 1.635 to suppress
evidence and any opposition to a
motion to suppress evidence.

Paragraph (g] of § 1.656. which
permits a party to file proposed findings
of fact and conclusions of law. is further
proposedto be amended to require
paragraph numbers for the findings of
fact and conclusions of law.

Paragraph (h) is further proposed to
be amended to state that a party's failure
to challenge the admissibility of the
evidence of an opponent on a ground
that could have been raised in a timely
objection under §§ 1.672(cl. 1.682(c).
1.683(b) or t.688(b) constitutes a waiver
of the right to move under § 'l.656(h) to
suppressthe evidence on that ground at
final hearing.

Paragraph (i) of § 1.656 currently
provides that if a junior party fails to file
an opening brief for final hearing. an
order may be issued by the
administrative patent judge requiring
the junior party to show cause why the
failure to file a brief should not be
treated as a concession of priority and
further provides that judgment may be
rendered against the junior party if the
junior party "fails to respond" within a
time period set in the order. The
expression "fails to respond" has been
misinterpreted by some junior parties as
meaning that the mere filing of a
response of any kind to the order to
show cause should be sufficient to avoid
the entry of iudement. Such an
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interpretation was not intended and if
adopted would effectively negate
§ 1.656(i). The term "respond" is
proposed to be changed to "show good
causa" in order to make it clear that a
junior party's failure to file a timely
opening brief will not be excused unless
good cause is SbO\VIl to explain or
justify the failure to file a brief. The
language of the rule will then be
consistent with the other interference
rules concerning orders to show cause.
e.g.• §§ 1.640(c) and 1.652.

Section 1.657 is proposed to be
amended to be consistent with the
proposed changes to the definition of
"effective filing date" in § 1.601(g) to
state that in an interference involving an
application and a patent where the
effective filing date of the application is
after the date the patent "issued.a junior
party has the burden of establishing
priority by clear and convincing
evidence. and that in other interferences
the junior party has the burden of
establishing priority by a preponderance
of the evidence. The proposed
amendment would codify the holding of
Price v. Symsek, 988 F.2d 1187. 19990­
91. 26 USPQ2d 1931. 1033 (Fed. Cjr,
1993). as clarified by Bosies v. Benedict.
27 F.3d 539. 541-42. 30 USPQ2d 1862.
1864 (Fed. Cir. 1994). .

In § 1.658. it is proposed to amend
paragraph (a) to state that when the
Board enters a decision awarding
judgment as to all counts, the decision
shall be regarded as a final decision for
the purpose of judicial review (35 U.S.C.
141-144.146) unless a request for
reconsideration under paragraph fbj.of
this section is timely filed. In paragraph
(b), third sentence, it is proposed to
delete the phrases "[wlhere reasonably
possible" and "such that delivery is
accomplished" as unnecessary and to
add a sentence specifying that a --.
decision on reconsideration is a final
decision for the purpose of judicial
review (35 U.S.C. 141-144. 146). It Is
also proposed to amend paragraph [b)
by changing "reply to a request for
reconstderatlon" to be consistent with
the terminology employed in § 1.640(c)
regarding requests for reconsideration of
decisions on preliminary motions.

Section 1.660 is proposed to be
amended by adding a new paragraph [e)
explaining that the failura of a·party to
comply with the notice provisions of
§ 1.660 may result in -sanctions under
§ 1.616. that knowledge by. or notice to.
an employee of the Office other than an
employee of the Board. of the existence
of the reexamination. application for
reissue, protest. or litigation shall Dotbe
sufficient. and that the notice
contemplated by this section is notice
addressed specifically to an
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administrative patent judge or the
Board.

In § 1.662, it is proposed to amend
paragraph (a) hy changing "filing by an
applicant or patentee" in the second
sentence to "filing by a partyv to make
it clear that the terminal disclaimer can

. be signed by the party's attorney or
agent of record. For the same reasen, it
is proposed to change "by an applicant"
to "by a party" in the third sentence of
paragraph (al.whlch concerns
abandonment of an involved
application.

In paragraph [b) of § 1.662. the first
sentence is proposed to be amended to
change "emits all claims of the patent
'corresponding to the counts of the
interference for the purpose of avoiding
the interference" to "does netinclude a
claim that corresponds to a count" in .
order to makeIt -clear that judgment may
not be entered where the reissue
application includes a new or amended
claim that should be designated as
corresponding to a count. even if the
patentee argues that it should be
designated as not corresponding to a
count. 'Similarly. it is proposed to
change vreissue other than for the
purpose ofavoiding the interference" to
"reissue which includes a claim that
corresoonds toa count."

In' §'·f;571, It is proposed to amend
paragraph (a}by changing "evidence
.fro:m another interference, proceeding.
or action filed § 1.683" to "testimony
from another Interference. proceeding.
or action filed under §1.683·' in order
to be consistent with the terminology of
§'1.683. It is proposed to amend
paragraphs (c)(6) and (c)(7) of § 1.671 to
change "by oral deposition or affidavh "
to "by affidavit or oral' deposition."
Paragraph (0 is proposed to be amended
to clarify that the requirement ior the
significance of documentary and other
exhibits to be discussed with
particularity by a witness applies only
to documentary and other exhibits
identified bv a witness in an afflda vit or
during ora] deposition. Paragraph {f)
does 'not apply to official records and
printed publications submitted into
evidence pursuant to § 1.682(a).

In § 1.672. in addition to the proposed
amendments discussed above under the
heading "Amendments responsive to
adoption of Public Law 103-182:' it is
proposed to amend paragraph (b) by
deleting the third sentence, which
specifies the type of paper to be used for
affidavits. as being superfluous in view
of § 1.677(a). In paragraph (d), it is
proposed to delete the fifth sentence (UA
party electing to present testimony of a
witness by deposition shall notice a
deposition of the \...-itness under

§ 1.673{a)."l as superfluous in view of
the second sentence of § 1.672(d).

In !i1.673, it is proposed to amend
paragraph [b) by changing the time for
service of evidence to be relied on at an
oral deposition from "at least three
days" prior to the conference required
by § 1.673(g) when service is by hand or
by Express Mail to "et Ieastthree
working days" prior to the conference.
It is also proposed to amend paragraph
(h) to change the time for service by any
other means from 10 days to 14: days
prior to the conference.

It is proposed to amend paragraph Id]
of § 1.673 by deleting the second
sentence as unnecessary. since all
denositions fora case-in-chief would
have to be approved by an
administrative patent judge. It is also
proposed to delete the quotation marks
around "Express Mail" in paragraph (b).

Also in § 1.673. it is proposed to
clarify paragraph (e) by changing "party
electing to present testimony by
affidavit" to "party who has presented
testimony. by affidavit."

In paragraph (a) of § 1.674, which
specifies before whom depositions may
be taken. it is proposed to delete the
reference to "United States or-a territory
or insular possession of the United
States" in order to make this paragraph
applicable to depositions for testimony
compelled in foreign countries.

In § 1.675. it is proposed to amend
paragraph (d), which concerns reading
end signing of a transcript by the
witness. to take into account that the
witness might refuse to read and/or sign
the transcript of the deposition. in
which case the circumstances under
which the witness refused to s:g::. must
he noted on the certificate by the officer
who prepared the certified transcript
(§ 1.676(c)).

In § 1.676. it is proposed to amend
paragraph (a)(4) by changing "opposing
party" to "opponent."

Sectio111.677. which in its current
form specifies the required form for
transcripts of depositions. is proposed
to be amended to also apply to
effldavits.Furthermore, it is proposed to
delete tbereference to vtypewriuen"
matter, to change "pica-type' to "11
'point type" and to change '.8 1/2 x 11
inches (21.8 by 27.9 em.)" to "21.'8 by
27.9 em. (BV2 x 11 inches)."

In§ 1.678, it is. proposed to change the
section heading from "Transcript of
deposition must be filed" to "Time for
filing transcript of deposit.ion" for
clarity and to amend the text by
changing the time for filing the certified
transcript from 45 days to 30 -days.

In § 1.679. it is proposed to change
"transcript" to "transcript of a
depnsirion" for clarity and also.to delete
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"for printing (§ 1.653(g))" as
unnecessary.

In § 1.682, in addition to the proposed
amendments discussed above under the
heading "service of a 'developing
record,'" it is proposed to amend
paragraph (a) by changing "identified
during the taking of testimony of a
w itness.. to "identified in an affidavit or
on the record during an oral deposition
of a v...itness" for clarity. It is also
proposed to delete. and reserve
paragraph (a)(4) (vwhere appropriate, be
accompanied by a certified copy of the
official record or a copy of the printed
publication (§ 1.671(d))") as superfluous
in view of Rules 901 and 902 of the
Federal Rules of Evidence, which apply
to interference proceedings (§ 1.671 (b))
and require authentication of evidence
that is not self-authenticating. Ftnally, it
Is proposed to capitalize the first word
in each of paragraphs (a)(2), (a)(3) and
(a)(4).

In § 1.685, it is proposed to amend
paragraph (d) for clarification.

In§ 1.687. it is proposed to amend
paragraph (c) to refer to § 1.647
concerning translations of documents in
a foreign .language.

Other Considerations

These proposed rules conform with
the requirements of the Regulatory
Flexlbtlity Act. 5 U.S.c. 501 et se,q.•
Executive Order 12866, and the
Paperwork Reduction Act of 1980, 44
U.S.c. 3501 et seq. The Office of.
M?.'''l3gement and Budget has
determined that these proposed rules
are not significant for the purposes of
Executive Order 12866.

The Assistant Counsel for Legislation
and Regulation of the Department of
Commerce bas certified to the Chief
Counsel for Advocacy. Small Business
Administration. that the proposed rule
changes will not have a significant
economic impact on a substantial
number of small entities (Regulatory
Flexibilitv Act, S U.S.C. 60S[b)), because
the changes clarify existing rules setting
forth the procedures used in patent
appeals and interferences.

The Patent and Trademark Office hcs
determined that this notice has no
Federalism implications affecting the
relationship between the National
Government and the States as outlined
in Execu tive Order 12612.

These rule changes will not impose
any additional burden under the
Paperwork Reduction Act of 19aO, 44
U.S.C. 3501 et.seq.. since no record
keeping or reporting requirements
within the coverage of the Act are
placed upon the public.
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(c) The brief shall contain the
following items under appropriate
headings and in the order [here]
indicated ~below-clunless ~the brief
is filed by an applicant who is not

-:

1. The authority citation for 37 ern
Part 1 would continue to read as
follows:

Authority: 3S U.S.c. 6. unless otherwise
noted.

2. Section 1.11 is proposed to be
amended by revising paragraph (e) to
read as follows:

§ 1.11 FU~~n to the public.

List ofSubjects in 37 CFR Part 1
Administrative practice and

procedure. Courts, Inventions and
patents.

For the reasons set out in the
preamble, it is proposed to amend 37
CFR Part 1 wherein removals are
indicated by brackets ([)) and additions
by arrows~ as follows:

PART 1-RULES OF PRACTICE IN
PATENT CASES

(e) The file of any interference
involving a patent. a statutory invention
registration.....a reissue application, ....
or an application on which a patent has

'·'been issued or which has been
'::'published as a statutory invention

registration, is open to inspection by the
public, and copies may be obtained

,..upon paying the fee therefor, if: (1) The
'Interference has terminated, or (zlan
award olpriority or judgment has been

~.ienteredas to ell parties and all connts.
. 3. In § 1.192. it is proposed to revise
paragraphs (a), (c). (c)(5) and (c)(5)(ii),
redesignate current paragraphs (c)(l)
through (c)(7) as paragraphs (c)(3)
through (c)(9) and add new paragraphs
(c)(l) and (c)(2) to read as follows:

§ 1.192 Appellant's brief.
(a) [The appellantl~Appellant""

shall, within 2 months fromthe date of
the notice of appeal under § 1.191.[in
an application. reissue application. or
patent under reexamination.] or within
the time allowed for' response to the
action appealed from. if such time is
later. file a brief in triplicate. The brief
must be accompanied by the requisite
fee set forth in § 1.17(f)and must set
forth the authorities and arguments on
which [the) appellant will rely to
maintain the appeal. Any arguments or
authorities not included in the brief
"'will'" [may) be refused
consideration by the Board of Patent
Appeals and interferences .... unless
good cause is sQown-olll!l!l.

••

•••

•

an argument as to why the claim is
separately patentable from the broadest
claim-et,

[(6)] ~(8)... Argu'l'ent. The
contentions of [the] appellant with
respect to each of the issues presented
for review in subparagraph ~(c) (6)'"
[(c) (4)] of this section, and the basis
therefor. with citations of the
authorities, statutes. and parts of the
record relied on. Each issue should be
treated under a separate heading. .

(v) For any rejection other than those
referred to in paragraphs ~c) (8) (i)'"
[(6) (6) (i)) to (iv) of this section, the
argument shall specify the errors in the
rejection and the specific limitations in
the rejected claims, ifappropriate. or
other reasons. which cause the rejection
to be in error•

[(7)J ~(gl'"Appendix. An appendix
containing a copy of the claims involved
in the appeal.
- (d) If a brief is filed which does not

comply with all the requirements of
paragraph (cl of this section, [the)
appellant will be notified of the reasons
for non-compliance and provided.with
a period of one month within which to
file an amended brief. If [the) appellant
does not fite an 'amended hrief during
the one-month period, or files an
amended brief which does not overcome
all the reasons from non-compliance
stated in the notification. the appeal
will ~and""[be) dismissed.

4. Sec1ion 1.601 is proposed to be
amended by revising paragraphs (f), (g).
(j), (k), (I), and (q) and adding a new
paragraph (r) to read as follows: •

§ 1.601 SCope 01 rules, deftnltions.

(f) A count defines the interfering
subject matter between (lJ two or more
applications or (2)oIie or more
applications and one or more patents.
~A count should be broad enough to
encompass the broadest corresponding
patentable claim of each of the parties.
A count may not be so broad as to be
unpatentable over the prior art ....... When
there is more than one count, each
count shall define a separate patentable
invention. Any claim ofan application
or patent [which) ~that is designated
to...q correspcndfs] to a count is a claim
involved in the interference within the
meaning of 35 U.S:C. 135(0). A claim of
a patent or application ~designatedto
correspond to a count that... [which] is
identical to a count is said to
"correspond exactly" to the count. A
claim of a patent or application
~designatedto correspond to a count
that.... [which) is not identical to a
count [. but which defines the same
patentable invention as the count.] is

F12

represented by a registered
practltloner-el [there is no attorney or
agent of record in the application or
reexamination proceeding. the brief was
not prepared by a registered
practitioner. and the brief was Dot

<signed by a registered practitioner.
wherein the brief will be accepted as
complying with this paragraph provided
it is at least in substantial compliance
with the requirements of paragraphs
(c)(l). (2). (6) and (7)]:
~(1) Real Partyin Interest. A

statement identifying the real party in
interest. if the party named in the
caption of the brief is not the real party
in interest, and the parent companies.
subsidiaries (except wholly owned
subsidiaries) and affiliates that have
issued shares to the public of the real

. party in interest.
(2) Reloled Appeals and Interferences.

A 'statement identifying by number and
filing date all other appeals or
interferences known to appellant, the
appellant's legal representative, or
assignee which will directly affect or be
directly affected by or have a bearing on
the Board's decision in the pending
appeal.•

W}] ~(3)'"Slalus ofCloims. A
statment of the status of all the claims.
pending or cancelled. and identifying
the claims appealed.

[(2)] ~(4)'"Slalus ofAmendmenls.
A statment of the status of any
amendment filed subsequent to final
rejection.

[(3)] ~(5)'"Summary of Invention.
A concise explanationof the invention
defined in the claims involved in the
appeal, which shall refer to the
specification by page and line number,
and to the drawing. if any, by reference
characters.

[(4)] ~(6J"" Issues. A concise
statement of the issues presented for
review.

[(5)) ~(7J'"Grouping of Claims. For
each ground of rejection which
appellant contests and which applies to
more than one claim, [it will be
presumed that) the rejected claims
~shall"" stand or fall together Il>-with_
the broadest claim, and only the
broadest claim will be considered by the
Board of Patent Appeals and
Interferences-el unless:

~(i)"""'l a statement is included that
the rejected claims do not stand or fall
together, and
~(ii)""in [the appropriate part or

parts of] the argument under
subparagraph ~(cl (8).... [(c) (6)] of this
section appellant presents reasons as to
why appellant considers the rejected
claims to be separately patentable
"'from the broadest claim. Merely
pointing out what a claim covers is not

•

•••

.. .•

•

•

•
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(q) A [inal decision is a decision
awarding judgment as to all counts. An
interlocutory order is any other action
taken by an ~administrative patent
judge""" [examiner-in-chief] or [a panel
of] the B08J'd in an interference;
includingthe notice declaring an
interference.

"(r) NAFTA country means NAFTA
country as dafined in section 2(4) of the
North American Free Trade Agreement
Implementation Act. A "non·NAFTA
country" is a country other than the
United States or a NAFTA country......

said to "correspond substantially" to the
count. When a count is broader in scope
than all claims which correspond to the
count, the count is a "phantom count."
A phantom count is [not patentable to
any party] '-unpatentable to all parties
under the written description
requirement of the first paragraph of 35
U.S.C.112~

. (g) Tbe effective filing date of an
application [or a patent] is the filing
date of an earlier application accorded
to the application far patent] under 35
U.S.C. 119. 120....121;.... or 365 ....or.
if no benefit is accorded. the filing date
of the application. The effective filing
date of a patent is the filing date of an
earlier application accorded to the
patent under 35 U.5.C. 120. 121. or
365[c) or. uno benefit is accorded. the
filing date of the application.".nich
issued as, the patenL~
... ... .:~-::"#. *

(j) An interfefence-in-fact exists when
at least one claim of a party [which]
~at"""corresponds to a count and at
least one claim of an opponent [which]
~t~corresponds to the count
define the same patentable invention.

(k) A lead attorney or agent is a
registered attorney or agent of record
who is primarilyresponsible for
Prosecuting an interference on behalf of
a party and is the attorney or agent
'whom an )IIl--administrative patent
judge~ [examiner-in-chief] may
contact to set times and take other
action in the interference.

(1) A party is (1) an applicant or
patentee involved in-the interference or'
(2) a legal representative or an assignee
'-of record in the Patent and Trademark
Office~of an applicant or patentee
involved in an interference. Where acts
of a party are normally performed byan
attorney' or agent, "party" maybe
construed to mean theattomcy or agent.
An "inventor" is the individual named
asinventor in an application involved
in an interference or the individual
named as inventor in a patent involved
in an interference.

§ 1.602 Interest in applications and patents
Involved In an Interference.

••••
9. Section 1.606 is proposed to be

revised to read as follows:

§ 1.606 Interference t>etweef1 an
appUcatlon and a patent; subject matter of
the Interference.

Before an interference is declared
between an application and an
unexpired patent. an examiner must
determine that there is interfering
subject matter claimed in the
application and the patent which is
patentable to the applicant subject to a
judgment in the interference. Tha
interfering subject matter will be
defined by one or more counts. [Each
count shall define 8 separate patentable
invention.] '-The~ [Any] application
must contain, or be amended to contain.
at least one ..patentable.....claim which
corresponds to each count. .-The claim
in the application need not be, and most
often willnot be, identical to a claim in
the patent......All claims in the
application and patent which define the
same patentable invention as a count
shall be designated to correspond to the
count. At the time an interf-erence is
initially declared (§ 1.611). a count shall
notbe narrower in scope than any
patent claim which corresponds to the
count and any single-patent claim will
be presumed. subject to a motion under
§ 1.633(c), not to contain separate
patentable inventions.

10. Section 1.607 is proposed to be
amended by revising paragraph (a)(4)
and adding a new paragraph (a)[6) to
read as follows;

§ 1.607 Request br applicant/or
Interference with patent

(a) •• *
(4) Presenting at least one claim

corresponding to theproposed count or
identifying at least one claim already
pending in [his or her] ~its~
application that corresponds to the
proposed count. and. if any claim of the
patent or application identified as
corresponding to the proposed count

amend the application by presenting the
suggested claim within a time specified
by the exa ..nlner, not less than one
month. Failure 0 r refusal of an applicant
to timely present the suggested claim
shall be taken without further action as
a disclaimer by the applicant of the
invention defined by the suggested
claim. At the time the suggested claim
is presented. the applicant may also (1)
call the examiner's attention to other
claims already in the application or
which are presented with the suggested
claim and (2) explain why the other
claims [would be more appropriate to]
'-sbould~be-included in any
interference which may be declared,

•

•

•

•

•

•

•

••
8. Section 1.605 is proposed to be

amended by revising paragraph (a) to
read as follows:

§ 1.605 Suggestion of claim to applicant
by examiner.

[a} ....U no claim in an application is
drawn to the same patentable invention
claimed in another application or
patent, the ..... [The] examiner may.
suggest that an applicant present a claim
[in an application] '-drawn to an
invention claimed in another
application or patent..... for the purpose
of au. interference with another
application or a patent. The applicant to
whom the claim is suggested shall

(c) Ifachange of any ...Ight. title. and
interest in any application or patent
involved or relied upon in the
interference occurs after notice is given
declaring the interference and before the
time expires for seeking judicial review
of a final decision of the Board. the
parties shall notify the Board of the
change within 20 days '-afte~ [of]
the change. -

6. Section 1.603 is proposed to be
revised to read as follows:

§ 1.603 Interference between applications;
subject matter of the Interference..

Before an interference is declared
between two or more applications. the
examiner must be of the opinion that
there is interfering subject matter
claimed in the applications which is
patentable to each applicant subject to
a judgment in the interference. The
interfering subject matter shall be
defined by one or more counts. [Each
count shall define a separate patentable
invention.] Each application must
contain. or be amended to contain. at
least one~atentabl~claim which
corresponds to each count. All claims in
the applications which define the same
patentable invention as-a count-shall be
designated to correspond to the count.

7. Section 1.604 is proposed to be
amended by revising paragraph (a)(l) to
read as follows:

§ 1.604 Request for lnterference between
apptlcatlona by an applicant.

(a)" ...... .

(1) Suggesting a proposed count and
presenting at least one claim
corresponding to the proposed count or
identifying at least one claim in [his or
her] "'ts~application that
corresponds to the proposed count,

5. Section 1.602 is proposed to be
arnended by revising paragraph [c) to

.read ¥ follows:

.••••

F13
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11. Section 1.608 is proposed to be
amended by revising paragraphs (a) and
(b) thereof to read as follows:

does not correspond exactly to the
proposed count, explaining why each
such claim corresponds to the proposed
count, and ..

(5) •• ."
~(6) Explaining how the

requirements of 35 U.S.C. 135 (b) are
met, if the claim presented or identified
under paragraph (a)(4) of this section
was not present in the application until
more then one year after the issue date
cf the patent.~ "

§ "i.6CO lr-terrerence betw'aC:i an
sppHca:i.:ln al'lQ c::: pzter.t; prime facie
sh:J\I1!..'lg by eiJ'~!!car:t.

(a) when the [earlier of the filing date
or] effective !ili"i.gdateof an application
is three months or less after the [earlier
of the filingdate or] effective filing date
of a patent, [t11e applicant,} before a:'
interference will be declared, ....either
the.applicant or the appljcam'sattcmey
OJ:' agent of record....-E shall file [an
affidavit} P-a .statement< alleging that
there is a basis upon which p-r.the......
appltcam is entitled to a judgment
relative to the patentee.

[1» When the (earlier of the Iiling date
or.the} effectiwe filli:g date of an
application is more than three months
afterthe [ezrHe:: of the filing date or
th}~l effective filing date {under 35
U;S~C. 120] of a patent. the applicant,
before ~"1 interference wtl! be declared,
shell file (1) evidence which may

.consist of patents or printed
publications, other documents, and one
0:; more affide..'i~s which demonstrate
that applicant is prima jccre enuued to
a judgment relative to the patentee and
(~} an cxplazaucn slating with
particularity the basis upcn which the
applicant is prima facie entitled to the
judgment. where the basis upon which
an apphran; is e;::t~tled to judgment
relative to a patentee is priority of
Invention, the evidence shall include
affidavits by the applicant, if possible,
and one or more corroborating
witnesses. supported by documentary
evidence. ii' available. each setting all! 0
factual description of acts and
circumstances performed or observed by
the amant, which collectively wou'd
prima fac-iaentitle the applicant to
judgment O~ priority with respect to the
[earlier of the flling date or] effective
filing date of the patent. To facilitate
preparation of a record (§ 1.653 [g) end
Ihll for final hearing, an applicant
should file affidavits on paper which is
.....21.8 bv 27.9 em. (8 l l.:!x 11 ir..cbes)<
[8'/' xli inches (21.8 bv 27.9 em.)J.
The sigr...iUcance of any printed

• • •

publication or other document which is
self-authenticating within the meaning
of Rule 902 of the Federal Rules of
Evidence or § 1.671(d) and any patent
shall be discussed in an affidavit or the
explanation. Any printed publication or
other document which is not self­
authenticating shall be authenticated
and discussed with particularity in an
affidavit. Upon a showing of"'good~

[sufficient] cause. an affidavit may be
..based on information and belief. If an

examiner finds an application to be in
condltiou for declaration of an
interference, the examiner will consider
the evidence and explanation only to
the extent of determining whether a <

basis upon which tae application would
beentitled to a judgment relative to the
patentee is alleged and, if a basis is
alleged, an interference may be
declared.

12. Section 1.609 is proposed to be
amended by revising paragraph (b)(2)
and (b)(3) to read as follows:

§ 1.609 Preparatlcn of Interference papers
by exarmoer.
•

(b) •••
(2) The claims of any application or

patent which correspond to each count,
stating whether the claims correspond
exactly 0:; substantially to each count
~and an explanation why each claim
designated as corresponding to a count
is directed La the same patentable
invention as the count""';

(3) The Claims in any application ~or
pate::ll-<! which [are deemed by the
examiner to be patentable over any]
~do not correspond to each...... COU:lt

~and an explanation why each claim
designated as not corresponding to a
count is not directed to the same
patentable invention as the couat-et:
and

13. Secnon 1.610 is proposed to be
amended by revising the 'section
heading and paragraphs (a) through (e)
to read as follows:

§ 1.610 AssIgnment of Interference to
.....admlnlstratlve J:iatelit jUdge""'Cl: [exarr.ber­
In-chien. time period for compteting
Interference,

fa) E3;,:h" interference will be declared
by an >ad:ninistrative patent judge-<4
[examiner-In-chief] who may enter ail
interlocutory orders in the interference,
except that only [a panel consisting of
at least three members of] the Board
shall (1) hear oral argument at final
hearing. (2) enter a decision under
§§ 1.617. "'"1.640(e).... [1.640(c) or (en.
1.652. 1.656(0 or 1.658 or (3) enter any
other order wmc.l" terminates the
interference.
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(b) As necessary, another
~administrativepatent judge'"
[examiner-in-chief] may act in place of
the one who declared the interference.
[Unless otherwise provided in this
section, at] lio-At.... the discretion of the
examiner-in-chief assigned to the
interference, a panel consisting of two
or more members of the Board may
enter interlocutory orders.

{c) Unless otherwise provided in this
subpart, times for taking action by a
party in the interference will be set. on
a case-by-case basis by the
I>-administrntive patent judge....
[examiner-in-chief] assigned to the
interference. Times for taking action
shall be set and the l>ad:::Linistrath'e
patent judge..-..l [examiner-In-chief]
shall exercise control over the
interference such that the pendency of
the interference before the Board does
not normally exceed two years.

(d) An l>administrative patent
judge.... [examiner-in-chief] may hold a
conference with the parties to consider:
(l) Simplification of any issues, (2) the
necessity or desirablllty of amendments
to counts, (3) the possibility of obtaining
admissions of fact and genuineness of
documents which will avoid
unnecessary proof, (4) any limitations
on the number of expert wttnesses.Fs]
the time and place for conducting a
deposition (§ 1.673(g)), and (6) any other
matter as may aid in the disposition of
the interference, After' a conference, the
li>administr::ttive patent judge......
[examiner-In-chief] may enter. any
'order which may be appropriate.

[e] The ~adILlinistr~tivepatent
judge""" (examiner-in-chief] may
determine a proper coarse of conductin
an Interference for any situation not
speclflcally covered by this part.

14. Section 1.611 is proposed to be
amended by redesignating paragraph
(c)(8) as paragraph (c)(9), adding a new
paragraph (cH8) and revising paragraphs
fbl. (c)(8) and (d) to read cs follows:

§ 1.611 ~la;"2tian of tnterferertce.
• •

(h) \.Vhcna notice of declaration is
returned to the Patent and Trademark
Office undelivered, or in any other
circumstance where appropriate, an
I> administrative patent judge~
[examiner-in-chiefj may (1) send a
copy of the notice to a patenteenamed
in a patent involved in an interference
or [he patentee's assignee of record in
the Patent and Trademark Office or (2)
order publication of an appropriate
notice in the Official Gazette,

Cc). It It

(7) The claim 'or claims of anv
i1ppiication or any p~:ent which
correspond to each count; [and]
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16. Section 1.613 is proposed to b.
.amended by revising paragraphs (c) and
(d) to read as follows:

§ 1.613 Leadattorney, sameattorney
representing differentparties in an
Interference. withdrawal of attorney or
agent

(8)~Why each claim designated as
corresponding to a count is directed to
the same patentable invention as the
count and why each claim designated as
Dot corresponding to a count is not
directed to the same patentable
invention as the count; and

(9) """il The order of the parties.
(d) The notice of declaration may also

specify the time for: (1) Filing a
preliminary statement as provided iri
§ 1.621(a); (2) ~Serving<l!l {serving]
notice that a preliminary statement has
been filed as provided in § 1.6Z1(b); end
(3) ~Filing"" [filing] preliminary
motions authorized by § 1.633,
oppositions to the motions, and replies
to the oppositions.

(c) An ~administrativepatent
judge ..... [examiner-in-chief] may make
necessary Inquiry to determine whether
an attorney or agent should be
disqualified from representing a party in
an interference. If an ~administrative

patent judge""'! [examiner-in-chief] is of
the opinion that an attorney or agent
should be disqualified, the
P-administrative patent judge ......
[examiner-in-chief] shall refer the
matter to the Commissioner. The
Commissioner willmake a final
decision as to whetherany attorney or
agent should be disqualified.

(d) No attorney or agent of record in
an interference may withdraw as
attorney or agent of record except with

15. Section 1.612 is proposed to be
amended by revising paragraph (a) to
read as Icllowse

§ 1.612 Access tiappllca1lons.
(a) Alter an interference is declared,

each party shall haveeccess to and may
obtain copi •• of the files of any
application set out in the notice
declariag the interference, except for
affidavits filed under § 1.131 and any
evidence and explanation under § 1.608
filed separate from an amendment. A
party seeking access to any abandoned
or pending application referred to in the
[opposing party's] ~opponent''''''
Involved application or access to any
pendlngappllcatlon referred to in the
[opposing party's] ~opponent's""
patent must file a motion WIder § 1.635.
~See § 1.11(e) concerning public access
to interference files......

>(1)<01 ((a)] Holding certain facts to
have been established in the
interference;
~(2)"" [(0)] Precluding a party from

filing a ~papeI""1 [motion or a
preliminary statement];

....(3)"""il ((c)] Precluding a party from
presenting or contesting a particular
issue;

P-(4)<I!l ((d)] Precluding a party from
requesting. obtaining. or opposing
discovery; [or]
~(5)-<l ((e)] ....Awarding

compensatory expenses and/or
compensatory attorney fees; or

(6).... Granting judgment in the
interference.
~(bl An administrative patent judge

or the Board may impose a sanction.
including a sanction in the form of
compensatory expenses andlor
compensatory attorney fees. against a .
party for taking or maintaining a
frivolous position.

(c) To the extent that any information
.under the control of an indiyidualor
entity located in a NAFTA country
concerning, knowledge. use. or other
activity relevant to proving or
disproving a date. of invention has been
ordered to be produced by an
administrative patent judge or the Board
(§ 1.671(hll, but has not been produced
for use in the interference to the same
extent as such information could be
made available in the United States. the
administrative patent judge or the Board
shall draw such adverse inferences as
may be appropriate under the
circumstances. or take such other action
permitted by statute, rule, or regulation.
in favor of the party that requested ·the
information in theinterference.
including imposition of appropriate
sanctions under paragraph (a) of this
section.....

20. Section 1.617 is proposed to be
amended by revising paragraphs (a), (b).
(d), (el, (g) and (h) to read as follows:

§ 1.617 Summaryjudgment against
applicant

(a) An ~administrative patent
judge'" [examiner-in-chief] shall
review any evidence filed by an
applicant under § 1.608(b) to determine
if the applicant is prima facie entitled
to a judgment relative- to the patentee. If
the .... administrative patent judge....
[examiner-in-chief] determines that the
evidence shows the applicant is prima
facie entitled to a judgment relative to
the patentee. the interference shall
proceed in the normal manner under the
regulations of this part.·lf in the opinion
of the ~administrative patent judge....
[examiner-in-chief] the evidence fails
to show that the applicant is prima facie
entitled to a judgment relative to the

••••

the approval of an lIl--administrative
patent judge..... [examiner-in-chief] and
after reasonable notice to the party on
whose behalf the attorney or.agent has
appeared. A request to withdraw as
attorney or agent of record in an
interference shall be made by motion
(§ 1.635).

17. Section 1.614 is proposed to be
amended by revising paragraphs (a) and
(c). to read as follows:

§ 1.614 Jurisdiction over interference.

(a) The Board ~acqulres"" [shall
assume] jurisdiction over an
interference when the interference is
declared under § 1.611.

(c) The examiner shall have
jurisdiction over any pending
application until the interference 'is
declared. An ....dministrative patent
judg ..... [examiner-in-chief], where
•ppropriate, may for a limited purpose
restore jurisdiction to the examiner over
any application involved in the
interference.

18. Section 1.615 is proposed to be
amended by revising paragraphs (a) and
(b) to read as follows:

§ 1.615 Suspension of ex parte
prosecution

(a)When an interference is declared,
ex parte prosecution of an application
involved in the interference is
suspended. Amendments and-other
papers related. to the application
received during pendency of the
interference will not be entered. or
considered in the interference without
the consent of an ~administrative

patent judge .... [examiner-in-chief],
(b) Ex parte prosecution as to

specified matters may be continued
concurrently with the interference with
consent of the ~administrative patent
judge.... {examiner-In-chief];

19. Section 1.615 is proposed to be
amended by revising the section
heading, introductory text and
paragraphs (a) through (e) to read as
follows and by adding new paragraphs
(b) and (c) to read as follows:

. § 1.616 Sanetlons for failureto comply
with rules or order ....or fortak.lng or
maintaininga frivolous position......

~(a)"" An ....administrative patent
judge.... [examiner-in-chief] or the
Board may impose an appropriate
sanction against a party who fails to
comply with the regulations of this part
or any order entered by an
~administrative patent judge~
[examiner-in-chief] or the Board. An
appropriate sanction may include

.among others entry of an order:

•

•

•

•

•

•

•

•

•

•

•

•

•

•

•

F15



501S6 Federal. Register f Vol. 59. No. 190 f Monday. October 3, 1994 I Proposed Rules

(g) If a response by the applicant is
timely filed. the ~administrative patent
judge.... [examiner-In-chief] or the
Board shall decide whether the
evidence submitted under § 1.608(b)
and any additional evidence properly
submitted under ....paragraphs-sa
[paragraph] (b) i>-end (e).... of this
section shows thet the applicant is
prima fade entitled to a judgment
relative to the patentee. If the applicant
is not prima facie entitled to a judgment

patentee, the ~ad.ministrative patent
judg..... [examiner-In-chief] shall.

. concurrently with the notice declaring
the interference, enter an order stating
the reasons for the opinion and
directing the applicant, within a time
set in the order, to show cause why
summary judgment should nol be
entered against the applicant.

(b) The applicant may file a response
. to the order e-, which may include an

appropriate preliminary motion under
§ 1.633(c),,(1] or (g);-« and state any
reasons why summary judgment should
not be entered, Any requesl by the
applicant for a hearing before the Board
shall bemade in the response.
Additional evidence shall not be
presented by the applicant or
considered by the Board unless the
applicant shows good cause why any
additional evidence v.~as not initially
presented'with the evidence filed under
§ 1.60&('0). Ar the time an applicant files
a response. the applicant shall serve a
copy of any evidence filed under
§ 1_608(b) and this paragraph.

(d) If a response is timely filed by the
. .eppllcant, all opponents may file a

statement "and may oppose any
preliminary motion filed under
§ 1.633(c). (I] or (g) by the applicant~

within a tL'11e set by the
~dminsitrative patent judge ....
[examL'ler~in-chief]. The statement may
.set Iorth views as to why summary
judgment should be granted against the
applicant, but the statement shall be
limited to discussing why all the
evidence presented by the applicant
does not overcome the reasansgiven by
the ~ad.'Ilinistrati\'epatent judge....
[examiner-ill-chief) far Issuing the
order to show cause. ~Exceptas
required to oppose a motion under
§ 1_633(c), (0 or (g) by the applicant,
evfdenc..... [Evidence] shall not be
filed by any opponent. An opponent
may not request a bearing.

(e) Within a time authorized by the
C>-adminis:.rative patent judge....
{examiner-In-chief], an applicant may
file a reply to any statement ""'or
opposition.... filed by any opponent.
• .. • * •

***

(and. if so. which NAFTA country)..... or
[abroad] ~in a non-NAITA counlIy""l
If made ~in a non-Naf'TA coun~
[abroad]. the preliminary statement
shall state whether the party is entitled
to the benefit of the second sentence of
35 U.S.C. 104. .

24. Section 1.623 is proposed to be
amended byrevising the section
heading and paragraph (a) to read as .
follows:

§ 1.623 Preliminarystatement; invention
made In United St;:tes~ora NAFTA
count~ _

(a) \Vben the invention was made in
the United Stetesjs-or a NAITA
country..... or a party is entitled to the
benefit of the second sentence of 35
U.S.C. 104. the preliminary statement
must state the following fads as to the
invention defined by each count:

.*

*

*

•

*

*

•

*

*

*

*

*

*

*

*

•

22. Section 1.621 is proposed to be
amended by revising paragraph (b) to
read as follows:

(b) The preliminary statement shall
state whether the invention was: made in
the United States~. a NAITA country

(b) When a party files a preliminary
statement, the party shall also
simultaneously file and serve on all
opponents in the interference a notice
stating that a preliminary statement has
been filed. A copy of the preliminary
statement need not be served until
ordered by the ~administrative patent
judge.... [examiner-in-chief].

23. Section 1.622 is proposed to be
amended by revising paragraph (b) to
read as follo......s:

§ 1.52:1 Preliminary statement. tlme for
tiling. notice of flUng.

§ f .622 Preliminary statement, who made
Invention. where Inventionmade.

relative to the patentee, the Board shall
enter a final decision grantingsummary
judgment against the applicant.
Otherwise. an interlocutory order shall
be entered authorizing the interference
to proceed in the normal manner under
the regulations of this subpart.

(h) Only an applicant who filed
- evidence under § 1.608(b) may requests
ahearing. If that applicant requests a
hearing, the Board may hold a hearing
prior to entry of a decision under
paragraph (g) of this section. The
~administrative patent judge....
[examiner-in-ehief] sball set a date and
time for the hearing. Unless otherwise
ordered by the ~administrative patent
judge.... [examiner-in-chief] or the
Board. the applicant and any opponent
will each be entitled to no more than 30
minutes of oral argument at the hearing.

21. Section 1.618 is proposed to be
amended by revising paragraph [a] to
read as follows: 25. Section 1.624 is proposed to be

amended by revising the section
§ 1.618 Returnof unauthcetzed papers. heading and paragraphs (a). (a)(1)

(al~An administrative patent judge through (a)(6) and (c) to read as follows:
or the Board shall enter an order
directing the.... [The Patent and § 1.624 Preliminary statement; In.enUon
Trademark Office shall] return to a rT"".ade [abroad] ~ln a non-NAFTA

coun~party~o~ any paper presented by the .
party when the filing of the paper is not (a) When the invention was made
authorized by. or is not in compliance ~in a non-NAFTA count~ [ahroad]

Ith th . thi b An and a party intends to rely on
\\'1 e requirements, ISSU part. Y introduction of the invention into the
paper returned will not thereafter be
considered [by the Patent and United States ~or a NAITA country-"ll,
Trademark Office] in the interference. A the preliminary statement must state the
party may be permitted to file a following facts as to the invention
corrected paper under such conditions defined by each count:
as may be deemed appropriate by an (1) The date on which a drawing of
"'-administrative.patent judge..... the invention was first introduced into
[examiner-in-chief]. the United States ""or a NAITA ­

country--rf.
(2) The date on which a written

description of the invention was first
introduced into the United States .... or
a NAITA country.....

(3) The date on which the invention
was first" disclosed to another person in
the United States l>-or a NAFTA
country....

(4) The date on whtch'the inventor's
conception of the invention was first
introduced into the United States ""or
a NAITA counlIy""l

(5) The date on which an actual
reduction to practice of the invention
was first introduced into the United
States ~or a NAITA counUy'C. If an
actual reduction to practiceof the
in\"ention was not introduced into the
United States ~or a NAFTA country~

the preliminary amendment shall so
state.

(6) The date after introduction of L1;e
inventor's conception into the United
States -'or a NJ\FTA country" when
activc exercise of reasonable diligence
in the United States br--cr a NAFTA

•*•
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§ 1.527 Preliminary statement; sealing
before flllng, opening of statement.

country-a toward reducing the
invention to practicebegan.
_ • • * -.

§ 1.628 PrelimInary statement; correction
of error..

(a) A material error arising through
Inadvertence Oremistake in connection

. (b) A preliminary statement may be
opened only at the direction of an
~ad.ministrative patent judge"""illl
'[examiner-In-chief].

29. Section 1.628 is proposed to be
amended by revising paragraphs (a) and
(b)(2) to read as follows:

•

•

•

•

•

•••

statement-as required by § 1.623(c),
§ 1.624(c), or § 1.625(c), the party will be
restricted to the [earlier of the] party's
[filing date or] effective filing date as'tc
that allegation unless the party complies
with § 1.628(b). The content of any
drawing or written description
submitted with a preliminary statement
will not normally be evaluated or .
considered by the Board.

. .
33. Section 1.632 is proposed to bo

revised to read as follows:

§ 1.632 Notice of Intent to argue
abandonment. suppression or concealment
byopponenl

A notice shall be filed by a party who
intends to argue that an opponent has
abandoned, suppressed~,~ or
concealed an actual reduction to
practice (35 U.S.C. 102(g)). A party will
not be permitted to argue abandonment,
suppression. or concealment byan
opponent unless the notice is timely
filed. Unless authorized otherwise by an
....administrative patent judge~
[examiner-in-chief], a notice is timely
when filed within ten (10) davs
"'afte~ [of] the close of the
testimony-In-chief of the opponent.

34. Section 1.633 is proposed to be
amended by revising paragraphs (a).

31. Section t.sao is proposed to be
revised to read as follows:

§ 1~630 Reliance on eernerapplication.
A party shall not beentitled to rely on

the filing date of an earlier ~filed~
applicetian [filed in the United States
or abroad] unless (a) the earlier
application is identified (§ 1.611(c)(5))
in the notice declaring the interference
or (b) the party files a preliminary
motion under § 1.633 seeking tbe benefit
of the filing date of the earlier
application.

32. Section 1.631 is proposed to be
amended by revising paragraph (a) to
read as follows:

§1~631 Access to preliminary statement.
service of.prellmlnary stateme~t.

(a) Unless otherwise ordered by an
~administrativepatent judge~
[examiner-In-chief] on preliminary
motions filed under § 1.633. any

: preliminary statement filed under
§ 1.621(a) shall be opened to inspection
by the senior party and any junior party
who filed a preliminary statement.
Within a time set by the
"administrative patent judge..... _ .­
Iexamtner-tn-chtefl. a party sball serve
a copy of its preliminary statement on
each opponent who served a notice
under § 1.621(b).

•

•••

•
(c)" ....
(1) Shall be restricted to the [earlier

afthe] party's [filing date or] effective
filing date and

(d) If a party files a preliminary
statement which contains an allegation
of a date of first drawing or first written
description and the party does not file
a copy of the first drawing or written
description with the preliminary

with (1) a preliminary statement or (2)
drawings or a written description
submitted therewith or omitted
therefrom, may be corrected by a motion
(§ 1.635) for leave to file a corrected
statement. The motion shall be .
supported by an affidavit ~stating the
date the errorwas first discovered."""4
[and shall show that the correction is
essential to the ends of justice and]
shall be accompanied by the corrected
statement [. The motion] ~and~shall
befiled as soon as practical after
discovery of the error. ~If filed on or
after the date set by the administrative
patent judge for service of preliminary
statements. the motion shall also show
that correction of the error is essential
to the interest of justice.....

(b)" ....
(2) shallettach to the preliminary

statement the earliest drawing or written
description made in or introduced into
the United States ~or a NAFTA
cauntry~ wbich is available. The party
shall file a motion (§ 1.635) to amend its
preliminary statement promptly after
the first drawing, first written
description. or drawing or written
description first introduced into the
United States ~or a NAITA country-ea
becomes available. A copy of the
drawing or written description may be
obtained. where appropriate. by a
motion (§ 1.635) for additional
discovery under § 1.687 or during a
testimony period.

30. Section 1.629 is proposedto be
amended by revising paragraphs (a),
(c)(l) and (d) to read as follows:

§ 1.629 Effectof preliminarystatemenL
(a) A party shall be strictly held to any

date alleged In the preliminary
statement. Doubts as to {I} definiteness
or sufficiency of any allegation in a
preliminary statement or (2) compliance
with formal requirements will be
resolved against the party filing the
statement by restricting the party to [the
earlier of] its [filing date or] effective
filing date or to the latest date of a
period alleged in thepreliminary
statement [.]as may be appropriate. A
party may not correct a preliminary
statement except as provided by § 1.628.

•

..

•

•

•

••

•

27. Section 1.626 is proposed to be
revised-to.read as follows:

§ 1.626 Preliminary statement; eartler
applleatlo";

When a partydoes not intend to
present evidence to prove a conception
or an actual reduction to practice and
the party intends to rely solely on the
filing date of an earlier ~filed~
application [filed in the United States
or abroad] to prove a constructive
reduction to practice, the preliminary
statement may so state and identify. the
earlier ...filed..... application with
particularity. "l

28. Section 1.627 is proposed to be
amended by revising paragraph (b) to
read as follows:

(c) When a partyaIJeges under .
paragraph (a)(l) of this section that a
drawing was introduced into the United
States ~or a NAITA country,~a copy
of that drawing shall be filed with and
identified in the preliminary statement.
When a party alleges under paragraph
(a)(2) of this section that a written .
description of the invention was
introduced into the United States ~ar
a NAFTA cauntry,~ a copy of that
written description shall be filed with
and identified in the preliminary
statemenl See § 1.628(b) wben e copy of
the first drawing or first written
description introduced in the United
States ~or a NAITA counlIy"ll cannot
be filed with the preliminary statement.

26. Section 1.625 is proposed to be
amended by iiiVising paragraph (a)
introductory te~ to read as follows:

§ 1.625 PrelimInary statement; derivation
by an opponent
. (a) When [the invention was made in

the United States or abroad and] a party
intends to prove derivation by an
opponent from the party, the
preliminary statement must stale the
following as tathe invention defined by
each count:

•
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(a)(l). (a)(2). (b)(2). (1), (g) and (il to read
as follows:

§1.533 PrelimInarymotions.
... .. * .. ...

35. Section 1.636 is proposed to be
mended by revising paragraphs (a)
through (d) to read as follows:

§ 1.630 MoUons, time forfiliog.
(a) A preliminary motion under

§ 1.633 (a) through (h) abal! be filed

(0 A motion to be accorded the
benefit of the filing date ofan earlier
~fiIed~application [filed in the
United States or abroad]. See § 1.637 (a)
and (fl.

(g)A motion to attack the benefit
accorded an opponent in thenotice

. declaring the interference of the filing
date of an earlier .... filed.... application
[filed in the United States or abroad].
See § 1.637 (a) and (g).

(i) When a motion is filed under
paragraph (a). (b), or (g) of this section.
an opponent, in addition to opposing
the motion. may file a motion to
redefine the interfering subject matter
under paragraph (c) of this section [or]
~,~ a motion to substitute a different
application under paragraph (d] of this
section~.or a motion to add a reissue
application to the interference under
paragraph (b) of this section-e... .. .. . ..

that the moving partyhas conferred
with all [opposing parties]
....opponents-sa in an effort in good faith
to resolve by agreement the issues raised
by the motion.....The certificate shall
indicate that the reasons and facts in
support of the motion were discussed
with each opponent and. if an opponent
has indicated that it will oppose the
motion, identify the issues and/or facts
believed to be in dispute......[A moving
party shall indicate in the motion
whether any other party plans to oppose
the motion.] The provisions of this
paragraph do not.apply to a motion to
suppress evidence (§ 1.656(h)).

(eJ· ..
(1) ..
(v) Show that each proposed count

~is patentable over the priorart and....:l
defines a separate patentable invention
from every other count ....proposed to
remain.... in the interference.

(vi) Be accompanied by a motion
under § 1.633(0 requesting the benefit of
the filing date of any earlier ....filed~

. application [filed in the Unites! States
or abroad] ..... if benefit of the earlier
filed application is desired with respect
to a proposed count<l.

.... (viil If an opponent is accorded the
benefit of the filing date of an earlier
filed application in the notice of

. declaration of the interference. show
why the opponent is not entitled to
benefit of the earlier filed application
with respect to the proposed count.
Otherwise, the opponent will be
presumed to be entitled to the benefit of
the earlier filed application with respect
to the proposed count.~ .

(2) * .. * . .
(ii) Show that the ....claim~proposed

~o.beemended-sa or added [claim]
defines the same patentable invention as
theCOWlt.

(iii).8how the patentability to the
applicant of each ....claim proposed to
be~ amended or added [claim] and
apply the tems of the ....claim proposed
to be~mended or added [claim] to
the disclosure of the application: when
necessary a moving party applicant
shall file with the motion [an] la--a
prcpcsed-et amendment [making the
mended] ~otheapplication
amending the claim corresponding to
the count~ or [added] "'adding the
proposed additional~claim to the
application.

(iv) "'Reserved.~ [Be accompanied
by a motion under § 1.633(0 requesting
the benefit of the filing date of any
earlier application filed in the United
States or abroad.]

(3)'" ....
[ii] Show the claim defines the same

patentable invention as J>.another claim
whose designation as corresponding

within a time period set by an
. Lt--administrative patent judge......

[examiner-in-chief].
(b) A preliminary motion under

§ 1.633 (i) or (j) shall be filed within zo
days of the service of the preliminary
motion under § 1.633 (al. (b). (c)(l). or
(g) unless otherwise ordered by an
t>-administrative patent judge.....
[examiner-in-chief] .

(c) A motion under § 1.634 shall be
'diligently filed after an error is
discovered in the inventorship of an
application or patent involved in an
interference unless otherwise ordered
buy an ~administr.:tive law judge.....
[examiner-in-chief].

(d) A motion under § 1.635 shall be
filed as specified in this subpart or
when appropriate 'unless otherwise
ordered by an "administrative patent
judge.... [examiner-in-chief].

36. Section 1.637 is proposed to be
mended by revising paragraphs (a), (b),
(c](I)(V). (c)(l](vi), (c)(Z)(ii),(c)(2)(iil).
(c)(3](ii). (c)(4)(i), (c)(4)(ii), (d)
introductory text. (e)(l)(viii). (e)(2)(vii),
(O(Z). (h)(3). (h)(4) to read as follows,
deleting paragraphs (c)(Z)(iv). (c)(3)(iii),
(d)(4) and redesignaling them as
"Reserved." and adding paragraphs
(c](l)(vii). (e](l)(ix), (e)(Z)(viii) to read as
follows:

§ 1.637 Contentof motions.
(a) A party filing" motion has the

burden of proof to show that it is
. entitled to the relief sought in the

motion.....Eacb~ [Every] motion shall
include (1) a statement of the precise
relief requested, (Z)a statement of the
material facts in support of the motion
~referably in numbered
paragraphs~arid (3) a full statement of
the reasons why the relief requested
should be granted. .... Ifa party files a .
motion for judgment under§ 1.633(a)
against an opponent basedon the
ground of unpatentability over prior art.
and the dates of the cited prior art are
such that the prior art appears to be
applicable to the party, it will be
presumed, without regard to the dates
alleged in the preliminary statement of
the party, that the cited prior art is
applicable to the party unless there is
included with the motion an
explanation. and evidence if .
appropriate. as to why the prior art.does
not apply to the party. If the motion fails
to include a sufficient explanation or
evidence, the party will not be .
permitted to rely on any such
explanation or evidence in response to
or in any subsequent action in the
interference.~

(b) A motion under [§] la--§§ 1.633.
1,634 o~ 1.635 shall contain a
certificate by the moving party stating

•••••

(a) A motion for judgment
I>ag.inst~ [on the ground that] an
opponent's claim corresponding to a
countl>on the ground that the claim....
is not patentable to the opponent. 14
fi'o-dedding an issue raised in"""'fl
[determining] a motion filed under this
paragraph, a claim [may] ......'ill--ol be
con$tnled [by reference to the prior art
of record]~ light of the specification
of the application or patent in which it
appears-<l A motion under this
paragrsl'h shall not be based on:

(1) Pnority of invention [of the
subject matter of a count] by the moving

. party as against any opponent or
(2l I>Derivation< [derivation] of the

J>inveDtion~[subject matter of a
count] by aD. opponent from the moving
party. See 1.637(a).
. (b). .... .

(Z)no claim of a party which
corresponds to a count is identical to
any claim of an opponent which
corresponds to that count. See
§ 1.637(a).....When claims of opponents
are. presented in "means plus function"
format, it may be possible for the claims
ojthe opponents not to define the same
patentable invention even though the
claims contain the same literal
w()rding.~... . .. .
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•

•

•

•

•

•

•

•

•

•

motion. opposition. or reply unless the
proof relied upon is part of the
Interference file or the file of any paten.t
or application involved in the
interference or any earlier application
filed in the United States of which a
party has been accorded or seeks to be
accorded benefit.

(c) If a party believes that additional
evidence in the form of testimony that
is unavailable to theparty is necessary
to support or oppose a preliminary
motion under § 1.633 or a motion to
correct.inventorship under § 1.634. the
party shall describe the na1jlre of any
proposed testimony -9s specified In
paragraphs (d) through (g)of this
section. If the "-administrative patent
judge.... [examiner-in-cbief) finds that
testimony is needed to decide. the
motion, the ~administrative patent
judge.... [exarniner-in-chief) may grant
appropriate interlocutory relief and
enter an order authorizing the takingof
testimony and deferring a decision on
the motion to final hearing.

(d}'" * *
[t lIdentify the person whom it

expects to [call] ~e""as an expert;

39. Section 1.640 is proposed to be
amended by revising paragrapbs (a). (b).
(b)(l). (b)(2). (c). (d). (d)(l). (d)(3) and (eJ
to read as follows:

§ 1.640 Motions, hearing and decision.
rececraratrcn of Interference. orderto show
cause.

(al A hearing on a motion may be held
in the discretion of the ~administrative

patent judge.... [examiner-In-chiefj-The
~administrativepatent judge..... ..
[examiner-in-chiefJ shall set the date
and time for any hearing. The length of
oral argument at a hearing on a motion.
'is amatter within the discretion of the
~administrative patent judge....
[examiner-In-chief]. An
~dministrativepatent judg.....
[examiner-in-chief] may direct that a
hearing take place by telephone.

(b)~Unless an administrative patent
judge or the Board is of the opinion that
a decisionon a preliminary motion
would materially advance the resolution
of the interference, decision on a
preliminary motion shall be deferred to
final hearing..... Motions ~otherwise""
v.1Jl be decided by an ~administrative
patent judge.... [examiner-in-ehief). An
~administrative patent judge....
Iexaminer-In-chiefl may consult with
aa'examiner in decidlngmotions
involving a question of patentability. An
~administrative patent judge-oll .
[examiner-in-chief) ~may take up
motions for decision in any order and-<l
maygrant or deny any motion or take

••••
(h)'"
(3) Show the patentability of all

claims in. or proposed to be added to.
theapplication for reissue which
correspond to each count and apply the
terms of the claims to the disclosure of
the application for reissue; when
necessary a moving applicant for reissue
shall file with the motion an
amendment adding any proposed claim
to the application for reissue.~A
patentee may not move under § 1.633(h)
to add a reissue applicatien that
Includes new or amended claims to be
designated as not corresponding to a
count......

(4) Be accompanied by a motion
under § 1;633(1)requesting the benefit of
the filing date of any earlier ~filed""
application [filed in the United Slates
or abroad] ~. if benefit is desired.....

37. Section 1.638 is proposed to be
amended by revising paragraphs (a) and
(b) to read as follows:

.§1.638 Opposition and reply, time for
flUng opposition and reply.

(a) Unless otherwise ordered by an
~dministrative patent judge....
[examtner-in-chief}, any opposition to
any motion shall be filed within 20 days
after service of the motion. An
opposition shall (1) identify any
material fact set forth in the motion
which is in dispute and (2) include an
argument why the reliefrequested in the
motion should be denied.

(b) Unless otherwise ordered by an
~administrative patent judge....
[examiner-In-chiefj, ~any"" [a] reply
shall be filed within 15 days after
service of the opposition. A reply shall
be directed only to new points raised in
the opposition.

36. Section 1.639 is proposed to be
amended by revising paragraphs (a), (c).
and (d)(l) to read as follows:

§ 1~639 Evidence in support of motion,
opposition, or reply.

(a) ~Except as provided in
paragraphs (c) through (g)of this
section. proof.... [Proof) of any material
fact alleged in a motion, opposition, or
repiy must be filed and served with the

certify that a complete copy of the file
of the earlier application, except for
documents filed under' 1.131 or
§ 1.608. has been servedon all
opponents. when the earlier application

.. is an opplication filed ~n a foreign
country.... [abroad]. certify that a copy
of the application [filed abroad] has
been served on oil opponents. If the
earlier ~filed""application [filed
abroad] is not in English. the
requirements of § 1.647 must also be
met.

•••••

to~ the count~emoving party does
not dispute...... " .

(iii) ~Reserved..... [Be accompanied
by a motion under § 1.633(1) requesting
the benefit of the filing date of any
earlier application filed in the United
States or abroad.]

(4) '" '" •
[ii) Sbow ~(A) that.... the claim does

not define the same patentable
invention as any other claim
[designated] ~whosedesignation.... in
the notice declaring the"interference as
corresponding to the count~e party
does not dispute and (B) that tho claim
cannot serve as the basis for a motion
under § 1.633(c)(1) to add a new
count.....

--.,:" ..
'" '" '" - ... '" '"

(4)~Reserved..... [Be accompanied
by a motion under § 1.633(1)requesting
the benefit of the filing date of an earlier
application filed in the United States or
abroad].

(e)" ., '"
(1)** •
(viii) Be accompanied bya motion

under § 1.633(i) requesting the benefit of
the filing date of an earlier ~filed""
application [filed in the United States
or abroad] .... ifhenefit is desired with

-respect to a proposed count~
~(ix) If an opponent is accorded the

benefit of the filing date of an earlier
filed application in the notice of
declaration of the interference. show
why the opponent is not entitled to
benefit of the earlier filed application
with respect to the proposed count.
Otherwise. the opponent will be
presumed to be entitled to the benefit of
the earlier filed application with respect
to the proposed count.....

(2)· '" ,..
(vii) Be accompanied by a motion'

under § 1.633(1)requesting the benefit of
the filing date of an earlier ~filed""
application [filed in the United States
or abroad] ~. if benefit is desired with
respect to a proposed count-et
~Mii) Ifan opponent is accorded the

benefit of the filing date of an earlier
filed application in the notice of
declaration of the interference, show
why the opponent is not entitled to
benefit of the earlier filed application
with respect to the proposed count.
Otherv ..-ise. theopponent will be
presumed to be entitled to the benefit of
the earlier filed application with respect
to the proposed count......

[f} " ... ...
(2) When the earlier application is an

application filed in the United States..

(d) A preliminary motion under
.§ 1.633(d)to substitute a different
application ~of the moving party....

. shall:
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(3) The party is a junior party whose
preliminary statement fails to overcome
the (earlier of the filing date or]
effective filing date of another party.

(e) When an order to show cause is
issued under paragraph (d) of this
section, the Board shall enter judgment
in accordance with the order unless,
within 20 days after the date of the
order. the party against whom the order
issued files a paper which shows good
cause why judgment should not be
entered in accordance with the order.
~(1) If the order was issued under

paragraph (d)(I) of this section, the
paper may [i] request that final hearing
be set to review any decision which is
the basis for the order as well as any
other decision of the administrative
patent judge that the party wishes to
have reviewed by the Board at final
hearing, or (i1) fully explain why
judgment should not be entered.

will not be considered except as
provided by § (1.655(bJ]"1.645(b)-<I.

(c) When-a decision on any motion
under § 1.633, § 1.634, or § 1.635 ~or
on any matter raised sua sponte by an
administrative patent judge--"'C is entered
which does not result in the issuance of
an order to show causeunder paragraph
(d) of this section. a party may file a
request for reconsideration within 14
days after the date of the decision.

..~The request for reconsideration shall
be served by hand or Express Mail."""!
The filing of a request for
reconsideration will not stay any time
period set by the decision. The request
for reconsideration shall specify with
particularity the points believed to have
been misapprehended or overlooked in
rendering the decision. ~An opponent
may file an opposition within 14 days
after service of the request for
reconsideration.~ [No opposition to a
request for reconsideration shall be filed
unless requested by an examiner-in­
chief or the Board. A decision of a single
examiner-in-chiefwill not ordinarily be
modified unless an opposition has been
requested by an examiner-in-chief or the
Board.The requestfor reconsideration
shail be acted on by a panel of the Board
consisting of at least three examiners-in­
chief, one of whom will normaily be the
examiner-in-chief who decided the
motion].

(d) An ~adminislrative patent
judge~ [examiner-in-chief] may issue
an order to show cause why judgment
should not be entered against a party
when:

(1) A decision on a motion ~or on a
matter raised sua sponte by an
administrative patent judge~ is entered
which is dispositive of the interference
against the party as to any count;

such other action which will secure the
just, speedy, andinexpensive
determination of the interference.~A
matter raised by a party in support of or
in opposition to a motion that is
deferred to final hearingwill not be
entitled to consideration at final hearing
unless the matter is raised in the party's
brief at final hearing. If the
administrative patent judge determines
that the interference shall proceed to
final hearing on the issue of priority or
derivation, a time shall be set for each
party to file a paper identifying any
decisions on motions or on matters
raised sua sponte by the administrative
patent judge that lb.e party wishes to
have reviewed at final hearing as well
as identifying any deferred motions that
the party wishes to have considered at
final hearing. Any evidence that a party
wishes to have considered with respect
to the decfsfens and motions identified
by the party or by an opponent for
consideration or review at final hearing,
including any affidavit filed by the party
under § 1.608 or 1.639(b), shall be
served on the opponent during the
testimony-in-ehiefperiod of the party.~

(1)~When appropriate after the time
expires for filing replies to oppositions
to prellminary motion~ (When
preliminary motions under § 1.633 are

.·decided], the ~administrative patent
judge'" [examiner-In-chief] will (,
when necessary,] set a time for filing
any-amendment to an application
involved in the interference and for
filing a supplemental preliminary
statement as to any new counts~hich
may become..... involved in the
interference ~ifa preliminary motion
to amend or substitute a count has been
filed~ Failure or refusal of a party to
timely present an amendment required
by an ~dminis~tive patent judg~
(examiner-in-chieO shall be taken
'Withoutfurther action as a disclaimer by
that party of the invention involved. A
supplemental preliminary statement
shall meet the requirements specified in
§ 1.623, § 1.624, § 1.625, or § 1.626, but
need not be filed if a party states that
it intends to rely on a preliminary
statement previously filed under
§ 1.621(a).~At an appropriate time in
the interference, and when necessary-a
(After the time expires for filing any
amendment and supplemental
preliminary statement], ~an order will
be entered redeclaring [the examiner-in­
chief will, Ifnecessarv. redeclare] the
interference. ..

(2) After~e time expires for filing
preliminary motionS""lli [a decision is
entered on prelin:.·inary motions filed
under § 1.633], a further
~prel.iminary-<motion under § 1.633

• • • •

(2)~Any other party may file a
response to the paper within 20 days of
the date of service of the paper. ~If the
order was issued under paragraph (d)(10
of this section and the paper includes a
request for final hearing, the response
must identify every decision of the
administrative patent judge that the
responding party wishes to have
reviewed by the Board at a final hearing.
If the orderwas issued under paragraph
(d)(1) ofthis section and the paper does
not include a request for final hearing,
the response may include a request for
final hearing, which must identify every
decision of the administrative patent
judge that the responding party wishes
to have reviewed by the Board at a final
hearing. Where only the response
includes a request for a final hearing,
the party that filed the paper has 14
days from the date of service of the
response in whichto file a
supplemental paper identifying any
other decision of the administrative
patent judge that the party wishes to
have reviewed by the Board at a final
hearing.

(3) The paper or the response thereto
should be accompanied by a motion
(§ 1.635) requesting a testimony period
ifa party wishes to introduce any
evidence to beconsidered at final
hearing (§ 1.671). A request for a
testimony period shall be construed as
including a request for final hearing.

(4) IftJie paper contains an
explanation of why judgment should
not be entered in accordance with the
order and no party has requested a final
hearing. the decision that is the. basis for
the order shall be reviewed hased on the
contents of the paper and the response.
If the paper fails to show good cause,
the Board shall enter judgment against
the party against whom the order
issued.~ [If the party against whom the
order was issued fails to show good
cause, the Board.shall enter judgment
against the party. If a party wishes to
take testimony in response to an order
to show cause, the party's response
should be accompanied by a motion
(§ 1.635) requesting the testimony
period. See § 1.651(c)(4).]

40. Section 1.461 and the section
heading are proposed to be revised to
read as follows:

§1.641 Unpatentabllily discovered by
_dmlnlslr.!".hIe patent Juclge-"'I [examiner­
In-chlet].

"""!(a)S--- During the pendency of an
interference, if the ......wadministrative
patent judg~ (examiner-in-chieO
becomes aware ofa reason why a claim
-<designated to corresponds­
tcorresponding] to a count may not be
patentable, the """",dministrative patent
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(h) An assignee "f a part interest in an
application or patent involved in an
interference may file a motion (§ 1.1;35)
for entry of an order authorizing it to
prosecute the interference. The motion
shall show (1) the inability or refusal of
the inventor to prosecute the
interference or{2) other cause why~t
is in the interest of-*li! [the ends of]
justice ~o permit-<ll (require that] the
assignee of a part interest [be
permitted] to prosecute tha
interference. The Sl>administra:tive
patent judg...... Iexaminer-in-cbief] may
allow the assignee of a part interest to
prosecute -the interference upon such
terms as may be appropriate.

43. Section 1.~44 is proposed to be
amended by revising paragrapbs (a).
(a)(l). (a)(2). (h). (c). (d). (f) and (g) to
read as follows:

judg'" [examlner-inc-chlef'[ may
-<Center an order notifyiR~ [notify]
the pa......ties of the reason and set a time
within which each party may present its
viewS""'ll. which may include argument
and any appropriate preliminary
motions under § 1.633(c). (d) or fh),
including any supporting evidencese-.
~J If a party timely files a

preliminary motion in .response to the
order of the administrative patent judge,
any opponent may file an opposition
pursuant to § 1.638(a). If an opponent
files an opposition. the party may reply
pursuant to § 1.638(h).

(c).....After considering any timely
filed views. ~includingany timely
filed preliminary motions under
§ 1.633 the ~adminiJo:,rativepatent
judge (examiner-in-<:hief] shall
decide how the interference shall

proceed. '" ','
41. Section 1.1;42is proposed to be

revised to read as follow's:

§ 1.642 Addltlon 01appUcation <>rpatent to .
Intetterence.

During the pendency of an
interference, ifthe ~ad.ministrative

patent judge..... [examiner-in-chief]
becomes aware 'Of an application of a
p,atentnot involved in the interference
whichclaims the same patentable
inVention es e count in the interference.
the~dminislr8tivepatent judg......
•[examiner-in-<:hief] may add the
application or patent to the interference
on such terms as may be fair to an
parties..
4~Section 1.643 is prcposed tc be

amended by revising paragraph (hJ to
'read as follows:

§ 1.643 Prosec:utlon of tnterference by
assignee.. .

(2) The petition seeks to invoke the
supervisory authority of the
Commissioner [and is not filed prior to
the decision of the Board awarding
judgment] and does not relate to

§ 1.644 Petitions In Interterences..

(a) There is no appeal to the
Commissioner in an interference from a
decision ofan ~ad.ministrativepatent
judge [examiner-in-chief] or ~the
Board [a panel consisting of more
than one examiner-in-chief]. The
Commissioner will not consider a
petition in an interference unless:

'(ll.Thepetition is from a decision of
'an~..dministrative patent judg..... .
[examiner-in-chief] or [a panel]~e
Board.....and the ~dministrative
patent judge-<l [examiner-in-chief] or
the {panel] ~Board""shall be ofthe
opinion

•••••

submitted with the petition or
opposition.

(f) lUly request Ior reconsideration of
a decision by the Commissioner shall be
filed within ..14.....(15] days of the
decision of the Commissioner and must
be accompanied by the fee set forth in
§ 1.17(h). No opposition to a request for
reconsideration shall be filed unless
requested by the Commissioner. The
decision will not ordinarily be modified
unless such an opposition has been
requested by the Commissioner.

(g) Where reasonably possible. service
of any petition. opposition. or request
for reconsideration shall be such tbat
delivery is accomplished within one
working day. Service by band or ["]
Express Mail ("] complies with this
paragraph.

44. Section 1.645 is proposed to ba
amended by revising paragraphs (a), (h)
and (d) to read as follows:

§ 1.646 Extension of tlme.late papers, stay
of proceedings.

(a) Except to extend the time for filing
a notice of appeal to the U.S. Court of
Appeals for the Federal Circuit or for
commencing a civfl ectton. a party may
file a motion~§ 1.1;35)seeking an
extension oftime to take action in an
interference. See § 1.304(a) lor
extensionsoftime for filing a notice of

•appeal to the U.s. Court of Appeals for
the Federal Circuit<>r for commencing a
civil action. The motion shall be filed
within sufficient time to actually reach
the ~administrative patent judge.....
[examiner-in-chief] before expi,tation of
the time for taking action. A moving
party should not assume that the motion
will be granted even if there is no
ohjection by any other party. The
motion will be denied unless the,
moving party shows good cause ,my an
extension shouldbe granted. The press
of other business arising after an
~dministrative patent judge...:!
(examiner-in-chiei] sets a time for
taking action will not normally
constitute good cause. A motion seeking
additional time to taketestimony
because a party has not been ahle.to
procure the testimony ofa witness shall
set forth the name of the witness. any
steps taken to procure the testimony of
the witness. the dates on which the
steps were taken. and the facts expected
to be proved through the witness.

(h) Any paper be1atedly filed [.] will
not be considered except upon motion
(§ 1.635J which shows ~good""
[sufficient] cause why the paper was
not timely filed (.] ~orail
administrative patent judge or the
Board. sua sponte. is of the opinion that

•

••

••

•

•

•

•
t3)" ...

(h) A petition under paragraph (e)(l)
of this section filed more than 15 days
after the date of the decision of the
~administrativepatant judge.....
[examiner-in-chief] or the {panel]
~Board"'"may be dismissed as
untimely. A petition under paragraph
(a)(2) of this section shall not be 1iled
prior to~e party's brief for final
hearing {see § 1.656~ [tha decision by
the Board awarding judgment]. Any
petition under paragraph (a)(3) of this
section shall be timely if it is made as
part 'Of, or simultaneously with. a proper
motion under § 1.633. § 1.634. or § 1.635
~hen granting the motion would
require waiver of a rule"" Any
opposition to a 'petition shall be filed
Within 15 days of the date of service of
the petition.

(c) The filing of a petition shall not
stay the proceeding unless a stay is
grantedin the discretion of the
....dministrative patent judge....
[e""miner-in-chief, the panel]. ~the
Board;..... or the Commissioner.

(d) Any petition must contain a
statement of the facts involved .... ,:
preferably in numbered paragraphs.....
and the point or points to be reviewed
and the action requested. [Briefs or
memoranda. if any. in support of the
petition or opposition shall accompany
or be embodied therein.] The petition
will be decided on the hasis of the
record made before the ....administrative
patent judge.... [examiner-ln-chief] or
the [panel] l!>-Board.....and no new
evidence "ill be considered by the
Commissioner in deciding the petition.
Copies of documents already of record
in the interference shall not be

••.. .•
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preliminary statement alleging a date of
invention prior to that date; or

• . * * *
(d) Testimony, including any

testimony to be taken ...-m a foreign
country'" [abroad under § 1.684], shan
be taken and completed during the
testimony periods set under paragraph
(a) of this-section. A party seeking to
extend the period for taking testimony
must comply with § 1.635 and
§ 1.645(a).

48. Section 1.652 is proposed to be
revised to read as follows:

§ 1.652 !udgmentforfallure to take
testimonyor tilerecord,

If a junior party fails to timely take
testimony authorized under § 1.651. or
file a record under § 1.653(c), an

. ~.dministrative patent judge<
[examiner-in.:chief]. with or without a
motion (§ 1.635) by another party, may
issue an order to show cause why
judgment should not be entered against
the junior party.When an order is
issued under this section. the Board
shall enter judgment in accordance v.ilh
the order unless, within 15 days after
the date of the order, the junior party
files a page which shows good cause
wb y judgment should not be entered in
accordance with the order. Any other
party may file a response to the paper
within 15 days of the date of service of
the paper. !fthe party against whom the
order was issued failsto show good
cause, the Board shall enter judgment
against the party.

49. Section 1.653 is proposed to be
amended hy deleting pa.ragraphs.(cl(5).
(1) and (h) and redesignating them as
"Reserved" and hy revising paragraphs
(a), (b), (c), (c)(l), (c)(4), (g) and (i) to
read as follows:

§ 1.653 Record and exhibits.
(a) Testimony shall consist of

affidavits under [§] ~§§-<ll1.672(b)

..... (c)'" and [(ell ~(g), 1.682(c),
1.683(b) and 1.688(b).... transcripts of
depositions under §§ [l.672(b) and (ell
~1.671(g)and 1.672(a) when a
deposition is authorized by an
administrative patent judge. transcripts
of depositions under §§ 1.672(d),
1.682(d).1.683(C) and 1.688(cK agreed
statements [offact] under § [1.672(1)}
....1.672.(h).... [and] transcripts of
interrogatories, cross-interrogatories.
and recorded answers .....and copies of
written interrogatories and ansvvers End
written requests for admissions and
answers-sa under § [1.664(c)1
.... 1.688(a)-oCl.·

Co) An affidavit shall he filed as set
ford, in § [1.672(h)] ....1.677< A
certified transcript of a deposition ~,"*'t

including a deposition cross-examining

•

•

•

••

•

•

••

•

(e) * '" •
(1) The ~administrativepatent

judge-"'il [examtner-In-chief] orders the
taking of testimony under §·1.639(c);

(2) The party alleges in its preliIrinary
statement a date of invention prior to
the [earlier of the filing date or}
effective filing date of the senior party:

(3) A testimony period has been set to
permit an opponent to prove a date of
invention prior to the [earlier of the
filing date or] effective filing date of the
party and the party has ftled a

(2) Testimony periods for taking a.'ly
necessary testimony [(testimony
includes testimony to be taken abroad
under § 1.684)].

•

•

•

•

•

•

•

••

it would be in the interest of justice to
consider the paper.... See § 1.304(a) for
exclusive procedures relating to belated
filing of a notice of appeal to the U.S.
Cowt of Appeals for the Federal Circuit
or belated commencement of a civil
action..

that a paper be served by hand or
["]Express Mail["].

(e)~The due date for serving a paper
is the same as the due date for filing the
paper in the Patent and Trademark
Office. -oCl Proof of service must be made
before a paper will be considered in an
interference. Proof of service may

(d) [in an appropriate circumstance. appear on or he affixed to the paper.
an] ~An administrative patent judge""" Proof of service shall include the date
[examiner-In-chief] may stay··and manner of service. In tlle case of
proceedings in an interference. personal service under paragraphs (c)(I)

45. Section 1.646 is proposed to be through (c)(3) of this section, proof of
amended by revising paragraphs (a)(l), service shall include the names of any
(a)(2). (h), (c), (c)(l), (c)(4),(d) and (e), person served and the person wbo made
redesignating paragraph (c)[5) as (c)(6) the service. Proof of service may be
and revising it, and adding a new made by an acknowledgment of service
paragraph (c)(5) to read as follows: by or on behalf of the person served or

a statement signed hy the party or the
§1.S46 Servtce of papers. proOf ct servjce, party's attorney or agent containing the

(a)· • * information required by this section. A
(1) Preliminary statements when filed statement of an attorney or agent

under § 1.62!: preliminary statements attached to, or appearing in, the paper
shallbe served when service is ordered stating the date and manner of service
by an ....administrative patent judge-<c will be accepted as prima facie proof of
'[examiner-In-chief]; .' service.

(2) Certified transcripts and exhibits 46. Section 1.647 is proposed to be
which accompany the transcripts filed revised to read as follows:
under § [§ 11.676 [or 1.68d: copies of
transcripts shall be served as part or a § 1~647 Translationof document In foreign
party's record under § 1.653(c). language.
'. (b) Service shall be on ep. attorney or 'When a party relics on a document
a,gentfor.a party. Ii there is no attorney to;;-or is required to produce a
or agentfor the party. service shall be document~in a language other than
0" the party. An ~administrative English, a translation ofthe document
P?JE:!ntj.udge'"'illllli [examiner-In-chief] may into English and an affidavit, attestingto
order additional service or waive service the accuracy of the translation shall be
where appropriate. filed with the document.

(c) Unless otherwise ordered by a" 47. Section 1.651 is proposed to be
~administrative patent judge~ amended by revising paragraphs (a),
Iexamtner-In-chlefj, or except as (a)(2). (c)(I). (c)(2); (c)(3) end [d) to read
otherwise provided by this subpart, as follows:
service of a paper shall be made as
follows. § 1.651· Setting times for discovery and

taking testfmony. parties entitled to take
(1) By handing a copy of the paper lesfimony.

~or causing a copy of the paper to be
handed-et to the person served. (a) At an appropriate stage in an

interference, an "'administrative patent
judge< [examiner-in-chieiJ shall set

(4) By mailing a copy of the paper by
,first class mail; when service is by
~fIrst class"""! mail the date of mailing
is regarded as the date of service.

(5)~By mailing a copy of the paper
by Express Mail; when service is by
Express Mail the date of deposit with
the U.S. Postal Service is regarded as the
dcte of service.

(6) < When it is shown to the
satisfaction of an ~administrative
patent judge< [examiner-in-chief] that
none of the above methods of obtaining
or ser...ing the, copy of the paper was
successful, the ~administ.rative patent
it:dge< (examiner-in-<:hief] may order
service by publication of an appropriate
notice in the Official Gazette.

(d) A.~ I>administrative patent
judge.... [examiner-in-chief] may order
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(d) After final hearing. the
interference shall be taken UDder
advisement by the Board. No further
paper shall be filed except under
§ 1.658(b) or as authorized by en
"'administrati,'e patent judge.....
[examiner-in-chief] or the Board. No
additional oral argument shall be had
unless ordered by the Board. .

51. Section 1.655 is proposed to be
amended by revising paragraphs [a], (b)
and (c) to read as follows:

§ 1.655 Matters considered In rendering a
final decision.

(a) in rendering a final decision, the
Board may consider any properly raised

. issue including (1) priority of invention,
(2) derivation by an opponent from a
party who filed a preliminary statement
under § 1.625. (3) patentability of the
invention, (4) admissibility of evidence,
(5) any interlocutory matter deferred to
final hearing, and {6) any other matter
necessary to resolve the interference.
The Board may also consider whether
~entryo~any interlocutory order
was [erroneousor] an abuse of
discretion, All interlocutory orders shall
be presumed to have been correct and
the burden of showing [error or] an
abuse of discretion shall be on the party
attacking the order. When two or more
interlocutory orders involve the same
Issue, the last entered order shall be
presumed to have been correct.

(b) A party &hall not be entitled to
:raise for consideration at final hearing a
matler which properly could have been
raised by a motion under §§ 1.633 or _
1.624 unless (1) the matter was
properly raised in a motion~~
was [properly] ~el~filed~y
the party under §§ 1.633 or 1.634 arid
the motion was denied or deferred to
final hearin~, (2) the matter was
properly raised by (a] Il--the.... party in .
[ariJ ~a timely filed""'l opposition.to a
motion under §§ 1.633 or 1.634 and the
motion was granted over the opyosition
~or deferred to final h.aring-<l, or (3)
the party shows good cause why the .
issue was not [timely] ~roperly""'l
raised by "-a timely filed.... motion or
opposition.~A change of attorneys
during the interference generally does
not constitute good cause. A party who
fails to contest, by way of a timely filed
preliminary motion under § 1.633 (c). the
designation of a 'Claim as corresponding
to e count may not subsequently "argue
to an administrative patent judge or the
Board the separate patentability or lack
of separate patentshility of claims
designated to correspond to the
count."'CII:

(c)e.-lnthe ;nterest of justice-4ll [To
prevent manifest injustice], the Board
ma)' ~exercise its discretion to.....

•••••
50. Section 1.654 is proposed to be

amended by revising paragraphs (al and
(d) to read as follows:

§ 1.654 Fmal hearln9.
. (a) At an appropriate stage of the
interference, the parties will be given an
opportunity to appear belbre the Board
to present oral argument at a final
hearing. AnP-administrative patent
judge may-"ll [examiner-in-chief shall]
set a date and time for final hearing.
Unless otherwise ordered by an
~administrative patent judg......
[examiner-in-chief] or the Board, each
party will be entitled to no more than
....31J""'111 [60] minutes or oral argument
at final hearing.~A party who does not
file a brief for final hearing (§ 1.656(a))
.shall not be entitled to appear at final
hearing....
.. '*.. '"

•

•

•

•

•

•

•

•

ao affiant, shall be filed as set forth in
[§] ~§§..... 1.676 .., 1.677 and
1.678..... An original agreed statement
shallbe filed as set forth in
..-§ 1.672(h).... [§ 1.672(f). A transcript
of interrogatories. cross-interrogatories,
and recorded answers shall be filed as
set forth under § 1.684(C)].· .

(c) In addition to the items specified
in paragraph (b) of this section and
within a time set by an .....administrative
patent judge;"'! '[examiner-In-chief]
each party shall file three copies and
serve one copy of a record consisting of:

(1) An index of the names of [each
witness]~e witnesses for the
party,.....giving the pages ofthe record
where the direct testimony and cross­
examination of each witness begins.

27.9 em.) in size (letter size). Typing.
shall be double-spaced on one side of

· the paper in Dot smaller than pica-type
with a: margin of 1'f, (3.8 em.) on the
left-hand side of the page. The pages of
the record shall be bound with covers at
their left edges in such manner to lie flat
when open in one ormore volumes-of
convenient size (approximately 100
peges per volume is suggested).
Multigraph or otherwise reproduced
copies conforming to the standards
specified in this paragraph may be
accepted.]

(i) Each party shall file its exhibits
with the record specified in paragraph
(c) of this section. ~Exhibits include
documents and things identified in
a.f.6.davits or on the record during the
taking of oral depositions and official
records and publications filed by the
party under § 1.682(a)..... One copy of
each documentary exhibit shall be
served. Documentary exhibits shall be
filed in an envelope or folder and shall
not be bound as part of the record.
Physical exhibits, if not filed by an .
officer under § 1.676(d), shall be filed

· with the record. Each exhibit shall
contain a label which identifies the
party submitting the exhibit and an
exhibit number, the style of the
interference (e.g:. Jones v. Smith). and
the interference number. \Vhcre
possible. the label should appear at the

· bottom right-hand corner of each
(f)....Reserved..... [The record may be·.. documentary exhibit. Upon termination

typewritten or printed.] of an interference, an "-administrative
(g) [When the] ~The""'l [is printed, patent judge.... [examiner-In-chief] may

it] may beproduced by standard return an exhibit to the party filing the
tYPographical printing or by any exhibit. When any exhibit is returned.
~othe""'"process capable of producing [the examiner-In-chief] ~an orde~
a clear black permanent image ..... All shall"be entered.... [enter an
printed matter except on covers must appropriate order] indicating that the
appear in at least 11 point type on exhibit has been returned.
opaque, unglazed paper. [Margins must
be justified.] Footnotes may not be
printed in type smaller than 9 poinL
The ~ageS"""lli[pages] size shall be
"21.8 by 27.9 ern. (8'1, by 11 inches)
(letter size)""'l [8'h by 11 inches (21.8 by
27.9 em.I] with [type] ~printed"'"
matter"16.5 by 24.1 em. (6'1, by 9'1,
inches).... [6'1, by 9% inches (16.5 by
24.1 cm.)]. The record shall be bound
~th covers at their left edges in such
manner as""'Cll! to lie flat when open~o
any page and in ODe or more volumes
of convenient size {approximately 100
pages per volume is suggested). When
there is more than one volume, the
numbers oftha pages contained in each
volume shall appear at the tep of the
cover for each volume-ea.

(h) \t>-Reserved...... [When the record
is type written,it must be clearly legible
on opaque, unglazed. durable paper
approximately 8'1, by 11 inches (21.8 by

(4) Each (i) affidavit~y a witness
for the pllIty""'l. (ii) transcript, including
transaipts f)fqqss-exmnination of any
affiant ~liore.stified for the party ana .
transaipts ofcompelled deposition .
testimonyby a witness for the part~,
(iii) agreed statement relied upon by the
party. end (iv) transcript of
interrogatories. c:ross-interrogatories and
recorded answers (filed under
paragraph (h) of this section].

(5)..Reserved...... [Each notice,
official record, and publication relied
upon by the party end filed under
§ 1.682(a).J

F23



50Z04 Federal Register I Vol. 59, No. 190 I Monday, October 3, 1994 I Proposed Rules

consider an issue even though it would
not otherwise be entitled to: .
consideration under this section.

52. Section 1.656 is proposed to be
amended by revising paragraphs (a), (d),
(e), (g), (h) and [i], redesignating
paragraphs (b){l) through (b)(6) as (b){3)
through (b)(B),revisIng newly
designated paragraphs (b)(5) and (b){6),
and addIng new paragraphs (b)(1) and
(b)(2) to read as follows; '

§ 1.656 Briefs for final hearing.
(a) Each party shall be entitled to file

briefs for final hearing. The
~admiriistrativepatent judge....
[examIner-in-chief] shall determIne the
briefs needed and shall set the time and
order for filIng briefs.

(b) ....
(1)~A statement of interest

indicating: '
(i) T,he!ull narne of every party

represented by the attorney in the
interference...

(ii) The name of the real party In
interest if the party named In the
~.ption is not the real partyin interest..

(2) A statement of related cases _
indicating:
·.(i)'Whether the interference was

previously before the Board for final
hearing.

(ii) The narne and number of any
related appeal or interference which is
pending before, or which has been
decided by, the Board, or which is
pending before, or which bas been
decided by, the U.S. Court of Appeals
for the Federal Circuit or a district court
ill a proceedIng under 35 U.S.c. 146. A
related appeal or interference is one
which will directly affect ,or be directly
affected hy or have a bearing on the
Board's decision In the pending
interference.

(3) ., ...
~(4) [(2)] A statement of the

Issues presented for decision in the
interference.
~(5)"" [(3)J A statement of the facts

~,preferablyIn numbered
paragraphs;~relevant to the issues ,
presented for decision with approprtate
references to the record.

fI;>-(6)<lI! [(4)] An argument, which
may be preceded by a summary, which
shall contain the contentions of the
party with respect to the issues ~it is
raising for consideration at final
bearing-"ll [to be decided}, and the
reasons therefor, ......ith citations 10 the
'Cases, statutes. other authorities, and
parts of the record relied on.

11--(7)..... [(5)] A short conclusion
stating the precise relief requested.
~(B)"" [(6)] An appendix containing

a copy of the counts.

(d) ~Unless ordered othenviseby an
administrative patent judge, briefs shall
be double-spaced (except for footnotes,
which may besingle-spaced) and shall
comply with the requirements of
§ 1.653(g) for records except the
requirementfor binding..... [Briefs may
be printed or typwritten. If typewritten,
-legal-size paper may be used. The
,openIng brief of each party in excess of
50 legal-size double-spaced typewritten
pages or any other brief in excess of 25
legal-size double spaced typewritten
pages shall be printed unless a
satisfactory reason be given why the
brief should not be printed. Any printed
brief shall comply with the
requirements of § 1.653(g). Any
typewritten brief shall comply with the
requirements of § 1.653(h), except legal­
size paper may be used and the binding
and covers specified are not required.]

(e) An original and ~foUI'"""l [three]
copies of each brief must be filed.

(g) Any party, separate from its
openIng brief, but filed concurrently
therewith, may file an original and
~foUI'"""l [three] copies of concise
proposed findings of fact and
conclusions of law. Any proposed
findings of fact shall be ~in numbered
paragraphs and.... supported by specific
references to the record. Any proposed
conclusions of law shall be "'In
numbered paragraphs and.... supported
by citation of cases. statutes. or other
authority. Any [opposIng party]

. ~opponent""". separate from its
openIng or reply brief, but filed
concurrently therewith, may file a paper

< accepting or objectIng to any proposed
findings of factor conclusions of law;
.when objecting. a reason must be given.
The Board may adopt the proposed
findings of fact and conclusions of 10'1.'1

in whole or In part.
(h) If a party wants the Board in

rendering its final decision to rule on
the admissibility of any evidence, the
party shall file with its openIng brief an
origInal and ~foUf"lll [three] copies of
a motion (§ 1.635) to suppress the
evidence. The provisions of § 1.637{b)
do not apply to a motion to suppress
under this paragraph. Any objection
previously made to the admissibility of
~e evidence of an opponent..... [an '
opponent's evidence] is waived unless
the motion required by this paragraph is
filed. ~A party that failed to challenge
the admissibility of the evidence of an
opponent on a ground that could have
been raised 'in a timely objection under
§ 1.672(c), 1.6B2(c), 1.6B3(b)or 1.6BB[0)
may Dot move under this paragraph to
suppress the evidence on that ground at

-final hearing....cC An original and• • • • •

• • * • *

~foUI'"""l [three] copies of an ,
opposition to the motion may be filed
with an opponent's opening brief or
reply brief as may be appropriate. '

H) When a junior party fails to timely
file an opening brief.an ordermay issue
requiring the junior party to show cause
why the Board should not treat failure
to file the brief as a concession of
priority. If the junior party fails to
~show good cause.... [respond] within
a time period set in the order, judgment
may be enteredagainst the juniorparty.

53. Section 1.657 is proposed to be
revised to read as follows:

§ 1.657 Burden 01proof as to da:e of
in:Vention.

~(a)""", A rebuttable presumption
sball exist that, as to each count, the
Inventors made their invention in the

-'chronological order of the earlier of
their [filing dates or] effective filing
dates. The burden of proof shall be upon
a party who contends otherwise.
~(b) In an Interference Involving

copendIng applications or Involving a
patent and an application having an
effective filIng date on or before the date
the patent issued, a junior party shall
have the burden of establishing priority
by a preponderance of the evidence.

(c) In an Interference Involving an
application,and a patent and where the
effective filing date of the application is
after the dale the patent issued. a junior
party shall have the burden of
establishing priority by clear and
convincing e'\idence.lII

54. Section 1.658 is proposed to be
amended by revisIng paragraphs (a) and
(b) to read as follows: -

§ 1.658 Final decisIon.
(a) After final hearing, the Board shall

enter a decision resolving the issues
raised at final hearing. The decision­
may {1) enter judgment, In whole'or in
part. (2) remand the interference to an
~administrative patent judge....
[exarniner-In-chief] for further
proceedings, or (3) take !u:ther action
not inconsistent with law. A judgment
esto a count shall state whether or not
each party is entltled'to a patent
containing the claims in the party's
patent or application which correspond
to thecount. When the Board'enters a
decision awarding judgment as to all
conn Is, the decision shall be regarded as
e'Bnal decision ~or the purpose of
judicial review (35 U.S.c. 141-144, 146)
unless a request for reconsideration
under-paragraph (b) of this section is
timely filed.....
, (b) Any request for reconsideration of

a decision under paragraph (a) of this
section shall befiled within one month
after the date of the decision. The
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§ 1.660 Notice'01 reexaminatIon,reissue.
protest orlldgation.

55. Section 1.660 is proposed to be
amended by adding paragraph (e) to
read as follows:

request for.reconsideration shall specify
with particularity the points believed to
have been misapprehendedor _"_.
overlooked in rendering the decision., .
Any [reply] ~opposition~to a
request for reconsideration.shall be filed
"within 14 days of the date of service of
the request for reconsideration. (Where
reasonably possible. service]
~Service~of the request for
reconsideration shall be [such that
delivery is accomplished] by hand or
["]Express MaiI.["] The Board shall

.enter a decision on the request for
reconsideration. If the Board shall be of
the opinion that the decision on the
request for reconsideration significantly
modifies its original decision under
paragraph (s) of this section, the Board
may designate the decision on the
request for reconsideration as a new.
decision.~A decision on
reconsideration is a final decision for
the purpose of judicial review (35 U.S.C.
141-144,146).~

",[e) The notice required by this
section is designed to assist the
admL'1istrative patent judge and the
Board in efficiently handling
interference cases. Failure of a party to
comply with the.provisions of this
section may result in sanctions under
§ 1.616. Knowledge by, or notice to, an
employee of the Office other than an
employee of the Board. of the existence
of the re-examination, application for
reissue, protest, or litigation shall not be
sufficient. The notice contemplated by

; this section is noticed addressed
specifically to an administrative patent
judge or the Board.~

56. Section 1.662 is proposed to be
amended by revising paragraphs (a) and
(b) to read as follows:

§ 1.662 Request forentry of adverse
jUdgment;re-Issuefiled by patentee.

(a) A party may, at any time during an
Interference. request and agree to entry
of an adverse judgment. The filing by"a part)'~ [an applicant or patentee]
of a written disclaimer of the invention
defined by a court, concession of
priority or unpatentahility of the subject
matterof a count, abandonment of the '
invention defined bya count, or
abandonment of the contest as to a
count will be treated as a request for
entry of an adverse judgment against the
applicant or patentee as to all claims
which correspond to the count.

§1.G71 evidence must comply with rules.
(a) Evidence consists of testimony and

exhibits, official records and
publications filed under § 1.682,
(evidence] l>1.estimon~from another

Abandonment of an application Ibyen Interference; proceeding, or action filed
applicant]. other than an [applicant] under § 1.683. and discovery relied
~applicatienoolliillfer re-issue having a. upon under § 1,688, and the
claim of the patent sought to be reissued specification (including claims) and
involved in the interference. will be drawings ofany application or.patent:
treated as a request for entry of an ... .• • ...
adverse judgment against the applicarit (c), ••
as to all claims corresponding to all (1) Courts of the United States. U.s.
Counts. Upon the filing by a party of a Magistrate, court. trial court, or trier of
request for entry of an adverse fact means ~administrativepatent
judgment. the Board may enter judge~ [examiner-in-chief] or Board as

"judgment against the party. may be appropriate.
(b) If a patentee involved in an (2) Judge means ~dministrative

interference files an application for patent judge~ [examiner-in-chief].
reissue dwing the interference and ......... ...
~the reissue application does not (6) Before the hearing in Rule 703
include a claim that corresponds toa means before giving testimony hy
count~ [omits all claims of the patent "affidavito~ oral deposition lor
corresponding to the counts of the affidavit].
interference for the purpose of avoiding (7) The trial or hearing in Rules.
the interference]. judgment may be 803(24) and 804(5) means the taking of
'entered against the patentee. A patentee testimony by ~affidavit0 ...... oral "
who files an application for re-issue ~ deposition [or affidavit].
which includes a claim that corresponds'" .. • ... ...
to a count~ [other than for the purpose (e) ~Reserved.~ [A party may not
of avoiding the interference] shall ~. in rely on an affidavit filed by that party
addition to complying with the during ex parte prosecution of an
provisions of § 1.660(b),~ timely file a application, an affidavit under § 1.608,
preliminary motion under§ 1.663(h) or or an affidavit under § 1.639(b) unless:
show good cause why the motion could (1) A copy 'of the affidavit is or has been
not have been timely filed orwould not served endlz) a written notice is filed
be appropriate. prior to the close of the party's relevant
... • ... • ... testimony period stating thatthe party

57. Section 1.664 is proposed to be "intends to rely on the affidavit. When
'amended by revising paragraphs (a) and "proper notice is given under this"
(b) to read asfollows: paragraph, the affidavit shall be deemed

filed under § 1.672(b). A copy of the
§ 1.664 Actionatter Interlerence. affidavit shall be included in the record

(a) After termination of an (§ 1.653).]
interference, the examiner will (0 The significance 'ofdocumentary
promptly Wee such action in any and other exhibits ~dentifiedby a
application previously involved in the witness in an affidavit or during oral
interference as may be necessary; Unless deposition.... shall be discussed with
entered by order of an ~administrative "particularity by [a]~e~witness
patentjudge~Iexaminer-In-cbiefl. [during oral deposition or in an
amendments presented during the affidavit]. "
interference shall not be entered, but (g) A party must file a motion"
may be subsequently presented by the (§ 1.635) seeking permission from an
applicant subject to the provisions of ~administrative patent judge~
this subpart provided prosecution of the [examiner-in-chief] prierto
application is not otherwise closed. ~compelling"" [taking] testimony or

(b) After judgment, the application of ..-productiono~ [seeking]
any party may beheld subject to further documents or things under-as U.S.C. 24
examination, including an interference ~or froma part~ The motion shall
with another application. describe the general nature and the

58. Section 1,671 is proposed to be relevance of the testimony. document.
..amended by revising paragraphs (a), or thing. ~If permission is granted, the
"(c)(I), (c)(2), (c)(6), [c)(7), (0 and (g) to party shall notice a deposition Under
read as follows, deleting paragraph (e) § 1.673 and may proceed to take
and redesignating it as "Reserved", testimony. The testimony oftha Witness
redesignating" current paragraph (h) as shall be Ween on oral deposition......
(i), and adding new paragraphs (h) and ~(h) A party must file a motion
(j) to read as follows: (§ 1.635) seeking permission from an

administrative patent judge prior to
compelling testimony or production ot
docwnents or things in a foreign
country. " "" "

(1) In the case of testimouv. the
motion shall: .

•

. -•

••

•

•

•

•

•
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(i) Describe the general nature and
relevance of the testimony;

(ii) Identify the witness by name or
title;

(iii) State why the party believes the
witness can be compelled to testify in
the foreign country: and

(iv) Demonstrate that the witness has
been asked to testify in the United
States and has refused to do so even
though the party has offered to pay the
expenses of the witness to travel to the
United States.

(2) In the case of production of a
document or thing, the motion shall:

(I) Describe the general nature and
relevance of the document or thing:

(ii) State why the party believes
-production of the document or thing can

be compelled in the foreign country;
and .

(iii) Demonstrate 'that the individual
or entity having possession, custody,
and controlof the document or thing
will not produce the document or thing
in the United States even though the
party has offered, to pay the expenses of
producing the document or thing in the
United States.~

~il"" [(h)] Evidence which is not
taken or soughtand filed in accordance
with this subpart shall not be
admissible.

JIo-{jJ The weight to be given testimony
taken in a foreign country will be
determined on acase-by-case basis.

, Little, if any, weight may be given to
testimony taken in a foreign country
unless the party taking the testimony
proves by clear and convincing

'evidence (1) that giving false testimony
in an interference proceeding is
punishable as perjury under the laws of
the foreign country where the testimony
is taken and (2) that the punishment in
a foreign country for giving such false
testimony is similar to the punishment
for perjury committed in the United '
States.~

59. Section 1.672 is proposed to be
amended by revising paragraphs (a), (b),
(c) and (d), redesignating paragraphs (c),
(d), (el and (f) as paragraphs (e), (f), (g)
and (h), respectively, and by adding
new paragraphs (c) and (d) to read as
follows:

"§ 1.672 Manner of taking testimony.
(a)~Unless testimony must be

compelled under 3S U.S.CO 24 or
compelled from a party or in a foreign
country,testimonY""'l [Testimony] ofa
witness ~shall""[may] be taken by
[oral deposition or] affidavit in
accordance with this subpart.
~Testimonywhich must be compelled
under 35 U.S.CO 24 or compelled from
a party or in a foreign country shallbe
taken by oral deposition.....

(b) [A party wishing to take the
testimony of a witness whose testimony
will not be compelled under 35 U.S.Co
24 may elect to present the testimony of
the witness by affidavit or depositicn.]
A party [electing to present]
~resenting<:ltestimony of a \vitness
by affidavit shall, prior to the [close of
-the party'srelevant testimony period,
file and serve] .... time set by the
administrative patent judge for serving

.. affidavits, file a copy of the~ [an]
affidavit [of the witness or, where
appropriate, a notice under § 1.671(e).
To facilitate preparation of the record
(§ 1.653 (g) and (h)), a party should file
an affidavit on paper which is 8'1, by 11
inches (21.8 by 27.9 m)]. ~Ifthe
affidavit relates to a party's case-in­
chief, it shall be filed no later than the
date set by an administrative patent
judge for the party to file affidavits for
its case-in-chief. If the affidavit relates
to a party's case-in-rebuttal, it shall be

, filed no later than the date set by an
administrative patent judge for the party
to file affidavitsforits case-in­
rebuttal.~A party shall not be entitled
to rely on any document referred to in
the affidavit unless a copy of the
document is filed with the affidavit. A
party shall not be entitled to rely on any
thing mentioned in the affidavit unless
the opponent is given reasonable access
to the thing. A thing is something other
than'a document. ~The pages of
affidavits filed under this paragraph and
of any other testimony filed therewith
under §§ 1.683(a) and 1.688(a) shall be
given sequential numbers which shall
also serve as the record page numbers
for the affidavits and other testimony in
the party's record to be filed under
§ 1.653. Exhibits identified in the
affidavits or in any other testimony filed
under §§ 1.683(a) and 1.688(a) and any
official records and printed publications
filed under § 1.682(a) shall be given
sequential exhibit numbers which shall
also serve as the exhibit numbers when
the exhibits are filed with the party's
record. The affidavits, testimony filed
under §§ 1.683(a) and 1.688(a] exhibits
shall be accompanied by an index of the
names of the witnesses, giving the
number of the page where the testimony
of each witness hegins, and by an index
of the exhibits briefly describing the
nature of each exhibit and giving the
number of jhe page where each exhibit
is first identified and offered into
evidence.

[c) If an opponent objects to the
admissibility ofany evidence contained,
in or submitted with an affidavit filed
under paragraph (b) of this section, the
opponent must. no later than the dale
set by the administrative patent judge
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for filing objections under this
paragraph, file objections stating with
particularity the nature of each
objection. An opponent that fails to·
challenge the admissibility of the
evidence contained in or submitted with
an affidavit on a ground thatcould have
been raised in a timely objection under
this paragraph will not he entitled to
move under § 1.656(h) to suppress the
evidence on that ground. If an opponent
timely files objections, the party may,
within 20 days of the due date for filing
objections, file supplemental affidavits
and supplemental official records and
printed publications to overcome the
objections. No objection to the
admissibility of the supplemental
evidence shall be made, except as
provided by § 1.656(h). The pages of
supplemental affidavits filed under this
paragraph shall be sequentially
numbered beginning with the number
following the last page number of the
party's testimony submitted under
paragraph (h) of this section. Thepage
numbers assigned to the supplemental
affidavits shall also serve as the record
page numbers for the supplemental
affidavits in the party's record filed
under § 1.653. Additional exhibits
identified in supplemental affidavits
and any supplemental official records

, and printed publications shall be given
.sequential numbers beginning with the
number following the last number of the

'exhibits submitted under paragraph (b)
of this section. The exhibit numbers
shall also serve as the exhibit numbers
when the axhibits are filed with the
party's record. The supplemental.
affidavits shall be accompanied by an
index of the names of the witnesses and
an index of exhibits of the type
specified in paragraph (b) of this
section.
(d)~After the~e expires'for

filing objections and supplemental
affidavits, or earlier when
appropriaie,~[affidavit is filed and
Within a time set by an examiner-In-

'chief,]~e administrative patent
judge shall set a time within which~
any opponent may file': request to
cross-examine [the witness] ~an
affiant~on oral deposition. If any
opponent requests cross-examination of
an affiant, the party shall notice a
deposition "at a reasonable location
within the United Stat~under
§ 1.673(e) for the purpose of cross­
examination by any opponent. Any
redirect and recross shall take place at
the deposition. At any deposition for the
purpose of cross-examination of a
witness [whose testimony is presented
by affldavtt] , the party shall not be
entitled to rely on any document or
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(c) A party sball not be permitted to
rely [at any deposition] on any witness
not listed in the notice. or any
document not served or an'y thing not
listed as required by paragraph Ibl of
this section:

(l). '••
(21 except upon a motion (§ 1.6351

promptly filed which is accompanied-by
any proposed notice, additional

.... (g)~ [(ell If the parties agree in
writing. the testimony of any witness
may be submitted in the form of an,
affidavit without opportunity for eross­
examination, The affidavit of the
witness shall be filed in the Patent and
Trademark Office,

.... (h)"""[(0] If the parties agree in .
writing, testimony may be submitted in
the form of an agreed statement setting
foith:.(l) How a particular witness
would testify if called or (2) the facts in
the case of one or more of the parties.
The agreed statement shall be filed in
the Patent end Trademark Office, See
§ 1.653(a),

60. Section 1.673 is proposed to be
amended by revising paragraphs (a), (b),
(c), (c)(2), (d), (e) end (g)to read as
follows:

§1.673 Notice of examination of witness
~en deposition testimony is
authortzed~

(a) A party [electing] ....authorized-sa
to take testimony of a witness by
deposition shall, after complying with
paragraphs (b) and (g) of this section.

.file and serve a single notice of
deposition stating the time and place of

-each deposition to be,taken. Depositions
,~o be taken in the United States~

may be noticed for a reasonable time
end place in the United States. [Unless
the parties agree in writing, a] ....A~
deposition may nat.be noticed for any
other place without approval of an
~administrative patent judge"'llCG
[examiner-in-chief(see § 1.684)]. The
notice shall specify the name and
address of eech'wttness and the general
nature of the testimcny to be given by
the witness. If the name of a vvitness is
not known, a general description
sufficient to identify the witness or a
particular class or group to which the
witness belongs may be given instead;'

[b] Unless the parties agree ~or an
administrative patent judge or the Board
determine.... otherwise, a party shall
serve. but not file. at least three
~ork:ing""days prior to the
conference required by paragraph (gJof
this section. if service is made by hand
or ["]Express Mail.],"] or at least
~14""" [ten] days prior to the
conference if service is made by any
other means. the following:

(d) Unless the parties agr"!' in wrttmg
or waive reading and signature by the
witness on the record at thedepsotion.

62. Section 1,675 is proposed to be
amended by revising paragraph (dlto
read as follows:

§ 1.675 Examlnatlon of witness, reading
and S:gnlng transcript of deposition.

•

•

•

•

•

•

•

•

•

•

•

documents, or lists and which shows
[sufficient] ...-good~cause why the
notice. documents-or lists were nit
served in accordance with this, section.

(d) Eacb [opposing party] ,
....opponent~ shall have a full
opportunity to attend a deposition and
cross-examine, [If eo opposing party
attends a deposition of a witness not
named in a notice and cross-examines
the witness or fails to object to the
taking of the deposition, the opposing
party shall be deemed to have waived
any right to object to the taking of the
deposition for lack of proper notice.]

(e) A party~ho has presented-4
[electing to present] testimony by
affidavit and [who] is required to
notice depositions for the purpose of
cross-examination under § 1,672(b),
shall. after complying with paragraph
(g) of this section, file and serve a single
notice of depsotion stating the time and
place of each cross-examination
deposition to be taken. .
• .. .. '/I ..

(g) Before serving a notice of
deposition and after complying with
paragraph (b) of this section, a party
shall have an oral conference with all
opponents to attempt to agree on a
mutually acceptable time and place for
conducting the deposition, A certificate
shall appear in the notice stating that
the oral conference took place or
explaining why the conference could
not be had, If the parties cannot agree
to a mutually acceptable place and time
for conducting the depositional the
conference. the parties shall contact an
.... administrative patent judge~
[examiner-in-chief] who sball then
designate the time and place for
conducting the deposition.

61. Section 1,674 is proposed to be
amended by revising paragraph la) to
read'as follows: '-,

'§1.674 .Persons before whomdepositions
may be taken.

(a) ....A~ [Within the United States
or a territory or insular possession of the
United States a] deposition shall be
taken before an officer authorized to
administer oaths by the laws of the
United States or of the place where the
examination is held.

••••

thing not mentioned in one or more of
the affidavits filed under [this
paragraph] ~paragraphsCo) and [c] of
this section......except to the extent
necessary to conduct proper redirect. [A
party electing to present testimony of a
witness by deposition shall notice a
deposition of the witness under
§ 1.673(a).] The party who gives notice
of a deposition shall be responsible
J:l--for providing a translator If the
witness does not testify in English.... for
obtaining a court reported and for filing
a certified transcript of the deposition 'as
required by § 1.676.....Within 45 days of.
the close of the period for taking eross­
examination, the party shall serve (but
not file) a copy of each transcriptjl;m
each opponent together with copies of
eoy additional documentary exhibits
identified hy the witness during the
deposition. The pages of the transcripts
served underzhis paragraph shall he
sequentially numbered beginning with
the number following the last page
number of the party's supplemental
affidavits submitted under paragraph (c)
ofthis section. The numbers assigned to
the transcript pages shall also, serve as
the record page numbers for the
transcripts in the party's record fled

<under § 1,653, Additional exhibits
identified in the transcripts 'shall be

-; 'given sequential numbers beginning
. with the number following the last

number of the exhibits submitted under
paragraphs (b) and (c) of this section,
The exhibit numbers assigned to the
additional exhibits shall also serve as
the exhibit numbers when those
exhibits are filed with the party's
record. The deposition transcripts shall
be accompanied by eo index of the
names of the wltnesses.igiving the
number of the page where cross­
examination. redirect and recross of
each witness begins. and an index of
exhibits of the type specified in
paragraph (b) of this section.

(e) Reserved. ..... [(c) A party wishing
to take the testimony of a \vitness whose

. testimony will be compelled under 35
U.S.C. 24 must first obtain permission
from an examiner-in-chief under
§ 1.671(g). If permission is granted, the
party shall notice a deposition of the
witness under § 1.673 and may proceed
under 35 U.S.C. 24. The testimony of
the witness shall be taken on oral
deposition.] _

....(0..... [(dll .... When a deposition is
authorized under-sa [Notwithstanding
the provisions of] this subpart. if the
parties egree in writing,~e~ [a]
deposition may be taken before any
person authorized to administer oaths,
at any place. upon any notice. and in
any manner, and when so taken may be
used like other depositions.
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65. Section 1.678 and the section
heading are proposed to be revised to
read as follows:

§ 1.678 ~Tlme for filing transcr1pt~

~Transcr1pta01deposlUon ~must be IIleda.
. Unless otherwise ordered by an
~administrative patent judge....
[examiner-in-chiefl. a certified
transcript of a 'deposftlcn must be filed
in the Patent andTrademark Office
within [45] ~30"'"days from the date
of deposition. If a party refuses to file
e certified transcript, the
~administrativepatent judge.....
lexaminer-in-chief) or the Board may
take appropriate action must § 1.616. If
a party refuses to file a certified

when the testimony has been
transcribed a transcript of the
deposition shall~. unless the witness
refuses to read andlor sign the transcript
of the depsotion..... be read by the
witness and then signed by the witness
in the form of: (1) An affidavit in the
presence of any notary or (2) a
declaration.

63. Section 1.676 is proposed to be
amended by revising paragraph (a)(4) to
read as follows:

§ 1.676 certification and filing by officer,
marlclng exl1lblts.

(a)"-·
. (4) The presence or absence of any
[opposing party] ..opponent........ .. .. .. ..

64. Section 1.677 is proposed to be
amended by revising the section
heading and paragraph (a) to read as

.follows: _••

. §1.677 Foimof_davlto..... a
transcript 01deposition.

(a)~An affidavit or a..... [A]
transcript ala deposition must be
[typewritten] on opaque, unglazed,
durable pape, approximately "21.8 by
27.9 em. (8'1, by 11 incbes)..... [8% by
'11 inches (21:l1 by 27.9 em.)] in size
(letter size). [Typing) ~The printed
matte.......shall be double-spaced on one
side of the paper in not smaller than
~11 point typ...... [pica-type] with a .
margin of~3.8 em. (1'1, inches)..... [l'1z
inches (3.8 em.)) on the left-hand side
of the page. The pages must be
consecutively numbered throughout the
entire record of each party (§1.653(d))
and the name of the witness [must be
typed] ~all app........ at the top of
the each page (§ 1.653(e)). ~in
transcripts of depositions, the~ [The]
questions propounded to each witness
must be consecutively numbered unless
paper with numbered lines is used and
each question must he followed by its
answer.

(t)" ....
(2)~Identifr"l [identify] the

portion thereof to be introduced in
evidence. ~and""

(3) .....Indicate..... [indicate] generally
the relevance of the portion sought to be
introduced in evidence~...... [, and]

(4) ~Reserved.'" [where
appropriate, be accompanied by a
certified copy of the official record or a
copy of the printed publication
(§1.671(d)).)

(b)~Reserved...... [A copy of the
notice, official record, and publication
shall be served.]

(c) Unless otherwise ordered by an
"administrative patent judge.....
[examiner-in-chief), any written
objection ~by an opponent.....to the
[notice] ~pe""'"or to the
admissibility of the official record or
printed publication shall be filed
[within 15 days of service of the notice]
~o later than the date set by the
administrative patent judge for the
opponent to file objections under
§ 1.672(c) to affidavits submitted by the
party under § 1.672(b). An opponent
who fails to challenge the admissibility
of the official record or printed
publication on a ground that could have
been raised in a timely objection under
this paragraph will not be entitled to
move under § 1.656(h) to suppress the
evidence on that ground. Ifan opponent
timely files an objection, the party may
respond by filing supplemental
affidavits and supplemental official
records and printed publications, which
must be filed together with any
supplemental evidence filed by the
party under § 1.672(c) or, if thepa,rty
does not file any supplemental evidence
under § 1.672(c), no later than the date
set by an administrative patent judge for
the party to file supplemental affidavits
under § 1.672(c), No objection to the
admissibility of the supplemental
evidence shall be made. except as
providedb~ [Sea also] § 1.656(h).
~The pages of supplemental affidavits
and the exhibits filed under this section
shall be sequentially numbered by the
party in the manner set forth in
§ 1.672(c). The supplemental affidavits
and exhibits shall be accompanied by an
index of witnesses and an index of
exhibits of the type required by
§ 1.672(b).

(d) Any request hy an opponent to
cross-examine on oral deposition the
affiant of a supplemental affidavit
submitted under paragraph (c) of this
section shall be filed no later than the .
date set by the administrative patent
judge for the ~pponent to file a request
to cross-exammo an affiant with respect
to an affidavit served by the party under
§ 1.672 (b) or (c). Ifany opponent

transcript. any opponent may move for
leave to file the certified transcript and
include a copy of the transcript as part
of the opponent"s record.

66. Section 1.679 is proposed to be
revised to read as follows:

§ 1.679 Inspection 01transcript
. A certified transcript ~ofa
desposition..... filed in the Patent and
Trademark Office may be inspected by

.. any party. The certified transcript may
not be removed from the Patent and
Trademark Office [for printing
(§1.653(g)(lJ] unless authorized by an
~administrativepatent judge~
[examiner-In-chief] upon such terms as
may be appropriate.

67. Section 1.682 is proposed to he
amended by deleting paragraphs (a)(4)
and (b) and redesignating them as
"Reserved," revising paragraphs (a),

. (a)(2), (a)(3), and (c) and adding a new
paragraph (d) to read as follows:

§ 1.682 OlfoclaJrecords and printed
publications.

(a) A party may introduce into
evidence, if otherwise admissible, [any]
~an"'"official record or printed
publication not identified ~in an
affidavit 0 ...... on the record during~an
oral deposition'" [the taking of
testimony] of a witness, by filing [a
notice offering) ~a copyo~ the
official record or ~rinted"'"
publication [into evidence]. If the
~official record or printed
publication..... [evidence] relates to the
party's case-In-chief,~t shall be filed
together with any affidavits filed by the
party under § 1.672(b) for its case-in- .
chief or, if the party does not serveany
affidavits under § 1.672(b) for its case­
in-chief, no later than the date set by an
administrative patent judga for the party
to file affidavits under § 1.672(b) for
its..... [the notice sball be filed prior to
close of testimony of the party's] case­
in-chief. If the "-official record or
printed publication.... [evidence]
relates to rebuttal, ~t shall be filed
together with any affidavits filed by the
party under §.1.672(b) for its case-in­
rebuttal or, if the'party does not file any
affidavits under·§ 1.672(b) for its case­
in-rebuttal. no later than the date set by
an administrative patent judge for the
party to file affidavits under § 1.672(b)
for i!s""ll [the notice shall be filed prior
to close of testimony of the party's]
case-in-rebuttal. [The notice]..-official
records and printed publications filed
under this paragraph shall be assigned
sequential exhibits numbers by the
party in the manner set forth in
§ 1.672(b). The official record and
printed publications shall be
accompanied by a paper which< shall:

•••••
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requests cross-examination of an. affiant,
the party shall file notice of a deposition
fora reasonable location within the
United States under § 1.673(e) for the
purpose of cross-examination by any
opponent. A:D.y redirect" and recross
shall take place at the deposition. At
any deposition for the purpose of cross­
examination of a witness, the party shall
not be entitled to rely on any document
orthing not mentioned in one or more
of the affidavits filed under this
paragraph, except to theexlent
necessary to conduct proper redirect.
The party who gives notice of a
deposition shall b~ responsible for
providing a translator if the witness
does not testify in English, for obtaining
a court reporter and for filing a certified
transcript of the deposition as required
by § 1.676. Within 45 days of the close
of the period for taking cross­
examination.jhe.party shall serve (but
not file) a copy of each deposition
transcript on each opponenttogether
with copies of any additional
documentary exhibits identified by the

. witness during the deposition. The
pages of deposition transcripts and
exhibits served under this paragraph
shall.besequentially numbered by the
party in the manner set forth in
§ 1.672(d). The deposition transcripts
shaUbe accompanied by an index of the

. names of the witnesses, giving the
number of th~ page where cross-

.examination, redirect and recross of
each Witness begins, and an index of
exhibits of the type specified in
§1.672(b).....

68. Section 1.683 is proposed to be
amended by revising paragraphs (a) and
(b) and adding a new paragraph (c) to
read as follows:

§ 1.683 Testimony In another Interference,
proceeding, or SCUon.

(a)~A party mey introduce into
evidence. if otherwise admissible......
[Prior to close of a party's appropriate
testimony period or within such time as
may be set by an examiner-in-chief. B

party may file a motion (§ 1.635) for
leave to use in an interference]
tastimony ~by affidavit or oral
deposition.... [ofa witness] from
another interference. proceeding. or
action involving the same parties [,
subject to such conditions as may be
deemed appropriate by an examiner-in­
chief.) ~by filing a copy of the affidavit
or a copy of the transcript of the oral
deposition. If the testimony relates to
ilie party's case-in-chief it shall be filed
together with any affidavits served by
the party under § 1.672(b) for its case-in­
chief or, if the party does not file any
affidavits under § 1.672(b) for its case­
in-chief, no later than the date set by an

acfurinistrative patent judge for the party
to file affidavits under § 1.672(b) for its
case-in-chief. 'If the testimony relates to
rebuttal, it shall be filed together with
any affidavits served by the party under
§ 1.672(b) for its case-in-rebuttal or, if
the party does not file any affidavits
under § 1.672(b) for its case-in-rebuttal,
no-later than the date set by an
administrative patent judge for the party
to file affidavits under § 1.672(b) for its
case-in-rebuttal. Pages of affidavits and
deposition transcripts served under this
paragraph and any new exhibits served
therewith shall he assigned sequential
numbers by the party in the manner set
forth in § 1.672(b)......The [motion]
~estimonyshall be accompanied by a
paper which specifi...... [shall specify]
with particularity the exact testimony to
be used and ~demonstrate"'"[shall
demonstrate] its relevance.

(b) [Any objection to the admissibility
of the testimony of the witness shall be
made in an opposition to the motion.
See also] ~Unless otherwise ordered
by an administrative patent judge, any
written objection by an opponent to the
paper or the admissibility of the
testimony filed under this section shall
be filed no later than the date set by the
administrative patent judge for the
opponent to file any objections under
§ 1.672(c) to affidavits submitted by the
party under § 1.672(b). An opponent
who fails to chellenge the admissibility
of the testimony on a ground that could
have been raised in a timely objection
under this paragraph will not be entitled
to move under § 1.656(h) to suppress the
evidence on that ground, Ifan opponent
timely files an objection, the party may
respond with a supplemental affidavit
and supplemental official records and
printed publications. which must be
filed together with any supplemental
evidence filed by the party under
§ 1.672(c) or, if the party does not file
any supplemental evidence under
§ 1.672(c), no later than the dale set by
an administrative patent judge for the
party to file supplemental evidence
under § 1.672(c). No objection to the
admissibility of the evidence contained
in or submitted with a supplemental
affidavit shaUbe made, except as
providedb~ § 1.656(h). ~The pages
of supplemental affidavits and the
exhibits filed under this section shall be
sequentially numbered by the party in
the manner set" forth in § 1.672(c). The
supplemental affidavits and exhibits
shaU be accompanied by an index of
witnesses and an index of exhibits of
the type required by § 1.672(b).

(c) Any request by an opponent to
cross-examine on oral deposition the
affiant of an affidavit or supplemental
affidavit submitted under paragraph [a]

F29

or (b) of this section.shall be filed no
later than the date set by the
administrative patent judge ior the
opponent to file 8 request to cross­
examine an affiant with respect to an
affidavit filed by the party under § 1.672
(b) or (c). If any opponent requests
cross-examination of an affiant.the
party shall file a notice of deposition for
a reasonable location within the United
States under § 1.673(e) for the purpose
of cross-examination by anyopponent.
Any redirect and recross shall take place
at the deposition. At any deposition for
the purpose of cross-examination of a
witness, the party shall not be entitled
to rely on any document or thing not
mentioned in one or more of the
affidavits filed under this paragraph,
except to the extent necessary to
conduct proper r¢Jrect. The party who
gives notice of a deposition shall be
responsible for providing a translator if ,
the witoess does not testify in Engllsh, '
for obtaining a court reporter and for
filing a certified transcript of the
deposition as required by § 1.676.
Within 45 days of the close of the period
for taking cross-examination. the party
shall serve (but not file) a copy of each
deposition transcript on each opponent
together with copies ofany additional
documentary exhibits identified by the
witness during the deposition. The
pages of deposition transcripts and
exhibitsserved under this paragraph
shaU be sequentially numbered by the
party in the manner set forth in
§ 1.672(d). The deposition transcripts
shaU be accompanied by an index of the
names of the witnesses, giving the, ,.
number of the page where cross­
examination, redirect and recross of
each witness begins, and an index of
exhibits of the type specified in
§1.672(b) ......

. 69. Section 1.684 is proposed to bll
deleted and redesignated as "Reserved,"
as follows: .

§ 1.684 ~Reserved."" [Testimony Ina
foreign country]

(a) An examiner-in-chief may
authorize testimony of a witness to be
taken tn a foreign country. A party
seeking to take testimony in a foreign
country shall, promptly after the
testimony period is set. file a motion
(§1.635):

(1) Na..ning the witness.
(2) Describing the particular facts to

which it is expected that the,witness
will testify.

(3) Stating the grounds on which the
moving party believes that the witness
will testify.

(4) Demonstrating that the expected
testimony is relevant.
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72. Section 1.688 is proposed to be
amended by revising paragraphs (a) and
(b) and adding a new paragraph (c) to
read as follows:

§ 1.688 Use of discovery.
(a) Ifotherwise admissible. party

may introduce into evidence, an answer
to a written request for an admission or
an answer to a written interrogatory
obtained by discovery under § 1.687 by
filing. copy 0 f the request for
admission or the written interrogatory
and the answer. If the answer relates to
a party's case-in-chief, the answer shall
be [filed prior to the close of testimony
of the party's} ~served together with
any affidavits served by the party under
§ 1.672(b) forits case-in-chief or, if the
party does not serve any affidavits
under § 1.672(b) for its case-in-cbief, no
later than the date set by an
administrative patent judge for the party
to serve affidavits under § 1.672(b) for
its.... case-in-chief If the answer relates
to the party's rebuttal. the [admisslon
or} answer shall be [filed prior to the
close of testimony of the party's}
"'served together with any affidavits
served by the party under § 1.672(b) for
the its case-in-rebuttal or, if the party
does not serve any affidavits under
§ 1.672(b) for its case-in-rebuttal, no
later than the date set by an
administrative patent judge for the party
to serve affidavits under § 1.672(b) for
its-<l case-in-rebuttal.

"'(b)--oll Unless otherwise ordered by
an ....drninistrative patent judg......
Iexamtner-tn-chiefl, any written
objection to the admissibility of an ,
answer shall be filed [within 15.days of
service of the answer.] Puo later than
the deie set by the administrative patent
judge for the opponent to file any
objections under § 1.672(c) to affidavits
submitted by the party under § 1.672(b).
An opponent who fails to challenge the
admissibility of an answer on a ground
that could have been raised in a timely
objection under this paragraph will not
be entitled to move under § 1.656[h) to
suppress the evidence on that ground. If
an opponent timely files an objection,
the party may respond with
supplemental affidavits, which must be
filed together with any supplemental
evidence filed by the party under
§ 1.672(c) or, if the party does not file
any supplemental evidenca under
§ 1.672(c), no later than the date set by
an administrative patent judge for the
party to file supplemental affidavits
under § 1.672(c). No objection to the
admissibility of the evidence contained
in or submitted with a supplemental
effidavit shall be made, except as
providedb~ § 1.656(h). "'The pagas
of supplemental affidavits and the•

•

•

•

•

•

•

•

•

(c) Upon a motion (§ 1.635) brought
by a party within the time set by an
"'administrative patent judge....
[examiner-in-chieO under § 1.651 or
thereafter as authorized by § 1.645 and
upon a showing that the interest of
justice -so requires. an "administrative
patent judge.... [examiner-in-chieO may
order additional discovery. as to matters
under tha control of a party within the
scope of the Federal Rules of Civil
Procedure. specifying the terms and
conditions of such additional discovery.
~Sce § 1.647 concerning translations of
documents in a foreign language.~

(7) The officer is not disqualified
under § 1.674. .

(d) If the parties agree in writing, the
testimony may be taken before the
officer on oral deposition.

(e) A party taking testimony in a
foreign country shall have the burden of
proving that false swearing in the giving

: oftestimony is punishable as perjury
.under the laws of the foreign country.
Unless false swearing in the giving of
testimony before the officer shall he
punishable as perjury under the laws of
the foreign country where testimony-is
taken. the testimony shall not be
entitled to the same weight as testimony
taken in the United States. The weight
of the testimony shall be determined in
each case.] ,

70. Section 1.685 is proposed to be .
amended by revising paragraphs (d) and
(e) to read as follows:

§ 1.685 Errors and IrregularltlesIn
deposltlons.

. (5) Demonstrating that the testimony
cannot be taken in this country at all or
cannot be taken in this country without
hardship to the moving party greatly
exceeding the hardship to which all
opposing parties will be exposed by the
taking of the testimony in a foreign
country.

(6) Accompanied by an affidavit
stating that the motion is made in good
faith and not for tha purpose of delay or
harassing any party. ,.

(7) Accompanied by-written
interrogatories to be asked of the
witness.

(b) Any opposition under § 1.638(a)
shall state any objection to the written
interrogatories and shall include any
cross-interrogatories to be asked of the
witness. A reply under § 1.638(b) may
be filed and shall be limited to stating
any objection to any cross­
interrogatories proposed in the
opposition. _

(c) If the motion is granted. taking of
the tastimony abroad must be completed •
within the testimony period set under (d) An objection to the "'deposition
§ 1.651 or within such time as may be on any grounds. such as the ....
set by the Examiner-In-Chief The competency of. witness. admissibility
moving party shall be responsible for of evidence, manner of taking the
obtaining answers to the interrogatories deposition. the form of questions and
and cross-interrogatories before an answers. any oath or affirmation. or
officer qualified to administer oaths in conduct of any party at the deposition
the foreign country under the laws of .......... is waived unless an objection is

, the United Statas or the foreign country. made on the record at the deposition
Tha officer shall prepare a transcript of stating tha specific ground of objection.
the interrogatories, cross-interrogatories. Any objection which a party wishes
and recorded answers to the considered by the Board at final hearing
interrogatories and cross-interrogatories shall be included in amotion to
and shall transmit the transcript to Box suppress under § 1.656(h).
Interference, Commissioner of Patents (e) Nothing in this section.precludes
and Trademarks. Washington. D.C. taking notice of plain errors affecting
20231, with a certificate signed and substantial rights although they were
sealed by the officer and showing: not broughtto the attention of an

'(1) The witness was duly sworn by ~administrative patent judge....
the officer before answering the [examiner-in-chiefl or the Board.
interrogatories and cross-interrogatories. 71. Section 1.687 is proposed to be

(2) The recorded answers are a true amended by revising paragraph (c) to
record of the answers given by the read as follows:
'witness to the interrogatories and cross-
interrogatories. § 1.687 Additional discovery.

(3) The name of the person by whom._ * * * * *
the answers were recorded and. if not
recorded by the officer. whether the
answers were recorded in the presence
of the officer.

(4) The presence or absence of any
party.

(5) The place, day. and hour that the
answers were recorded.

(6) A copy of the recorded answers
was read by or to the witness before the
witness signed the recorded answers
and that the witness signed the recorded
answers in the presence of the officer.
The officer shall state the circumstances
under which a witness refuses to read
or sign recorded answers.
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shall be governed by lbe provisions of
Title 9. United States Code. The parties
must notify lbe Board in writing "Oflbeir
intention to arbitrate. An agreement to
arbitrate must be in writing, specify the
issues to be arbitrated. the name of the
arbitrator or a date not more than thirty
(30) days after lbe execution of lbe
agreement for lbe selection of the
arbitrator, and provide lbat the
arbitrator's award sball be binding on
the parties and lbat judgment thereon
can be entered by the Board. A copy of
lbe agreement must be filed wilbin
twenty (20) days after its execution. The
parties sball be solely responsible for
lbe selection of lbe arbitrator and the
rules for conducting proceedings before
lbe arbitrator. Issues not disposed of by
lbe arbitration will be resolved in
accordance with the procedures
established in 37 CFR,Subpart E of Part
1, as determined by' lbe
~dministrative patent judge.....
[examiner-in-chief].

"[b) An arbitration proceeding under
this section shall be conducted within
such time as maybe authorized on a
case-by-case basis by an
~administrative patent judge ....
[examiner-in-<:bief].

(c) An arbitration award will be given
no consideration unless it is binding on
the parties, is in writing and states in a
clear and definite manner (1) the issue
or issues arbitrated and (2) lbe
disposition of each issue. The award
may include a statement of lbe grounds
and reasoning iIi support thereof, Unless
olberwise ordered by an .
~administrativepatent judge.....
[examiner-in-chief], lbe parties shall
give notice to the Board ofan arbitration
award by filing within twenty (20) days
from lbe date of the award a copy of the
award signed by lbe arbitrator or
arbitrators. When an award is timely
filed, lbe award shall, as to lbe parties
to the arbitration, be dispositive of lbe
issue or issues to which it relate-so

exhibits filed under this section shallbe
sequentially numbered by the party in
the manner set forth in § 1.672(c). The
supplemental afiidavits and exhibits
shall be accompanied by an index of
witnesses and an index of exhibits of
lbe type required by § 1.672(b),

(c) Any request by an opponent to
cross-examine on oral deposition the
affiant of a supplemental afiidavit
submitted under paragraph (b) of this
section shall be filed no later tban lbe
date set by lbe administrative patent
judge for the opponent to file a request
to cross-examine an affiant.with respect
to an affidavit filed by the party under
§ 1.672(b) or (c). If any opponent
requests cross-examination of an affiant,
the party shall file a notice of deposition
for a reasonable location witBin the
United States under § 1.673(e) for lbe
purpose of cross-examination by any
opponent. Anyredireet and recross
shall take place at lbe deposition. At
any deposition for the purpose of cross­
examination of a witness, the party shall
not be entitled to rely on any document
or thing not mentioned in one or more
of the affidavits filed under this
paragraph, except to the extent
necessary to conduct. proper redirect.
The party who gives notice of a
deposition shall be responsible for
providing a translator if the witness
does not testify in English. for obtaining
a court reporter and for filing a certified
transcript of lbe deposition as required
by § 1.676. Within 45 days of lbe close
of the period for taking cross­
examination, the party shall serve (but
not file) a copy of each deposition
transcript on each opponent together
wilb copies .of any additional
dOCU1Dentary exhibits identified by lbe
witness during the deposition. The
pages of deposition transcripts and
exhibits served under this paragraph
shall be sequentially numbered by the
party in the manner set forth in
§ 1.672(d). The deposition transcripts
sball be accompanied by an index of lbe
names of the witnesses. giving the
number of the page where cross­
examination, redirect and recross of
each witness begins. and an index of
exhibits of lbe type specified in
§1.672(b)......

[(b)) r>-(dJ-<lA party may not rely.
,upon any other matter obtained by .
discovery unless-It is introduceti into
evidence under this subpart.

73. Section 1.690 is proposed to be
amended by revising paragraphs (a). (b)
and (c) to read as follows:

§ 1.600 Arbitration of Interferences.
(a) Parties to a patent interference may

determine the interference or any aspect
thereof by arbitration. Such arbitration

• • • •

ENVIRONMENTAL PROTECTION
AGENCY

40 CFR Part 52

[MA-29-C1~7; A-1-FRL~

Approval and Promutqation of Air
Quality Imp!ementatlon Plans;
Massachusetts; Amendment to
Massachusetts' SIP (for Ozone and for
Carbon Monoxide) for Establishment
of a South Boston Parldng Freeze

AGENCY: Environmental Protection
Agency (EPA).
AcnoN: Proposed rule.

SUMMARY: EPA is proposing to approve
a State Implementation Plan (SIP)
amendment submitted by lbe
Commonweallb of Massachusetts, The
intent of the SlP amendment Is to effect
adecrease in vehicle miles travelled
(VMTJ and motor vehicle emissions by

• controlling lbe growth of parking spaces
in the Soulb Boston neighborhood of
Boston and balding automobile usage to
levels within the practical capacity of
lbe local street network. Vehicular
emissions of carbon monoxide,
bydrocarbons and nitrogen oxides will
be reduced compared with their
expected levels if parking is not
constrained. These pollutants contribute
to the carbon monoxide and ozone air
pollution problems in lbe Boston
urbanized area. This SIP revision adds
the South Boston Parking Freeze Area to
ongoing parking management plans in
lbe Metropolitan Boston Area. Tbe
intended effect ofthis action is to. •
propose approvaLof lbe cbanges to
Massachusetts' SIP. This action.is being

• taken under section 110 oflbe Clean Air
Act.
OATES: Comments must be received on
or before November 2. 1994. '.
ADDRESSES: Comments may be mailed to
Linda M. Murphy, Director, Air.
Pesticides and Taxies Management
Division. U.S. Environmental Protection
Agency, Region I.)FK Federal Bldg.•
Boston, ~\ 02203. Copies of the State
submittal and EPA's technical support
document are available for public
inspection during normal business
hours. by appointment at the Air.
Pesticides and Taxies Management
Division. U.S. Environmental Protection
Agency, Region I. One Congress Street.
10th floor. Boston, MA and Division of
Air QIlality Control, Department of
Environmental Protection. One \-\iinter
Street, 8th floor. Boston. MA 02108.
FOn FURTHERlHFORfAAnON CCNTAc;:
Donald O. Cooke, (617J 565-3227.
SU?PLEI1.ElITARY INFORl.lATlON: On July
30. 1993. the Massachusetts Department


