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signed the response. An inmate who is

not satisfied with the Regional

Director’s response may submit an

Appeal on the appropriate form {BP-11)

10 the General Counsel within 30

calendar days of the date the Regicnal
Director signed the response, When the
inmate demonstrates a valid reason for
delay, these time limits may be
extended. Valid reasons for delay
" include those situations described in
. §542.14(b} of this part. Appeal to the

Cenerzal Counsel is the final
administrative appeal.

{b} Form. (1) Appeals to the Regional
Director shall be submitted on the form
designed for regional Appezls (BP-10)
and accempanied by one complete copy
or duplicate original of the institution
Fequest and response. Appeals to the

neral Cournsei shall be submitted on
- tke form designed for Centrz] Offics
~ Appeals (BP-11) and accompanied by
‘vne conipiele cepy or duplicate original
- of the institution and regional filings
- and their responses. Appeals shall state
specifically the reasen for appeal.

(2) An inmate may ot raise in an
Appeal issues not raised in the lewer

_level filings. An inmate may not
combine Appeals of separate iower level
responses (different case numbers} into

* asingle Appeal.

* [3) An inmate shall complete the
appropriate form with all requested
identifying information and shall state
the reasons for the Appeal in the space
provided on the form. If more space is
needed, the inmate may use up to one
letter-size (8%2"x11”] continuation page.
- The inmate shall provide two additional

copies of any continuation page and

exhibits with the regional Appeal, and
three additional copies with an Appeal
1o the Central Office (the inmate is also

- to provide copies of exhibits used at the
prior tevel{s) of appeal). The inmate

" shall date and sign the Appeal and mail

it to the appropriate Regional Director,
if 2 Regional Appeal, or to the Nationsl

Inmate Appeals Section, Office of

General Counsel, if a Central Office

Appeal {see 28 CFR part 501 for

addresses of the Centra] Office and

Regional Offices).

§542.16 Kssislance.

(a) An inmate may obtain assistance
from anocther inrmate aor from institution
staff in preparing a Rzquest cr an
Appeal. An inmate may also obtain
assistance from outside sources, such as
fanily members or attorneys. However,
_ 1o person may submit a Request or
Appeal on the inmate's behalf, and
obtaining zssistance will not be
considersd & valid reason for exceeding
a time limit for submission unless the
delay was caused by staff.

(b) Wardens shall ensure that -
assistance is available for inmates who
are illiterate, disabled, or who are not
funcuonally literate in English. Such
assistance includes prm ision of
reasonable accommodation in order for
an inmale v.u..x 2 disabilily to prepare
and process a Rayirest or an Appeal.

§542.17 Resubmission.

fa) Rejections. The Coordinator at any
evel (COM, institution, region, Central
Office) may reject and return to the
inmate without response a Request or an
Appeal that is written in a manner that
is obscene or abusive, or does not meet

other requirement of this part.

} Notice. When a submission is
rejected, the inmate shall be provided a
wTitten notice, signed by the
Administrative Remedy Coordinator,
explaining the reason for rejection. If the
defect on which the rejection is based is

correctable, the notice shell inform the

inmate of & reasonable time extension
within which to correct the defect and
resubmit the Request or Appeal.

(¢} Appeal of refections. When a
Request or Appeal is rejected and the

_inmale is not given an opportunily to

correct the defect and resubmit, the
inmate may appeal the rejection,
including a rejection on the basis of an
exception as described in §542.14(d), to
the next appeal level. The Coordinator
et that level may affirm the rejection,
may direct that the submission be
accepted at the lower level {either upon
the inmate's resubmission or direct
return to that lower level), or may
accept the submission for filing. The
inmate shall be informed of the decision
by delivery of either a receipt or
rejection notics.’

§542.18 Responsa time.

If accepted, 2 Request or Appeal is
considered filed on the date it is logged
into the Administrative Remedy Index
as received. Once filed, response shall
be made by the Warden or CCM within

. 20 calendar days; by the Regionz]

Directar within 30 calendar days; and
by the General Couxsel within 40
calendar days. If the Request is
determined to be of an emergency
nature which threstens the inmate’s
immediate health or welfare, the

"Warden shall respond not later thea the

third calendar day after filing. If the
time period for response to a Request or
Appeel is insufficient to make an
appropriate decision, the time for
response may be extended once by 20
days at the institution level, 30 davs et
the regional level, or 20 days at the
Cenfral Office. Staff shall inform the
inmate of this extension in writing. Staf{
shall respond in writing to all filed

FO1

Requests or Appeals. If the inmate does
not.receive a response within the time
allotted for reply, includirg extension,
the inmate may consider the absence of
a response to be a denial at that level.

§532.18 Access toindexes and
résponses.

Inmates and members of the public
may request access to Administrative
Remedy indexes and responses, for
which inmate names and Register
Numbers have been removed, as
indicated below. Each institution shall
maoke available its index, and the
indexes of its regional office and the
Central Office. Each regional office shall
make available its index, the indexes of
ell institations in its region, and the
index of the Central Ofiice. The Central
Office shall make available its index and
the indexes of all institutions and
regional offices. Responses may be
requested from the location where they
are maintained and must be identified
by Remedy ID.number as indicated on
an index. Copies of indexes or responses
may be inspected during regular office
hours 2t the locations indicated above,
or may be purchased in accordance with
the regular fees established for copies
furnished under the Freedom of
Information Act {(FOIA)

[FR Doc. 94-24362 Filed 9-30~94; 8:45 am}
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DEPARTMENT OF COMMERCE
Patent and Trademark Qffice
a7 CFR Pant 1

[Docket No. 940868-42638]
RIN 0651-AA71

Patent Appeal and Interference -
Practice

AGENCY: Patent and Trademark Office,
Commerce..
ACTION: Notice of proposed rulemaking.

suUMrARY: The Patent and Trademark
Office proposes to amend the rules of
practice in patent cases, part 1 of title
37, Code of Federal Regulations, relating
to patent appeal and interference
proceedings. The propaosed changes
include amendments to conform the
interference niles to 35 U.S.C. 104 as
amended by Public Law 103-182, 107
Stat. 2057 (1993) (North American Free -
Trade Agreement Implementation Act)
znd a mumber of clarifving and
housekeeping amendments.

DATES: Written comments must be
submitted no later than November 30,
1994. A public hearing will be held on
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December 7, 1994. Requests to present
_oral testimony must be received no later
than December 2, 1954,
ADDRESSES: Address written comments
10 Board of Patent Appeals and
Interference. P.O. Box 15647, Arlington,
Virginia 22215, marked to the attention
of Fred E. McKelvey. Written comments

- will be avajlable for public inspection in

_the interference copy room, which is

- located on the 10th floor of Crystal

Gateway 2, 1225 Jefferson Davis

.. Highway, Arlington, Virginia.

~ FOR FURTHER INFORMATION CONTACT:
Fred E. McKelvey by telephone at {703)
6033320 or by mail marked to the

- attention of Fred E. McKelvey at P.O.

Box 15647, Arlington, Virginia 22215.

" SUPPLEMENTARY INFORMATION:

L Amendments Responsive to Adoption
of Public Law 103182

~ Several of the proposed amendments
1o the interferefice rules {i.e., 37 CFR
"1.601 et seq.) are responsive 10 Public
Law 103182, 107 Stat. 2057 (1993}
(North American Free Trade Agreement
Implementation Act), which amended
35 U.5.C. 104 to permit reliance on-
activities occurring in a “NAFTA
country™ to prove a date of invention.
Paragraph (b) of § 104 as amended states
* that “the term ‘NAFTA country* has the
meaning given that term in section 2(4}
-of the North American Free Trade :
‘Agreement Implementation Act.” That
- section of Public Law 103-182 has been
_ codified at 19 U.S.C. 3301(4), which
* reads: :
{4) NAFTA Country
- Except as provided in section 3332 of this
title, the term “NAFTA country” means— -

{A) Canada for such time as the [North
; Arrcerican Free Trade] Agreement is in force -

with respect to, and the United States applies-

the Agreemen! to, Canada; and

- -{B) Mexico for such time as the Agreement
- is in force with respect to, and the United
- States applies the Agreersent to, Mexico.

" Alccordingly, it is proposed to amend 37 .

CFR 1.601 by adding 2 new paragraph

... (1] defining the term “NAFTA country”
" and “non-NAFTA country™ and to

.. amend the following interference rules,

which set forth the requirerents for

preliminary statements, sa as to permit

" reliance oa activities occurring in a

. NAFTA country: §§1.622(b), 1.6231a).

1-624{a} and 1.628(b){2).
37 CFR 1.684, which relates to the

' ~ taking of testimony in a foreign country,

is proposed to be deleted and reserved

in view of proposed amendments to

§51.571 and 1.672. Section 1.671 is

proposed to be ainended by

redesignating paragraph (k) as

. .paragrapk (i) and adding new
paragrapbs (h) and (j). New paragraph

. serve objections stating with

fh) would set forth the requirements for

a motion § 1.635 to cornpel testimony or

the production of documents or things
in a foreign country. New paragraph (i)

" 'would provide that the weight to be

given testimony taken in a foreign
country will be determined on a case-
by-case basis. Little, if any, weight
would be given to testimory taken in a
foreign country unless the party taking
the testimeny proves by clear and
convincing evidence (1) that giving false
testimony in an interference proceeding
is punishable as perjury under the laws
of the foreign country where the
testimony is taken and (2) that the
punishment in a foreign country for
giving such false testimony is similar to

‘the punishment for perjury comritted

in the United States. The proposed
amendments to § 1.672 include
amending paragraphs (a) and {(b),
redesignating current paragraphs (¢)
through (f} as paragraphs {e) through (h)
and adding new provisions identified as
paragraphs {(c) and (d}. Paragraph (a) as
proposed 1o be amended would limit &
party’s case-in-chief testimony to

. affidavits, except where testimony is to

be compelled under 35 U.S.C. 24 or

--compelled from & party or in a {oreign

country. New paragraph (c} would
provide that where an opponent objects

_to the admissibility of any evidence
_contained in or submitted with an

affidavit, the opponent must file and

particularity the nature of the objection,

- to which the party mey respord by
.- filing supplemental affidavits and -
-supplemental official records and
. printed publications. New paragraph [c}
- further would provide that any
* objections to the admissibility of any
‘evidence contained in or submitted with.
. -asupplements! affidavit shall be by a

motion to suppress wider §1.656{h).
New paragraph (d} of § 1.672 would
require any cross-examination of
affiants to be by deposition within the
United States, which is defined in ‘
current § 1.601(p} as the United States of

America, its territories and possessions. -

New paragraph (d} of § 1.672 would
require that the party whose witness is

. to be cross-examined notice the

deposition under § 1.673{e}, obtain a
court reporter and provide a translator
of the witness will not testify in English.
Although not-set forth in the proposed
rules, any party attending the deposition
can bring its own transtator or the

_parties can agree to share the cost of

single mutually agreeable translator.
Paragraphs (g] and (h) of §1.671 as
proposed to be amended would provide:
that & party seeking to compel testimony
or preduction of documents or things

F02

pursuant to 35 U.5.C. 24 or to compel
testimony or production from a party or
in a foreign country would have to Brst
file a § 1.635 motion to obtain

. permission from an administrative

patent judge. A motion to compel
testimony or the production of

documents or things in a foreign

country would have to show that the
witness has been asked to testify in the
United States and has refused to de so
or that the individual or entity having
possession, custedy, and control of the

- document or thing has refused to

produce the document or thing in the
United States, even though the moving
party has offered to pay the expenses
involved in bringing the witness or the

document or thing to the United States.

When permission has been obtained
from the administrative patent judge,
the party, after also complying with the
current requirements for an oral
conference (§ 1.673{g}} and service of
documents and a proffer of access to
things (§ 1.673(b}), would be required to
notice the deposition under § 1.673{a).
Section 1.616 is proposed to be
amended by adding a paragraph (c)
stating that to the extent thst any
information, under the contred of an

" individual or entity located in a NAFTA

country concerning knowledgeruse, or

- other activity relevant to proving or

disproving a date of invention has been

. ordered to be produced by an
.- administrative patent judge or the Board
+(§ 1.671(h}), but is not produced for use

in the interference to the same extent as
such information could be made
available in the United States, the
administrative patent judge or the Board
shall'draw such adverse inferences as
may be appropriate under the

. circumstances, or take such other action
; permitted by statute, rule, or regulation,

in favor of the party that requested the

information in the interference,

including impasition of appropriate’

" sanctions under § 1.616(al.

Section 1.647, which currently
requires a party who relies on a non-

- English language document to provide

an English-Janguage translation and an

--affidavit attesting to its acouracy, is
-proposed to be amended to extend these

requirements to non-English language

- documents that a party is required 1o

produce via discovery (see § 1.671(h)).
II. Attorney Fees and Expenses
Section 1.616 is proposed to be

“amended by redesignating current

paragraphs {a) through (e} &s paragraphs

~ {a){3) through {a}(4} and (a)(6) and

adding new paragraphs (a){3) and {b).

‘New paragraph (a)(5) would authorize

the award of compensatory (as opposed
to punitive) expenses and/or attorney
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* fees as a sanction for failing to comply
with the rules or an order, since there

"are occasfons when such a sanction
would be more commensurate in scope
with the infraction than the sanctions
that are currently authorized. New
paragraph {b} would authorize the
imposition of a sanctien, including a

. -sanction in the form of compensatory

- expenses and/or ettomey fees, against a
. party for taking or maintaining a
- - frivolous position. :

IIL. Certificates of Prior Consultation

. Paragraph (b} of § 1.637 curreatly
. requires that a miscellaneous motion
under § 1.635 conlain a certificate
stating ihat the moving party has
. conferred with all opponents in a good
" faith effort to resolve by agreement the
_issues raised by the motion and
_“indicating whether any other party
plans to oppose the motion. It is
proposed to amgnd paragraph (b} to
-extend the requirement for such a
.certificate to motions filed under
-§§1.633 and 1.634 and zlso to require
the certificate to indicate that the
reasons and facts in support of the
- motion were discussed with each
opponent and, if an opponert has -

indicated that it will oppose the motion,

to identify the issues and/or facts
believed to be in dispute. The proposed

*-:requirement for consultation should

result in a reduction in the pumber of

. “issues raised by motions under §1.633
~and 1.634 as well as a reduction in'the

-number of motions ﬁled ender those

-_rules

1V. Service of a “Developing Record™

- - In addition to the amendments to

§1.672 discussed above under the

- heading "Amendments responsive to
. 2doption of Public Law 103-182," it is

. proposed to amend §§1.672, 1.682,

1.683 and 1.638 to require each party to
- serve on each opponenta “developing
" record” that will evolve into the record
required to be filed under §1.653.
Specifically, in §1.672, it is proposed to
:* amend paragraph {b) to provide thata "

" pariy presenting testimony of a witness™

by afftdavit shall, no later than the time

- sel by the administrative patent judge

- for serving affidavits; file [whick
_includes serve) the affidavit, whather it

- - _is e new affidavit or an affidavit that

was previously filed by that party

du—mg ex parte prosecution of an

apgexcanon or under § 1.608 or 1.639(b)-
ctions 1.682, 1.683 and 1.688 are

“ proposed to be amended to perailel the

proposed amendments to § 1.672.

Snecifically. paragraph (a) of §1.692 as

- ‘proposed to be amended would provide
- to be accompanied by an index briefly
describing the nature of each exhibit .

that a party may introduce into
- evidence, if otherwise admissible, 2n

official record or printed publication not

_identified in an affidavit or on the

P ] L ETase]

record during an oral depositdon of a
‘witness, by filing (which includes
serving) a copy of the official record or

publication no later than the time set for -

Hling affidavits under §1.672(b},
thercby dispensing with the current
reguirement to file a notice of intent to

rely on the official record or printed

publication. In § 1.653, paragraph {a}as
proposed to be amended would provide
that a party may introduce into
evidence, if otherwise admissible,
testimony by affidavit er oral deposition
from another interference, proceeding,
or action involving the same parties by
filing (which includes servizng) a copy of

- the affidavit or a copy of the depositian

transcript no later than the time set for
filing affidavits under § 1.672(b),
thereby dispensing with the current

requirement for a party to file a motion .-
- under § 1.635 for leave to rely on such

- testimony. Seclicn 1.683 as proposed to
.. be amended would provide that, if

" otherwise admissible, a party may

introduce into evidence an answer toa
written request for an admission or an
answer to a written interrogatory

obtained by discovery under § 1.687 by

filing a copy of the request for

-admission or the written interrogatory

and the answer no later than the time
set for filing affidavits under § 1.672(b).

“Thus, all evidence filed under §§1.672,

1.682, 1.683 and 1.688 that relates to a

- . party’s case-in-chief should be filed

together no later than the date set by an
administrative patent judge for the party
to serve affidavits under §1.672(5) for

. “ils case-in-chief and all evidence under

those sections that relates to the party’s

rebuttal sheuld be filed no later then the
:* . date set for the party to serve a{fidavits. .
~under § 1.672{b) for its case-in-rebuttal.

- The pages of all affidavits and
deposition transcripts wouid be
required to bave sequentiel numbers

" “that would also serve as the record page

numbers for the affidavits and

*transcripts inthe party’s record when it

is filed under § 1.653. Likewise, the
exhibits identified in the affidavits and

“-deposition transcripts and any official

records and printed publications served
under § 1.682(a) would be required to

- have sequential numbers which would.

serve as the exhibit numbers when the

- exhibits are filed with the party's
~'record. Affidavits and § 1.683{3}
testimony would have to be

zccompanied by an index giving the
name of esch witness and the number
of the page where the testimony of each
witness begins. The exhibits would have

F03

and giving the number of the page of
affidevit or § 1.683{a) testimony where

cach exhibit identified in an affdavit or
€ala SXAIol IGONIIIICT anataVii OF

during an oral depos:uon is ﬁrsl
identified and offered into evidence.

An opponent who objects to the
admissibility of any evidence filed
under §§ 1.672{b}, 1.682(b}, 1.663{a) and
1.688(a) would have to file objections
under §§ 1.672{c), 1.682(c), 1.683({b} and
1.688(b) no later than the date set by the
administrative patent judge for filing
objections to aftidavits under paragraph
§1.672(c). An opponent who fails to

.. challenge the admissibility of the

evidence on.a ground that could kave

‘been raised in a timely objection under
'§§1.672(c), 1.682(c}, 1.683(bj or 1.638(b)

would not be permiued to move under
§ 1.656(h) 10 suppress the evidence en

~..that ground. If an oppenent timely files

an objection to evidence filed under -
§§1.672(b), 1.682(b), 1.683(a} or
1.688(a), the party may respond by filing

- supplemental affidavits and, in the case

of objections to evidence filed under

.. §51.672(1), 1.682(b) and 1.683(a}, may
. also file supplemental official records

and printed publications. No objection
to the admissibility of supplemental
evidence shall be made, except as
previded by § 1.656(h). The page
numbers of the supplemental affidavits
would be sequentially numbered

: beginhing with the number following

the last page number of the testimony

served under §§ 1.672(b), 1.683(a) and
"1.688(a). Likewise, any additional

exhibits identified in the supplemerial
affidavits and any supplemental official
records and printed publications would

" be given sequential numbers beginning

with the nureber following the last

-number of the previously identified

exhibits. After the time expires for filing
objections and supplemental affidavits,

.. or ezrlier when appropriate, the .

administrative patent judge would set a
time within which any opponent may
file a request to cross-examine an affiani
on oral deposition.

. M any opponent requests cross-
examination of an zffiant, the party shall
notice a deposition at a reasonsble -
location within the United States under
§1.673(e} for the purpose of cross-
examination. Any redirect and recross
shall take place at the deposition.

-Within 45 days of the close of the period

for taking cross-examination (§1.678 is

_ proposed 1o be emended to change the
““time for filing certified transcripts from
" '35 davs to 30 days), the party would

sérve (but not file) a copy of each
deposition transcript on ezch opponent
together with copies of any additional
documentary exhibits identified by a
witness during a deposition. The pages
of the transcripts served uader this’
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paragreph and the accompanying open to the public, interferences effective filing date of an application is

. exhibits would be sequentally

numbered in the manner discussed

. above. The deposition transcripts would
be accompanied by an index of the
names of the witnesses, giving the
number of the page where cross-
examnication, redirect and recross of
each witness begins, and an index of

. exhibits of the type specified in

. §1.872(b). At this point in tine, the |

- opponent will have been served with all
of the testimony that will appear in the
party’s record (with the same page

- - numbers) as well as all of the

.. documentary exhibits that will

" . accompany the record {with the same ..

-. exhibit numbers). : .
Since the proposed amendments to

.+ .§1.872 would require a party, during its -
~ " testimony period, to file all affidavits on

which it intends to rely at final hearing,

it is proposed to delete as unnecessary *°.

" paragraph (¢} of § 1.671, which requires’
..a party to give notice of intent to rely
on an affidavit filed by that party during
.ex parte prosecution of an application
- or an affidavit under § 1.608 or 1.639(b).

V. Withdrawal of Previous Notices

-, housekeeping amendments proposed i
.. part VI below originally appeared in the
- ..game or similar form in two previous

5 “notices of proposed rulemaking, which -

‘are hereby withdrawn:
2o (a) RIN: 0651-AA53—""Patent
. Interference Practice—Notice of
.. Proposed Rulemaking,” 57 Fed. Reg.
.2698 {Jan. 23, 1992), reprinted in 1135
. Off. Gaz. Pat. Office 37 {Feb. 11, 1992};
- and
.- {b) RIN:0651-AAB6—"Patent
.. Interference Practice—Separate
" Patentability of Claims,” 58 FR 39704

| -(July 26, 1993), reprinted in 1153 Off.

Gaz Fat. Office 59 {Aug. 17, 1993).

_ VI. Miscellaneous Amendments -

) Throughout the rules, the term

... “examiner-inchief has been replaced .
.. by administrative patent judge” to

. teflect the change in the title of the

" members of the Board. See

- Commissioner's Notice of October 13,
..1993, published as “New Title for
- Examiners-in-Chief,"” 1156 Off. Gaz. Pat.

. .. Office 332 (Nov. 9, 1993} o

In §1.13, it is proposed to amend

paragraph (e) to allow access to the file

" onan interference involving a reissue
application once the interference has
terminated or an award of priority or
judgment has been entered as to all
counts. Although it was intended that
the public have access to any

 interference that involves a case which

' is open to the public and §1.11{b)

provides that a reissue application is

.contents of the brief of an appellant for
. final hearirg in an ex parte appeal, it is
" proposed to amend paragraph (2} in

.. related cases.

-.amended in several ways. Paragraph (f}
-as proposed to be amended would ‘

- sufficiently broad as to encompass the

involving reissue applications were
inadvertently not included in curfent

§1.11(e).

In §1.192, which specifies the

three respects. The first proposal is to
simplify the language used to referto a
brief filed by an applicant who is not
represented by a registered practitioner.
The second is to delete the requirement
that such a brief be in substantial
compliance with the requirements of

- paragraphs (¢} (1}. (2), (6) and (7).

because experience has shown that it is
better to evaluate such briefs on a case-
by-case basis. The third is to codify the
“good cause” standard that is currently
used to determine whether the Board

"will consider any arguments or
-authorities not ineluded in the brief It
* is proposed to make clarifying '

amendments to paragraphs (c). {c)(5)
and (c){5Mii), to redesignate current
paragraphs {c)(1) through (c}{7) as
paragraphs (c)(3) through (c}(9), and to

. 'add new paragraphs {c}{1} and (c](2) that -
. - _ .~ would require an appellant who has
"..:= Some of the clarifying and .

filed an appeal to the Board to identify
the real party in interest and any related
appeals and interferences. The proposed-
requirement to identify the real party in’
interest is derived from Federal Circuit

‘Rule 47.4 and Federal Circuit Form 7. ..
‘For some time, it has been necessary to -
" ‘know the identity cf the real party in

interest. This information would permit ...

:members of the Board to comply with

ethics regulations associated with
working on matters in which the
member has an interest. The proposed

- requirement to identify related appeals

and interferences is derived in part from

- Federal Circuit Rule 47.5 and, if

adopted, would prevent the Board from
entering inconsistent decisions in

Section 1.601 is proposed to be

specify that a count should be

broadest corresponding patentable claim

- of each of the parties without being so

broad as to be unpatentable over the
prior art and also to indicate that a
phantom count is unpatentable to all
parties under the written description
requirement of the first paragraph of 35
U.S.C. 112. Paragrapk {g) as proposed to

- be amended would broaden the
. definition of “effective filing date” to’

mmean the actual filing date when the

. involved application or patent is not

entitled to the benefit of the filing date
of an earlier application. Specifically.
paragraph (g) would provide that the
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the filing date of an earlier application

- accorded to the application under 35

U.5.C. 119, 120, 121 or 365, or, if no
benefit is accorded, the filing date of the

. application. The effective filing date of

a patent would be defined as the filing

* date of an earlier application accorded
-to the patent under 35 U.5.C. 120, 121,

" or 365{c) or, if no benefit is accorded,
.the filing date of the application which

matured into the patent. The reference
to 35 U.S.C. 121 is included to eliminate

- any doubt that a divisional application

may be entitled to an earlier filing date
in accordance with 35 U.S.C. 121.
Paragraph {j} is proposed to be

“amended by changing “which" to
"“that.” Paragraph.(1) is proposed to be

amended by changing “assignee™ to
“assignee of record in the Fatent and

Trademark Office.” Paragraph {q) is
_'proposed to be amended by deleting “a

panel of " as superfluous.
" Section 1.602 is proposed to be

“clarified by changing “within 20 days
. of" to “within 20 days after.”

Sections 1.603 and 1.606 are propesed
to be amended by deleting the third

" sentence {“‘Each count shall definea

separate patentable invention.”) as
redundant in view of the identical
sentence in § 1.601{f). In addition, it is
proposed to clarify §§1.603 and 1.606
by amending them to require each
application to contain, or be amended to

contain, at least ane patentable claim

which corresponds to each count..
In section 1.604, it is proposed to
amend paragraph {a)(1} by changing

.- **his or her” to “its.” -

In § 1.605, it is proposed to amend

-paragraph (a) for clarification.

~ Section 1.606 is also proposed to be

‘amended to note that the claim in the

application need not be, and most often
will not be, identical to a claim in the

. patent. : :

> In § 1.607, it is proposed to amend
- paragraph {a)(4) by changing *his or
-her” to "its™ and to add a new
" paragraph {a}{&) requiring an applicant
“:. seeking an interference with a patent to
-demonstrate compliance with 35 U.S.C.

135{(b} which provides:
© A claim which is the same as, or for the

* same or subst_antg‘ally the same subject matter
" as, a claim of an issued patent may not be

made in any epplication unless such a claim

" is made prior ta one year from the date on

which the palent was granted.
Requiring an applicant to show

- compliance with § 135(b) before an

interference is declared will prevent an
interference from being declared where

- the applicant cannot satisfy § 135(b)
- with respect to any claim alleged to

correspond to the proposed count,
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In § 1.608, it is proposed to amend

paragraphs (a) and (b) in several
_ respects. First, both paragraphs are

prapased to be amended to delete the

information about effective filing dates,
. which would appear instead in

. §1.601(g) as proposed to be amended.

‘Second, it is proposed to relax the

current requirement of paragraph (a} for’

an affidavit filed by the applicant.
Paragraph (a) as proposed to be

- amended would permit a statement to

... be fAled by the applicant ora
- practitioner of record. Third, it is
proposed to change “sufficient cause”

. in paragraph (b) and in other
interference rules to."good cause” in
order to make it clear that only ong -
‘“‘cause” standard is intended. Fourth, it

" is proposed to change “8%z x 11 inches::

. (21.8by 27.9 cm.})” to “21.8 by 279 .’

(8¥z x 11 inches).”

In § 1.609, it is proposed to amend

. “paragraphs (bJ(2) and (b)(3) to require

the examiner’s Statement (i.e., the form

‘PTO-850, also known as the uuLlal

+ interference membrandum) to explain
~why each claim designated as

corresponding to a count is directed to

" the same patentable inventjon as the

" count and why each claim designated as
not corresponding to a count is not
directed to the same patentable

- invention as the count. The proposed

amendment, if adopted, would provide ..
"~ the Board and the parnes with the :
benefit of the examiner’s reasoning and " :

" would provide a betier foundation for
" -considering preliminary motions to

designate claims as corresponding eras -
& y 8 . motion under § 1.633(c] to redefine the -

interference, under-§ 1.633(f) for benefit -

not corresponding to a count.

In §1.610, it is proposed to amend
paragraph (a) by deleting the language
;" **a‘panel consisting of at least three
members of’ as superfluous and by
-, -deleting the reference to §1.640(e),

. which is proposed to be amended to

.- allow & request for reconsideration
- under § 1.640{c) to be decided by an

individual administrative patent judge
-. rather than by the Board. It is further

. proposed to amend paragraph (b) by
deleting “Unless otherwise provided in
_.this section,”” as unnecessary in light of

().
Section 1.611 is propased to be
. amended by redesignating paragraph
: (a){B] as paragraph (a)(9) and adding a

i . mew paragraph (a)(8) requiring that a

. notice of declaration of interference

... indicate why each claim designated as

correspanding to a count is directed to
the same patentable invention as the
count and why each claim designated as
not corresponding to & count is not

... directed to the same patentable
:invention as the count. This information -

should assist the parties in deciding

- -{b) {(which is proposed to be
.-redesignated as paragraph {a}{2]) to

whether to move to have claims
designated as corresponding or not
corresponding to the count. An
adrninisiraiive patent judge can satisfy
this requirement by enclosing a copy of
the examiner's statement with the

-parties’ copies of the declaration notice.

It is also proposed to capitalize the first
word in each of paragraphs {d)(2) and

- (d){3).

In § 1.612, it is proposed to amead
paragraph (a) to change “opposing

-party’s” to “opponent’s’ and to add a
- sentence referring to §1.11(e)

concerning public access to interference

- files,
In §1.614, it is proposed to clarify the
. .paragraph (a) by changing “ends of

meaning of paragraph {a} by changing
“the Board shall assume junsdlcuon" to

" “the Board acquires jurisdiction.”
In §1.616, in addition to authorizing -
-an award of compensatory attorney fees

and expenses in appropriate

- circumstances, as discussed above, it is:.

proposed to amend current paragraph

penmt a party to be sanctioned for
to comply with the rules oran -

‘ order ¥ entering an order precluding

the party from filing any type of paper.

- Paragraph (b) currently permits entry of
- an order precluding the filing of a
-motion or a prehmma.ry statement.

- Section 1.617 is proposed to be

" amended to authorize a party against ;..
whorm a § 1.617(a) order to show cause

.- has been issued to respond with-an

. appropriate preliminary motion under

§1.633(c), (f) or (g). A preliminary

of the filing date of an earlier

_application or under § 1.633(g) attacking

the benefit accorded a patentee may be
appropriate where the count set forth in

the notice declaring the interference is

not the same as the count proposed in
the applicant’s showing under

§ 1.608(b). A preliminary motion under
§1.633(f) or {g) may also be appropriate

. where the count set forth in the notice

delcaring the interference is the same as
the count proposed in the applicant’s

. showing under § 1.608(b), but the notice
.- either fails to accord the applicant the
benefit of the filing date of an earlier
- application whose benefit was requested’

in the § 1608{b) showing or accords the

- parentee the benefit of the filing date of
an earlier application whose benefit the
4 1.608({b) showing argued should not be -

~accorded the pateniee.

in § 1.618, it is proposed to amend
paragraph (a) for clarification and to

state that a paper that has been returned

as unauthorized will not thereafter be

considered in the interference.
 Paragraph (a) currently states that a

FO5

paper that has been returned as

unauthorized will not thereafter be
considered by the Patent and Trademark
Office.

In §1.625, itis proposed to simplify
paragraph (a) by deleting “the invention
was made in the United States or abroad
and" as surplusage. -

Section 1.626 is proposed to be
simplified by changing “earlier
application filed in the United States or
aboard" to *‘earlier filed application.”

* ‘The same change is proposed for

$§1.630, 1.633(f), 1.633(g),
1.:637(c)(2)(vi), 1.637{e}(1){viii],
_1.637(e)(2){vii) and 1.637(h)(4).
In § 1.628, it is proposed to amend

justice” to “interest of justice" to be
consistent with the language used in
:§§1.628(a) and 1.687(c), since a single
standard is intended. Paragraph (a) of
§1.628 is also proposed to be amended
to apply the “interest of justice™

.-‘requiremnent only to corrected
. - preliminary statements that are filed on
... or after the due date for serving
-- preliminary statements, Where the
- moving party has not yet seen the

opponent’s statement, an opponent will
not normally be prejudiced by the filing
of a corrected statement.

-In §1.629, it is proposed to amend
‘paragraphs (a), {c){1} and (d) to make

. them consistent with the proposed

“amendment of the definition of
“effective filing date” in §1.601{g).

In §1.631,-it is proposed to amend
paragraph (2} to delete by the
examiner-in-chief” {second occurrence)
as superfluous.

Section 1.632 is proposed to be
amended to more precisely state that a
notice of intent to argue abandenment,
suppression or concealment must be

- filed “within ten days after,” rather then
-“within ten days of,” the close of the
testimony-in-chief of the opponent.

In §1.633, it is proposed to amend
paragraph (a) to specify that a claim
shall be construed in light of the

"-specification of the application or patent

in which it appears. This amendment
would administratively set aside the
judicially created rule of In re Spina,
975 F.2d 854, 856, 24 USPQ2d 1142,
1144 {Fed. Cir. 1992}, to the extent it
held that the interference rules reguire
that an ambiguous claim copied from a
patent for interference purposes be
construed in light of the disclosure of
the patent. A claim that has been added
to a pending application for any
purpose, including to provoke an
interference, would be given the
broadest reasonable interpretation’

- consistent with the disclosure of the

-~ application to which it is added, as are

claims which are added during ex parte
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. would be reviewed based on the

*"contents of the paper and the response,
I the paper fails to show goed cause,
the Board would enter judgment against
- the pasty against whom the order
issued. :

" an administrative patent judge who,
during the pendencyof an interference,
becomes aware of a reason why a claim

designzted to correspond to a count may -

. not be patentable should notify the",
- parties of the reason and set a time
within which each party may present its
“-views, which the administrative patent
judge will consider in determining how
- the interference shall proceed. It is
proposed to amend § 1.641 to indicate
that a party’s views may include
argument or appropriate preliminary
motioens under § 1.633(c), {d) and (h).
including any supporting evidence:
In §1.643;.it is proposed to amend
~pearagraph (b) fer clarification and also
to change “‘ends of justice” to “interest
of justice™ to be consistent with the
language used in other interference

- rules, including §§ 1.628&{a} and

1:687(c).
‘In § 1.644, it is proposed to simplify
“paragraph {a} by changing “a panel
consisting of more than one examines-
in-chief” to “‘the Board.” Paragraphs
- [a}(1). (b) and (c) are proposed to be
“amended by changing both occurrences
“of “panel” to “Board.” Paragraphs (a}){2)
. and.[b) are proposed to be changed to
provide that a petition seeking to invoke
the supervisory authority of the
Commissioner shall not be filed priorto
-the party's brief for final hearing; these
paragraphs cwurently provide that such
a petition shall not be filed priorto a
decision of the Board awarding
... judgment,
" Paragraph (b) of § 1.644 is proposed to
be clarified by amending it to state that
" a petition under § 1.644(a) shall be
considered timely if it is made as part
of, or simultanecusly with, a proper
motion under § 1.633, 1.634, or 1.635

waiver of a rule. In other words, a
petition under § 1.644{a}(2) must seek
waiver of a rule prospectively rather
‘than retroactively.
- Paragragh (d} of § 1.644 is proposed to
" be amended to provide that the
staternent of facts in a petition
prefetably should be in numbered
paragraphs and also to delete the second
sentence as unnecessary. Paragraph (f) is
proposed to be amended to change the
“15 days" in which to request
reconsideration of a decision by the
Commissicner to **14 days.” In
. .paragraph (g), it is proposed to delete
- the guotation marks around “Express
MMail.” : :

Section 1.645, which in its current

. form permits consideration of a

belatedly filed paper.only if

.accompanied by a motion under §1.633

which shows sufficient cause
(§1.645(b)) why the paper was not
timely filed, is proposed to be amnended

in several respects, First, it is proposed |

to change “sufficient cause™ to “good
cause” in order to use a single “‘cause™
standard throughout the interference
rules. Second, it is proposed to amend
paragraph {(b) to permit consideration of
a belatedly filed paperifan
administrative patent judge or the
Board, sua sponte, is of the opinion that

" it would be in the interest of justice to

consider the paper. An example would

‘be where the delay is short {e.g., one

day) and there is no prejudice to an

opponent. For purposes of the sections -
. other than § 1.645, a belatedly filed

...paper is considered “timely filed" if
. accompanied by a motion under §1.635 |

which is granted.
Paragraph (d} of § 1.645 is proposed to
be amended by deleting “In an

_-appropriate circumstance” as

superfluous in view of the language

_ “may stay proceedings,” which
" indicates that the administrative patent

judge has the discretion to stay an
interference.

In §1.646, it is proposed to amend
paragraph (a)(2) by deleting the
reference to § 1.684, which is proposed

_to be deleted. It is proposed to amend
~'paragraph (c}{1} by inserting *‘or causing

a copy of the paper to be handed” after

" “By handing a copy of the paper™ to
“rnake it clear that the paper need not ba

personally delivered by the party, i.e.,
that delivery by hand can be effected by
a commercial courier, for example, In
paragraph (cj(4), it is proposed to
change “mail” (second occurrence) to
“first class mail” to make it clear that

. the service date specified in that
- paragraph applies only to first cless
. mail. It is also proposed to redesignate
. peragraph {c}{5) as paragraph (c)(6) and ’
“when granting the motion would require

to add a new paragraph (¢)(5) which

_clarifies that a party may serve by

Express Mail and that when service is
effected by Express Mail, the date of

"service is considered to be the date of
‘deposit with the U.S. Postal Service,

Paragraph (d) is proposed to be

amended to delete the quotation marks

around “‘Express Mail.” Paragraph (e) is
proposed to be amended to state that the
due date for serving a paper is the same

" as the due date for filing the paper in

the Patent and Trademark Office.

In §1.651, it is proposed to amend
paragraph {a}(2) by deleting “(testimony
includes testimony to be taken abroad
under § 1.684)" in arder to be consistent

_with the proposal to delete §1.684.

FO8

" Paragraphs (c)(2) and {c}{(3} are propased*"

to be amended to be consistent with the
proposed amendment to the definition
of “effective filing date” in §1.601(g). In

“paragraph {d}, it is proposed to change

“abroad under §1.684" to “in a foreign

o country.” .

In §1.853, it is proposed to amend

-paragraph (a) in several ways. The first

is to change the references to paragraphs

of §1.672 to be consistent with the

proposed redesignation of certain
paragraphs of § 1.672, discussed below.
The second is to delete “of fact” in the
clause “agreed statements of fact under
§1.672(f)"" (proposed to be redesignated
as §1.672{h)), because agreed statements
under § 1.672(f) can set forth either (1}

~.how a particular witness would testify
- if called or (2) the facts in the case of

one or more of the parties. The third is
to delete “under § 1.684(c),” since

- §1.684 is proposed to be deleted. A
-fourth proposed amendment to

§1.653(a) is to indicate that in addition
to the types of testimony already set’

.forth in paragraph (a), testimony

includes copies of written
interrogatories and answers and written
requests for admissions and answers,

- which might be obtained where a

motion for additional discovery under
§1.687(c) is granted.

" Paragraph (b) of § 1.653 is proposed to
be amended to be consistent with the
proposed redesignation of cestain
paragraphs of § 1.672, to delete the

- reference to § 1.684(c), which is

proposed to be cancelled, and for

“clarity. Paragraphs (c}(1) and (c}(4) of

§1.653 are proposed to be amended to

" make it clear that the only testimony to

be included in a party's record is
testimony submitted on behalf of the

‘party. Having copies of the same
~ testimony appear in both parties®

records unnecessarily encumbers the
records and is confusing in that a given

* page of testimony will have different

page numbers in the different records,

“swith the result that the briels of the

parties will refer to different record
peges for the same testimony.

It is proposed that paragraph {(c}(s) of
§1.553 be deleted and reserved. .
Paragraph (c)(5) currently requires that’
the record filed by each party include
each noetice, official record and printed
publication relied upon by the party and
filed under § 1.682(a). This ]‘equirement

-is considered unnecessary because such

notices, official records and printed

‘publications are in the nature of exhibits

under § 1.653(i), which are submitted
with but not included in the record. The
inclusion of exhibits in the record
merely increases the size of the record

‘without serving any useful purpose.
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Paragraph {g) of §3.653 is proposed ta
ke amended and namc’ranh'; {1} and th)
deleted and reserved to eliminate the
current distinction between typewtitien

~and printed records. Paragraph {g) is
also proposed te be amended to change

8% x 11 inches {218 by 27.9 e )" t0

“21.8by 27.9 cm. (82 x 11 inches}” and -

to delete the requirement for }usn.xed

" rargins and to require that the records
be bound with covers at their lef edges
in such manner as to lie flal when open

"‘to any page and in one or more voluraes
of convenient size (approximately 100
pages per volume is suggested) and that

“when there is more than one volume,
the numbers of the pages contained in

each volume must appear at the top of.

‘the cover for each-volume. Paragraph (i)
is proposed to be amended to staie that

.- exhibits include documents and things
identified in affidavits or on the record
during the taking of oral depositions as
well as official records and pubhuauons
‘submnitted pursuam to §1.682(a).

In §1.654,itis proposed to amend
paragraph (a) by changing "shall” in the
second sentence to “may” for clarity

..-.and also 1o reduce the time for oral

_argument by a party fom 60 minutes 10
30 minutes, because most hearings have’

.required no more than 30 minutes per
‘side and a panel has the discretion to
grant more time at the hearing, where
neces '

In.§1.655, it is proposed to amend
paragraph (a) by changing the standard

" of review from “erroneous or an zhuse
of discretion” to "an zbuse of
_dlscreuon The recitation of a separate

“error” standard is unnecessary,

.. because an abuse of discretion may be
found when {1) the decision of an
administrative patent judge is clearly
‘unreasonable, arbitrary or fanciful, (2)
the decision is based on an erronecus
conclusion of law, (3) the findings of the

_administrative patent judge are clearly

" erroneous, or {4} the record contains no

evidence upon which the dministrative

" patent judge rationally could have based

the decision. See, e.g., Heat and Control
Inc. v. Hester Indusires. Inc., 783 F.2d
1017, 228 USPQ 826 (Fed. Cir. 1985}
\Western Electric Co. v. Piezo
- - Technology, Inc. v. Quigg, 866 F.2d 123,
"2 USPQ2d 1853 (Fed. Cir. 1988).
It is proposed to amend paragraph (b}
- of §1.655 to clarify which matters a
party is not entitled to raise for
consideration at finzl hearing. As

would provide that a party shall not be
entitled to raise for consideration st
final hearing & matter which property

" could have been raised by a motion
under §1.633 or 1.634 unless (1) tke

~ matter was properly raised in a motion

that was timely filed by the party under

§1.633 or 1,634 and the motion was’
denied or deferred to final hearing, {2)
the inatter was properly raised by the
‘party in a timely filed oppesitiontoa
motion under § 1.633 or 1.634 and the

motion was granted over the opposition

or deferred to final hearing, or (3} the
party shows good cause why the issue
was not properly raised by a timely fled
motion or opposition. It is also proposed

..to athend paragraph {b) of §1.655 to

state that a change of attorneys during
the interference generally does not
constitute good cause for failing to file
a timely motion or opposition.

. It is further proposed, in response to

" Inre Ven Geuns, 988 F.2d 1181, 26
U5PQ2d 1057 (Fed. Cir. 1993),to amend

paragraph (b) of §1.655 by adding a
sentence explaining that a party who

fails to contest, by way of a timely filed
preliminary motion under § 1.633{c), the
designation of a claim as coeresponding

"to a count may not subsequently argue

the separate patentability or the lack of
separate patentability of claims
designated as corresponding to the -
count. The Patent and Trademark Office
conducts interference proceedings 1o
determine who, as between two or more
applicants {or patent or cne or more
applicants for patent and one or more
patentess, is the first inventor of a-
paicnteble invention. A primary
examiner determines in the first

" instance whether the claims in a. _
“pending application interfere with the

claims in another pending application
or unexpired patent. When the examiner
is of the view that an interference exists,
the Board is notified {§ 1.609}. The

.- Interference is assigned to an
" administrative patent judge (§1.610),

who Issues a notice declaring the
interference {§ 1.611). Each separately .
patentable invention involved in the
interf{erence is defined by a count,
which is merely a vehicle for contesting
priority of invention (i.e, who made the
invention defined by the count first} and

determining the evidence relevant to the
- Commissioner). The proposed

issue of priority. A preliminary

* determination is made by the Patent and
Trademark CGffice as to which claims

should be designated to correspond to
tha count. The claims that are initially
determined to define the same
patenteble invention are designated as
" comresponding to the count. All other
claims are designated as not

" corresponding to the count. The

designation of claims provides z starting
point in an interference. Thereis a
presumption that the designation of a

. claim as corresponding or as not
" coresponding to a count is correct.

~ The interference rules authorize a
party to file a preliminary motion'to
redefine an interference by designating

F09

a claim as corresponding {§ 1.633{cj(3))

" or not corvesponding (§1.633(c)(4)) o a

count. Prior to Van Geuns, the Patent
and Trademark Office interpreted the
interference rules as requiring a party to
file a preliminary motion under
§1.633(c)(4) to designate & clzim as not
comresponding to the count as a
cendition for arguing at final heanrxg

. that a claim designated as
corresponding to the count is patenlab!y
distinct from another ¢laim designated
as corresponding to the count. See

" Brooks v. Street, 16 USPQ2d 1374, 1377

{(Bd. Pat. App. & Int. 1990}; Flehmig v.
Ceisa, 13 USPQ2d 1052, 1054 (Bd. Pat.
App. & Int. 1989); Kwon v. Perkins, 6
USPQ2d 1747, 1750 (Bd. Pat. App. &
Int. 1988), aff'd on other grounds, 8385
F.2d 325, 12 USPQ2d 1308 (Fed. Cir.
1989); see also Lamont v. Berguer, 7
USPQ2d 1580, 1582 (Bd. Pat. App. &
Int. 1988). However, in Van Geuns the
- Federal Circuit interpreted the rules’
differently, stating:

[TIke position of the Commissioner that
claims designated as corresponding to a cart
stand or fall with the patentability of the
subject matter of the count is overboard.

888 F.2d at 1185, 26 USPQzd at 1060-

"“The Court further stated:

{W]e conclude that a party to an
. interference, who has failed to timely contest

. the designation of claims as corresponding to

"acount, has not conceded.that claims
‘corresponding to a count are anticipated or
‘made obvious [i.e., are unpatentable] by the

prior art when the subject matter of sccount
‘js determined to be unpatentable for

- .obviousness. The PTO must determine, based

" on the actual prior art reference or references,
whether ¢laims not {designated as]
carresponding exactly to the count are
unpatentable,

* * * The interference rules do not specify
whether 2 pariy may argue the patentability
‘of claims separately to the EIC [examiner-in-
ckief, now admmlstmuve patent judge] and
the beard.

Id. a1 1186, 26 USPQ2d 2t 1660
{bracketed material edded by the

amendment to § 655(b] is designed ta
overcome the Federzl Circuil’s
interpretation of the rules and to creste
_a presumption that el claims designated
“as corresponding to a count are directed
to the same patentable inventicn.
It is proposed to amend paragraph [c}

of §1.633 by changing **To prévent

" manifest injustice’ to "“In the interest of

justice™ to be consistent with the
"language used in other interference
rules.

In § 1.658, it is proposed to
redesignate paragraphs (b){1} through
(b)(6) as paragraphs (b)(3) through (b}(8},
respectively, and to add new paragraphs
(£){1) and (b}(2) requiring the brief o
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include (1) & statement of interest
identifving every party represented by
the attorney in the interference and the
" real party in interest if the party named
in the caption is not the real party in
interest and (2) a statement or related
cases indicating whether the
" interference was previously before the
Board for final hearing and identifying
any related appeal or interference which
"is pending before, or which has been
. decided by, the Board, or which is
pending before, or which has been
. decided by, the Court of Appeals for the
" Federal Circuit or a district courtin a
. proceeding under 35 U.S.C. 146. A
related appeal or interference is one
which will directly affect or be directly
- .affécted by or have a bearing on the
Board’s decision in the pending
interference. Appeals are mentioned

*". ‘because related jssues may be present

" before the board simultaneously in an,
ex parte appeal and an interference. It
is also proposed to amend current
paragraph (b)(3) (proposed to be’
redesigaated as paragraph (b)(5)) to
specify that statements of fact preferably
should be presented in numbered '
" . paragraphs.
Current paragraph (b){(4) of § 1.656 -
{proposed to be redesignated as'
. paragraph {(b}{6]) requires that the
- opening brief of the junior party contain
- tke contentions of the party with respect
- to-the “issues to be decided,” which has
. - been construed to include the matter of
whether some of the senior party’s
evidence of conception was )
inadmissible hearsay. Suh v. Hoefle, 23 -
‘USPQ2d 1321, 1323 [Bd. Pat. App. &
Int 1991). As support, the Board relied .
~ on Fisher v. Bouzard, 3 USPQ2d 1677
~..(Bd. Pat. App. & int. 1887}, and Moller
v. Harding, 214 USPQ 730 (Bd. Pat. Int.
1882). Both of these cases concern
interferences declared under the ““old”
interference rules (i.e., § 1.201 et seq.) of
which § 1.254 specified that the opening
brief of the junior party shall “praseat
- a full, fair statement of the questions
“involved, including kis position with
-respact to the prionity evidance on
behalf of other parties.” Current
§1.656(b)(s) does not expressly require,
-znd was not intended to imply, that the
opening brief of the junior party must
address the evidence of any other party
with respect to the issue of priority or .
eny other issue. I order to clarify that
the opening brief of a junior party need
not address the evidence of the other
parties, it is proposed to amend current
- paragraph (b){4) to require that the
junior party's opening brief contain the
contentions of the party “with respect to
the issues it is raising for copsideration
2t final hearing,” These issues would

-(except for footnotes, which may be
- single-spaced)-and shall comply with
the requirements of §1.653(g) for-

. include the junior party’s case-in-chief

for priority with respect to an epponent
or derivation by an opponent as well as

‘matters raised in any denied or deferred

motions of the junior party that are to
be reviewed or considered at final
hearing. Where the reply brief of the
union party includes a new argument in
response the case-in-chief of the senior -
party as presented in the senior party’s
opening brief, the senior party may
move under § 1.635 for leave to file a
reply to the junior party's reply brief,
which motion must be accompanied by
a copy of the senior party’s reply.
Pzragraph (d) of § 1.656 is proposed to
be amended to state that unless ordered

-otherwise by an administrative patent

judge, briefs shall be double-spaced

records except the requirement for

binding. As a result, the current

distinction between printed and

. typewritten briefs would be eliminated.

Paragraphs (e}, (g} and (b) of § 1.656
are proposed to be amended to require

-an original and four copies {currently an

original and three copies are required)
of each brief, any proposed findings of |
fact and conclusions of law, any motion

-under 37 CFR 1.635 to suppress -
‘evidence and any opposition to a

motion to suppress evidence.
Paragraph {g) of § 1.656, which

permits a party to file proposed findings

of fact and conclusions of law, is further

proposéd to be amended to require

- paragraph numbers for the findings of

fact and conclusions of law.

Paragraph (b} is further proposed to
be amended 1o state that a party’s failure
to challenge the admissibility of the
evidence of an opporent on a ground

that could have been raised in a timely -

objection under §§ 1.672(c}, 1.682(c],

1.683(b) or 1.688(b) censtitutes a waiver

of the right to move under §1.656{h} to
suppress the evidence on that ground at
final hearing.

Paragraph (i} of § 1.656 currently
provides that if a junior party fails to file

. .an-opening brief for final hearing, an

order may be issued by the
administrative patent judge requiring
the junior party to show cause why the
failure to file a brief should not be
treated as a concession of priority and
further provides that judgment may be
rendered against the junior party if the

junior party “fails to respond” within a

time period set in the order. The
expression “fails to respond™ has been
misinterpreted by some junior parties as
meaning that the mere filing of a
response of any kind to the order to
show cause should be sufficient 1o aveid

-the entry of judgment. Such an

F10

interpretation was not intended and if
adopted would effectively negate
§1.636(i}. The term “respond™ is
proposed to be changed to “show good
cause” in order to make it clear that a
junior party’s fajlure to file a timely

. opening brief will not be excused unless

good cause is shown to explain or
justify the failure to file a brief. The
language of the rule will then be

consistent with the other interference

rules concerning orders to show cause.
e.g., §§1.640(c) and 1.652.
Section 1.657 is proposed tobe

.amended to be consistent with the

propeosed changes to the definition of
“effective filing date” in § 1.601(g} to
state that in an interference involving an
application and a patent where the

" ;effective filing date of the application is
_ after the date the patent issued, a junior
. party has the burden of establishing

priority by clear and convincing

-evidence, and that in other interferences

the junior party has the burden of
establishing priority by a preponderznce
of the evidence. The proposed
amendment would codify the holding of
Price v. Symsek, 988 F.2d 1187, 19990-
91, 26 USPQ2d 1031, 1033 (Fed. Cir.

--1993), as clarified by Bosies v. Benedict.

27 F.3d 539, 54142, 30 USPQ2d 1862,
1864 (Fed. Cir. 1994). :

In §1.658, it is proposed to amend
paragraph {a} to state that when the

. Board enters a decision awarding
- judgment as to all counts, the decision

shall be regarded as a final decision for
the purpose of judicial review (35 U.S.C.
141-144, 146} unless a request for

" reconsideration under paragraph (b).of

this section is timely filed. In paragraph
(b), third sentence, it is proposed to

"delete the phrases *'[w]here reasonably
_possible” and “such that delivery is
‘accomplished” as unnecessary and to
_add a sentence specifying thata

decision on reconsideration is a final
decision for the purpose of judicial

- review {35 U.S.C. 141-144, 146). It is

also proposed to amend paragraph (b}
by changing “reply to a request for
reconsideration” to be consistent with
the terminology employed in § 1.640(c)
regarding requests for reconsideration of
decisions on preliminary motions.
Section 1.660 is proposed to be

- amended by adding a new paragraph (e}

explaining that the failure of a party to

- comply with the notice provisions of

§ 1.660 may result in sanctions under
§1.616, that knowledge by, or notice to.
an employee af the Office other than an

‘employee of the Board, of the existerce

of the reexamination, application for
reissug, protest, ot litigation shall not be

* sufficient. and that the notice

contemplated by this section is notice
addressed specifically to an
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-administrative patent ]udge or the
Board.
In § 1.662, it is proposed to amend
‘.- paragraph (a) by changing "fling by an -
- applicant or patentee” in the second
-- sentence to “filing by a party” to make
it clear that the terminal disclaimer can
be signed by the party’s attomey or
agent of record. For the same reasen, it
is proposed to change “by an applicant”
to “by a party™ in the third sentence of
- paragraph {a}, which concerns
abandonment of an invo]ved
application.
In paragraph (b) of § 1.662, the {irst
:'sentence is proposed to be amended to
change “umits 2!l claims of the patent

o - corresponding to the counts of the

interference for the purpose of avoiding
the interference’ to “'does not include a
claim that corresponds to a count™ in ~
order to make it clear that ]L.dament may
" not be entered where the reissue

. application includes a new or amended
claim that should be designated as

pateniee argues that it should be
. designated as not correspondmg toa
“count. S‘mllarly it is preposed to
~ change “reissue other than for the
- purpose of avoiding the interference’ to
- "reissue which includes s claim that
com_asponds to.a count.”
" In'§1.671, it fs proposed to ammend
paragraph (2] by changing "evider.ca
- from another interference, procecding,.
“oraction filed §1.682"" o “testimony
from another interference, proceedmg.
‘or action filed under §1.683" in order
to be consistent with the terminology of
' §1.683. It is proposed to emend

" paragraphs [c}(6) and (c)(7) of § 1.671 to .

change “by oral deposition or afii 1daw:
10 by affidavit or oral depositien.”

Paragraph {f) is proposed to be amended.

to clarify that the requirement for the
significance of documentary and other
exhibits to be discussed with _
particularity by a witness applies only

to documentary and other exhibits,

" “identified by & witress in an affidavit or
._during oral deposition. Paregraph {i)

- "does not apply 1o official records and
printed publications submitted into

"evidence pursuant to §1.682{a).

In §1.672, in addition to the proposed

szmendments discussed above under the
" heading “Amendments responsive 10
" adoption of Public Law 103-182." it is
© propaosed to amend paragraph (b} by

- deleting the third sentence. which

o specifies the type of paper 10 be used for

“affidavits, as being superfluous in view
of § 1.677{a). lo paragraph (d), itis

- proposed 10 delete the fifth sentence (A

" party electing to present testimony of a
,witness by deposition shall nodce a
‘deposition of the witness under

§1.673{2).") as superfluous in view of

- the second sentence of §1.672(d).

In § 1.673, it is proposed to amend

. paragraph (b} by changing the time for

service of evidence to be relied on at an
ora] deposition from “at least three
days" prior to the conference required
by §1.673{g) when service is by hand or

. by Express Mail to "at least three
- working days” prior to the conference.

It is also proposed to amend paragraph

(b} to change the time for service by any
~other means from 10 days to 14 days

prior to the conference. '
It is proposed to amend paragraph (d}

-of § 1.673 by deleting the second
sentence as unnecessary, since all
-depositions for a case-in-chiz! would

have to be approved by an:
adsministrative patent judge. It is also

..pronosed to delete the quotation marks
eround "Express Mail" in paragraph (b]. .

Also in §1.873, it is proposed to
clarify paragraph (e) by e¢hanging “party
electing to present testimony by
afftdavit™ to “party who has presented

- testimony by affidavit.”

In paragraph (a} of § 1.674, which

.. ~-specifies before whom deposmons may
“be taken, it is proposed to deleie the

reference to *United States or a territory
or insular possession of the United
States” in order to make this paragragh

applicable to depositions for testimony |

compelled in foreign countries.
In'§ 1.675, it is proposed to amend

and signing of a transcript by the
witness, to take into account that the

. witness might refuse to read and/or sign
B 5

ihe transcript of the deposition, in

“which case the circumstances urn.der

which the witness refused to sigs must
be noted on the certificate by the officer
who prepared the certified transcript

(§1.676(c)).

- In § 1.6786, it is proposed 1o amand
paragraph {a)(2) by changing “opposing
party” {o “opponent.”

Section 1.677, which in its current’

form specifies the required form for
transcripts of depositions, is propased

- to be amended to-also apply to

2{fidavits. Furthermore, it is propesed to
delete the reference to “typewritien™

‘matter, to change “'pica-type” to "11
‘point type” and to change 8% x 11

inches (21.8 by 27.9 cm.)" to "21.8 by
27.9 ¢m. (82 % 11 inches).”
 In §1.678, it is.proposed to change the

- section heading from “Transcript of
- .deposition must be filed” to "Time for

filing transcript of deposition” for
clarity and to'amend the text by

. changing the time for filing the certified

iranscript from 45 days to 30 days.
In § 1.679. it is proposed to change

transcript” to “transcript of a

deposition” for clarity and also.to deiete

F11

*“for printing (§1.653(g))" as
unnecessary.

In § 1.682, in addition to the proposed
amendments discussed above under the
heading “service of a ‘developing
record,’” it is proposed to amend
paragraph (a) by changing “identified
during the taking of testimony of a
witness” to “identified in an affidavit ar
on the record during an oral deposition
of a witness™ for clarity. It is also
praposed to delete and reserve
paragraph (a){4) (**where appropriate, be
accompanied by a certiiied copy of the
-official record or a copy of the printed
publication (5§ 1.671(d)}") as superfluous
in view of Rules 901 and 902 of the

" Federal Rules of Evidence, which apply

to interference proceedings (§.1.671 (b))
. and require authentication of evidence
that is not self-authenticzting. Finally, it
is proposed to capitalize the first word

. in each of paragraphs {a}{2), {3}(3) and
Clei).

In § 1.685, it is proposed to amend
waragraph {d} for clarification.

In § 1.687, it is proposed to amend
paragraph {c) toreferto §1.647
concerning translations of documents in
a foreign language. .

Other Considerations

These proposed rules conform with
the requirements of the Regulatory

: .. Flexibility Act, 5 U.S.C. 601 ef seq.,
- paragraph (d), which concerns reading

Executive Order 12366, and the

" Paperwork Reduction Act of 1980, 44

U.S.C. 3501 et seq. The Office of
Management and Budget bas
determined that these proposed rules
are nat significant for the purposes of
Executive Order 12866.

- The Assistant Counsel for Legislaticn
.and Regulation of the Department of
Commerce has certified to the Chief

- Counsel for Advocacy, Small Business

Administration, that the proposed rule
. changes will not have a significant

~ economic impact on a substantial

number of small entities (Regulatory .

" Flexibility Act, 5 U.S.C. 605(b)j, because

the changes clarify existing rules setting

fortk the procedures used in patent

appeals and interferences.

The Patent and Trademark Office has

determnined that this notice has no
-Federalism implications affecting the

relationship between the National
Government and the States as outlined

. in Executive Order 12612.

- These rule changes will not impose

- zny additional burden uvnder the
Pzperwork Reduction Act of 1980, 44
U.5.C. 3501 et.seq., since no record
keeping or reporting requirements
within the coverage of the Actare -
placed upon the public,
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" List of Subjects in 37 CFR Part 1

- Administrative practice and
. .procedure, Courts, Inventions and
- patents.

For the reasons set out in the
‘preamble, it is proposed to amend 37
CFR Part 1 wherein removals are
" indicated by brackets ([ }) and additions

PART 1-—HULES OF PRACTICE IN
PATENT CASES

1. The suthority citation for 37 CFR

" Part 1 would continue to read as

follows:

Authority: 35 U.S.C. 6, unless othem ise
noted..

2. Section 111 is proposed to be

amended by revising pamgraph (e) to
read as follows .

§ 111 Fues open to the pubiic. -

=  ow LI B

{e) The file of any interference -

: -involving a patent, a statutory invention.

- registration, Ba reissue application, <&
“er an application on which a patent has
‘been issued or which has been

" “‘published as a statutory invention

registration, is open to inspection by the
publxc, and copies may be obtained

#upon paying the fee therefor, if: {1) The- '
“{nterference has terminated, or {2) an
- award of priority or jidgment has been

- /éntered as to all perties and all counts. :
"3.In §1.192, it is proposed to revise
- paragraphs (a), (c). (c}{5} and (c)(5)(ii),
-+ redesignate current paragraphs (¢)(1)
= ‘through {c){7) as paragraphs (c}(3}

" through (c}{9} and add new paragraphs

“ o {eM1Yand (c}{2) to read as follows::

§ 1.192 Appellant's bf‘lef.

(2) [The appellant] PAppellant-{
shall, within 2 months from the date of

the notice of appeal wader § 1.191 Lin. - . [ o0

“:an application, reissue application, or -

patent under reexamination,} or within

¢ the time allowed for response to the
action appesled from, if such time is
later, file a brief in triplicate. The brief

-nust be accompanied by the requisite

.- fee set forth in § 1.17(f) and must set

- forth the authorities and arguwments on

“which [the] appellant will rely to
maintain the appeal. Any arguments or
authorities fiot included in the brief
¥»=1vill [may] be refused
consideration by the Board of Patent

Appeals and Interferences P, unless

" good cause is shown.

. . K * - *

{c) Tke brief shall contain the

oo followi ring items under appropriate
headings and in the crder {herel

~ indicated Wbelow& unless B-the brief
is filed by an applicant who is not

"~ issired shares to the public of the real

. represented by a registered

practitionerd [there is no attomney or
agent of record in the application or

- reexamination proceeding, the brief w as.

not prepared by a registered
practitioner, and the  brief was not

-.signed by a registered practitioner,

wherein the brief will be accepted as
complying with this paragraph provided
it-is at least in substantial compliance

with the requirements of paragraphs
-{c}{1). (2}, (6} and {7}}:

P-(1} Real Party in Interest. A
statement identifying the real party in

- interest, if the party named in the

caption of the brief is not the real party :
in interest, and the parent companies,
subsidiaries (except wholly owned
subsidiaries) and affiliates that have

party in interest. )
[2¥ Related Appeals and Interferences.

- - A 'statement identifying by number and
- 'filing date all other appeals or

interferences known to appellant, Lhe

" appelant’s legal representative, or
‘assignee which will directly affect or be .
‘directly affected by or have a bearing on
-the Bbard s decision in the pending

E (111 "(3}'4 Status of Claims. A
statment of the status of all the claims,

pending or cancelled, and identifying
“'the claims a

[z b{éyﬁ Status of Amendments.

“A statment of the status of any

amendment filed subsequent to final

‘rejection.

£(3)] B=(5)4 Summary of Inventxon

“A concise explanation of the invention

defined in the claims involved in the

.. appeal, which shall refer to the
‘specification by page and line number,

and to the drawing, if any, by reference

- . characters.

[(4)) ®(6) Issues. A concise
statement of the issues presented for

[(5)3 P(7)~& Grouping of Claims. FoP
each ground of rejection which

- "appellant coatests and which applies to

more than one claim, [it will be
presumed that] the rejected claims
P-shall- stand or fall together Pwith _
the broadest claim, and only the

- broadest claim will be considered by the

Board of Patent Appeals and .

JInterferencesd unless:

B~(i)€ 2 statement is included that
the rejected claims do not stand or fall

‘together, and

»-(ii)*® in [the sppropriate part or
parts of] the ent under -
subparagraph W=(c] (8} [(c) (6)] of this
section appellant presents reasons as to
why appellant considers the rejected
claims to be separately patentable
¥~from the broadest claim. Merely
pointing out what a claim covers is not

F12

an argument as to why the claim is

" separately patentable from the broadest

claim=
[(6]] P~(8)® Argurpent. The

" “contentions of [thel appellant with
"‘respect to each of the issues presented

for review in subparagraph »{cj {5)
[(c){4}] of this section, and the basis
thercfor, with citations of the
authorities, statutes, and parts of the

" tecord relied on. Each issue should be

treated under a separate heading.

‘= - - * L

(v) For any rejection other than those

"J' referred to in paragraphs ®{c] (8} (i}

“{(8) {8) (i}] to (iv) of this section, the

* argurnent shall specify the errors in the

rejection and the specific limitations in
the rejected claims, if appropriate, or

" pther reasons, which cause the rejection
to be in error.

(7)1 »(9)4 Appendix. An appendix
containing a copy of the claims involved

" _in the appeal.

- (d} If a brief is filed which does not

- comply with all the requirements of
-paragraph {c] of this section, [the]

appeliant will be notified of the reasons

.-for non-compliance and provided.with

a period of one month within which to
file an amended brief. If [the] appellant
does not file an-amended brief during
the one-month period, or files an
amended brief which does not overcome
all the reasons from non-compliance
stated in the notification, the appeal
will Pstand-d [be] dismissed.

4. Section 1.601 is proposed to be
amended by revising paragrapks {f}. (g].

~{j}. (%), (1), and [q) and adding a new
* paragraph {r} to read as follows; .

- §1.601

Scope of rules, definltions. .

< L * - ®

{9 A count defines the interfering

-subject matter between (1) two or more |

gpplications or (2) one or more

. ‘applications and one or more patents.
-P=A count should be broad enough to

‘encompass the broadest corresponding
patentable claim of each of the parties.
A count may not be so broad as tobe
unpatentable over the prior art.~¥ When
there is more than one count, each
count shall define a separate patentable
inventicn. Any claim of an application
or patent [which]} P-that is deszgnated
to=d correspond(s] to a count is a claim
involved in the interference within the
meaning of 35 U.S.C. 135(a). A claim of
a patent or application P~designated to
correspond to a count that-+ [which] is

-identical to a count is said to

“correspond exactly™ to the count. A

_¢laim of a patent or application

»designated to correspond to a count
that~¥ {which] is not identical to a

. count [, but which defines the same

‘patentable invention as the count.] is




] -

" 'Wthat-® corresponds to the count
" define the same patentable invention.
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said to “correspond substantially” to the
count. When a count is broader in scope
than all claims which correspond to the
count, the count is a “phantom ¢count.”
A phantom count is Enot patentable to
. any party] P-unpatentable to all parties
under the written description
requirement of the first paragraph of 35
U.5.C. 112
.(g) The effective filing date of an
-application [or a patent] is the Sling

" date of an earlier application accorded

to the application Lor patent} under 35
U.S.C. 119, 120, %121, or 365 P-ar,
.. if no benefit is accorded, the filing date

) ~of the application. The effective filing

date of a patent is the filing date of an
earlier application accorded to the

" 'patent under 35 U.S.C. 120, 121, or

.. 365[c) or, if no benefit is accorded, the
filing date of the application wiich
issued as the patent.-d

t-»..t *

{j) An mte:fe"?nce—m -fact exists “hen

- at least one cleim of a party fwhich]

" P=that-& corresponds to a count and at
least one claim of an opponent Fwhich)

. 7'Tk) A lend attomney or agentisa -
registered attorney oragent of record
who is primarily responsible for

. prosecuting an interference on behalf of -
"~ -g party and is the attorney or agent

‘‘whom an W-administrative patent
judge-d [examiner-in-chief} may
- contact to set times and take other
“action in the interference.

(1) A partyis (1) an epplicant or

(2} a legal represcntative or an assignee

_ W ofrecord in the Patent and Trademark
. appﬂmﬂons by an applicant.

" 'Office of an applicant or patentee
-involved in an interference. Where acts

- of a party are normally performed by an
attorney or agent, "'party” may be

- construed to mean the attorney or agent.
An*“inventor” is the individual named

_as inventor in an application invoived
in an interference or the individual
named as inventor in a patent involved
in an interference. : ‘

- x* kB - . -

- '{q) A final decision is a decision

" awarding judgment as to all counts. An

-~ interlecutory order is any other action

" taken by aanadministralive patent
-judged [examiner-in-chief] or {a panel
~of} the Board in an interference,
““including the notice declaring an

~ interference.

P-(r} NAFTA country means NAFTA

" country as defined in section 2(4) of the
North American Free Trade Agreement -~
" of an interference with another

* Lmplementation Act. A “non-NAFTA
‘country” is a country other than the
" 'United States or a NAFTA country.

5. Section 1.602 is proposed to be
amended by revising paragraph (c) to

‘read ac as fn"an

. §1.602 Interestin applications and patents

invelved In an interference.
| 3 x*. x * *

{c} If a:change of any right, title, and

.~ interest in any application or patent

involved or relied upon in the

- interference occurs after notice is given
- declaring the interference and before the

time expires for seeking judicial review
of a final decision of the Board, the

- parties shall notify the Board of the

change within 20 days F—after-d [of]
the change.
6. Sechon 1.603 is proposed to be

' revised to read as follows:

| §1.603 Interference hetween appllcat!ons,

subject matter of the interference.
Befora an interference is declared

. between two or more applications, the

examiner must be of the opinion that

. there is interfering subject matter

claimed in the applications which is

. patentable to each applicant subjectto -
. 8 judgment in the interference. The
" interfering subject matter shall be

" defined by one or more counts. [Each
count shall define 2 separate patentable

invention ] Each application must -

.contain, or be amended to contain, at

least one Ppatentable- claim which
corresponds to each count. All claims in

the applications which define the same -
patentable invention as-a count shall be -

designated to correspond to the count.
7. Section 1.604 is proposed to be

" amended by revising par h (a)}(1) to -
patentee involved in-the interference or enaed oy ¢ paragraph (a)(1) to

read as follows:

amend the application by presenting the
suggested claim within a tirme specified
l'nr ﬂ-\n nv:mlhnr nnt ln:c ﬂ-aan nna
month. Failure or refusal of an applicant
to timely present the suggested claim
shall be taken without further action as
a disclaimer by the applicant of the
invention defined by the suggested

- claim. At the time the suggested claim

is presented, the applicant may also (1)
call the examiner's attention to other
claims already in the application or
which are presented with the suggested

- claim and {2) explain why the other

claims {would be more appropriate to]

#should-4 be included in any
interference which may be declared.

E ] w - - -«

9. Section 1.605 is proposed to be

_ revised to read as follows:

§1.606 interlerence betwean an
application and a patent; sub;ect rnatter of
the Interference. :

Before an interference is declared
between an application and an -

_unexpired patent, an examiner must
-determine that there is interfering
- -subject matter claimed in the

application and the patent which is
patentable to the applicant subject to 2

- judgment in the interference. Tha -
-interfering subject matter will be
- defined by one or more counts. [Each
count shail define a separate patentable

invention.] PThe<# [Any] application

. must contain, or be amended to contain,
-at least one Ppatentable claim which
- corresponds to each count. The claim

in the application need not be, and most
often will not be, identical to a claim in

- the patent. < All claims in the . - -

§1.604 Requestfor interference beMeen

[a') * ® &

{1) Suggesting a proposed count and
presenting at least one claim
corresponding to the proposed count or
identifying at least one claim in Ihis or

‘her] #~its~d application that
. corresponds to the proposed count,

= * * E ] -

8. Section 1.605 is proposed to be

.. amended by revising pa:agraph [a] to
read as follows:

‘51.605 Suggesuon of claimto apphcant

by examiner. :
(2) ®1f no claim in an application is

- drawn to the same patentable invention
" claimed in another application or

patent, the & [The] examiner may -

" suggest that an applicant present a claim

Lir an application] ®drawn t0 an
inventon claimed in shother .
application or patent# for the purpose

application or a patent. The applicant to

- whom the claim is suggested shall

F13

" application and patent which define the

same patentable invention as a count
shall be designated to correspond to the
count. At the time an interference is

~ Initially declared {§ 1.611), a count shall

not be narrower in scope than any

.patent claim which corresponds to-the

count and any single:patent claim will
be presumed. subject to a motion under

- §1.633(c), not to contain separate
- patentable inventions.

10. Section 1.607 is proposed to be

~ emended by revising paragraph (a}(4)
.. and adding a new paragraph (a)(6)} to

read as follows:

' §1.607 Requestbyapplicantior

interference with patent

(2) = = =

(4) Presenting at least one claim
corresponding to the proposed count or
identifying at least one claim already
pending in [his or her] ¥>itsd
application that comresponds to the
proposed count, and, if any claim of the
patent or application identified as

" corresponding to the proposed count
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does not correspond exactly to the
proposed count, explaining why each
such claim corresponds to the propoesed
count, and o o

s x* = *

¥ (6) Explaining how the
requirements of 35 U.S.C. 135(b) are
met, if the claim presented or identified
under paragraph (a}{4) of this section
was not present in the application until

"'more then one year after the issus dale

cf the patent.~¥ -

11. Section 1.608 is proposed to be
arended by revising paregraphs (a) and
(b) thereof 1o read as follows: .

§1.803 Interference betwaenian
appiication and 2 pateny; prima facts
showing by appiicant _

. {a) When the [earlier of the filing date
or] effective filing-date of an application
is thres months or less afier the [earlier
oi the flling @ite or] effective fling date
of a paient, {{fe applicant,} before an

interference will be declared, P-either
the'applicant or the applicant’s atioraey
or agent of record < shall file fan
affidavit] ¥»a statement~< alleging that
there is a basis upon which B-the
-applicant is entitled to 2 judgment
relstive to the patentee.

.. {b) When tha {earlicr of the filing date
‘orihe] effective filing date of an
application is more than three months

_after the [easlier of the filing date or

cthe} effective filing date [under 35

~LSIC. 1201 of 5 patent, the applicant,
before at interference will be declared,
shal! file (1) evidence which may

“rconsist of patents or printed '

- publicaiions, other docurnents, and one
or.more affidzvits which demonstrate
that applicant is prima fecie entitled to
a judgment relative to the patenise and-

* [2)an explaraticn stating with

. particularity the basis upcen which the

- applicant is prime facie entitled to the
judgment. Where the basis upsn which
an applcant is entitled {o judgment
reiative o 2 patentee s priority of
invention, the evidence shall inchude
affidaviis by the epplicant, if possible,
and one er mors carroborating
witnesses, supported by documentary

" eviderce, if available, each setting out a
factual description of acts and
circurstences performed or chserved by
the afffant, which collectively wou!d
primo fociz entitle the applicant to
judgment oa priofity with respect to the
-fearlier of the filing date or} effective
filing dzte of the patent. To fcilitate
preparation cf 2 record (§1.653 (g) and
"{h}) for final hezring, an applicant
should fle affidavits on paper which is

- #=21.8hy 27.9 cm. (8% x 11 incheg) < .

{8v2 x 11 inches (21.5 by 27.9 cm.)}.

The significance of any printed

publication or other document which is
self-authenticating within the meaning
of Rule 902 of the Federal Rules of

. Evidence or § 1.671{d) and any patent

shall be discussed in an affidavit or the
explanation. Any printed publication or
other document which is not self-
authenticating shall be authenticated
and discussed with particularity in an
affidavit. Upon a showing of P~good-d

_ Esufficient] cause, an affidavit may be

based on information and belief. If an
examizner finds an application to be in
conditior for declaration of an
interference, the examiner will consider
the gvidence and explanation only to
the extent of determining whether a-
basis upen which the application would
be entitled to a judgment relative to the
patentee is alleged and, if 2 basis is
alleged, an interference may be
declared. :

12. Section 1.6G9 is proposed to be
amended by revising paragrapb (bj(2)
and {b){3) to read as follows:

§1.609 Preparation of Inmterference papers
by examicer. i
- ” L] . x L3
} * =T N
(2} The claims of any application or
patent which correspond to each count,

" stating whether the claims correspond

exactly or substantially to each count
P-and an explanation why each claim
cesignated as correspanding to a count
is directed (o ths same patentable
invention as the count~%; _
{3) The claims in a2ny application P=or
patent=& which [ere deemed by the
examiner to be palenteble cver any]

-#=do not correspond to each€ count |

P-and an explanation why each claim
designated as not corresponding to a
cousnt is not directed to the same -
patentable invention as the count <€ ;
and

L L " td -

13. Section 1.610 is proposed 1o be

emended by revising the section

heading and paragraphs {z) threugh (e)
10 read as follows:

§1.619 Assignment of Interference to
P-administrative gatesit Judge~d {examiner-
in-chiefl, tima period for completing
interference.

{a) Each interference will be declared
by zn ¥~zdministrative patent judge-<§
fexaminer-in-chief} who rnay enter all -
interlocutory orders in the interference,
except that only {a panel consisting of
at least three members of} the Board
shall (1) bear oral argument at final
hearing, (2) enter a decision under
§51.617,P~1.540(e)® [1.640(c) or [e)},
1.652, 1.656(i) or 1.658 or (3) enter any
other order which terminates the
interference.

Fl14

(b) As necessary, another
P~-administrative patent judge®
[examiner-in-chief] may act in place of
the one who declared the interference.
{Unless otherwise provided ia this
section, at] ¥ At~ the discretion of the
examiner-in-chief assigned to the
interference, a penel consisting of two
‘or more members of the Board may
enter interlocutory orders. .

{c) Unless otherwise provided in this
subpart, times for taking acticn by a
party in the interferenta will be set on
a case-by-case basis by the ‘
B-administrative patent judget
{examiner-in-chief] assigned to the
interference. Times for taking action
shall be sct and the P~administrative
patent judge~d fexaminer-in-chicf}
skall exercise control over the _
intezference such that the pendency of
the interference befora the Board does
not nermaliy exceed two years.

{d} An P~administrative patent
"judge~# {examiner-in-chief] may hold a
conference with the parties to consider:
{1) Simplification of any issues, (2) the
necessity or desirebility of amendments
to counts, (3} the possibility of obtaining

. admissions of fact and genuineress of

" documenis which will avoid

unnecessary proocf, (4} any limitations
on the number of expert witnesses, (5}

- the time and place for conducting a
deposition {5 1.673{g)), and (8} any other
matter ag may aid i the dispositien of
the interference. After a conference, the
E-zdministrative patent judge-d.
[examiper-in-chief} may enter.any

“order which may be appropriate.

(e} The P-adizinistrative patent .
judge& [examiner-in-chief] may
determine a proper course of conduct in
‘an interference for any situation not
specifically covered by this part.

14. Section 1.511 is proposed to be
amended by redesignating paragraph
{c}{8) as paragraph (c}{8), adding & new
paragraph {cj{8) and revising paragraphs
ib), (c}(8)} and {d) to read as follows:

£1.611 Dzclereton ctinierdetence.
» » w * L}

(5} When z notice of declaration is .
returned 1o the Patent and Trademark -
Qfiice undelivered, or in any other
circumstance where eppropriate, an
P~ administretive patent judge-d
[examiner-in-chief} may (1} send a
copy of the notice to & patentee named
in a patent involved in an interference
or the palentee’s assignee of record in
the Patent and Trudemark Office or (2).
order publication of an approprizte
notice in the Official Gazette,

(C) * & ®

{7} The cleim or claims of anv
appiication or any patent which
correspond to each count; Eand}
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(B) ~Why each claim designa-ted as
correspending to 2 count is directed to
the same patentable invention as the
count and why each claim designaied as

'not corresponding to a count is not
~ directed to the same patentable
“invention as the count; and

{9) <& The order of the parties.

(d) The notice of deciaration may also
specify the time for: (1) Filing a
preliminary statement &s provided in
§1.621(a); (2) P-Serving {serving]
notice that a prehmmaxj' statement has

" been filed as provided in § 1.621(b); and
[3) b~Filing-+t (fling] preliminary
motions authorized by §1.633,
oppositions to the motions, and replies
to the oppositions.

- * L * -

15. Section 1.512 is proposed to be
amended by revising paragraph {a] to
nead as fouows

- §1612 Accws to applicaﬂons
{a) Afteran mterference is declared,
each party shall have access to and may
~obtain copies of the files of any
application set out in the notice
declaring the interference, except for
+ affidavits filed under § 1.131 and any
" evidence and explanation under § 1.608
filed separate from an amendment. A
party seeking access to any abandoned
or pending application referred to in the
" [opposing party’s] ™opponent's<d’
-involved application or access to any
pending application referred to in the
fopposing party's] P~opponent’sd
patent must fle & motion under £1.635.
P-See §1.11(e} concerning pubhc access
to interference files.<d
® * - L] =
16. Section 1.613 is proposed to ba.
“amended by revising paragraphs [r;) and
(d) to read as follows:

§1.613 Lead attomney, same attorney

representing different parties fnan ~

interference, mmdrawa! of a‘tsmey or
agent.

L] =® * - - &

(c) An ®administrative patent
judge [examiner-in-chief] may make
necessary inquiry to determine whother
zn attorney cragent should be
disqualified from representing a party in

- an interference. If an ™administrative

. patent judge=€ {examiner-in-chief] is of

- the opinion that an attorney or agent
should be disqualified, the
P=administrative patent judge-4
[examiner-in-chief} shall refer the
inatter to the Commissioner. The
Commissioner will make a final

" decision as to whether any attorney or
agent should be disqualified. :

“[d) Ne attorney or agent of record in
an interference may withdraw as
atlorney or 2gent of record except with

the approval of an Pradministrative
patent judgz-+d [examiner-in-chief] and
after reasonable notice to the party on
whose behzlf the attormey or.agent has
appeared. A request to withdraw as -

- attorney cr agent of record in an

interference shall be made by motion
(51.635)

17.-Section 1.614 is proposed to be
amended by revising paragraphs (a) and
(c) toread as follows:

§1.614 Jurisdiction cver interference,
{(a) The Board P~acquiresd [shall

.assume] jurisdiction over an

interference when the interference is
declared under §1.611.

* x * * *

“{c) The examiner shall have
jurisdiction over any pending
application until the interference is
declared. An ®administrative patent
judged [examiner-in-chief], where
appropriate, may for a limited purpose
restore jurisdiction to the examiner over

. any application involved in the

interference.

18. Section 1.615 is proposed to be
amended by revising paragraphs (a) and
{b) to read as follows:

--§1.615 Suspenslon of ex parte

prosecution
‘(a) When an interference is declared

£x parte prosecution of an application

involved in the interference is

suspended. Amendments and.other o

papers related to the application
received during pendency of the
interference will not be entered or
considered in the interference without
the consent of an P~administrative . .
patent judge- {examiner-in-chief}. -

(b) Ex parte prosecutmn asto .
specified matters may be continued
concurrently with the interference with

consent of the P~administrative patent -

judge- {examiner-in-chief].

19. Section 1.615 is proposed to be
amended by revising the section
heading, introductory text and :
paragraphs (a) through {e) to read as
follows and by adding new paragraphs
{b} and {c) to read as iollows:

-§1.616 Sanctions for failure to comply

with ruleg or order ¥or for taking or
maintaining a frivolous positioni-d, ;
P»-(a)<d An Pradministrative patent - -
judge [examiner-in-chieff orthe =~
Board may impose an appropriate
sanction against a party who fails to
comply with the regulations of this part
or any order entered by an
P-administrative patent judge-d
Fexaminer-in-chief] or the Board. An
appropriate sanction may include

.among cthers entry of an order:

F15

{1}=<€ [(a}} Holding certein facts to
have been established in the

" interference;

P~(2)d {(b]] Precluding a party from
filing a P~paper<d [motion or a
preliminary statement}; -

B~(3)- {(c]1 Precluding a pariy from
presenung or coniesting a pa.rucular

ISSUB
B{4)< [(d}] Precluding a party from

“requesting, obtaining, or opposing

discovery; [or]

B (5)=2 [(e)] P~Awarding
compensatory expenses and/or
compensatory attorney fees; or

(6] Granting judgment in the
interference.

(b} An administrative patent judge
or the Board may impose a sanction,

including a sanction in the form of
. compensatory expenses and/or

compensatory attorney fees, againsta

‘party for taking or maintaining a

asition.
e extent that any mformanon

frivolous
(c) To

.ander the control of an individual or
entity located in a NAFTA country
.concerning knowledge, use, or other

activity relevant to proving or
disproving a date-of invention has been
ordered to be produced by an
administrative patent judge or the Board

(5 1.671(h)), but has not been produced
“-for use in the interference to the same

extent as such information could be -

. made available in the United States, the
- adminijstrative patent judge or the Boayd

shall draw such adverse inferences as -
may be appropriate under the
circumstances, or take such other action
penmtted by statute, rule, or regulation,

- in favor of the party that requested the

information in the interference,
including imposition of appropriate
sanctions under paragraph (a) of this
section.d

20.-Section 1.617 is preposed to be
amended by revising paragraphs (a), (b),

- (d). {e}, (g) and (k) to read as follows:

§1.617 Summary judgment against
applicant.

{a) An P~adminisirative patent
judge-& [examiner-in-chief] shall
review any evidence filed by an
applicant under § 1.608{(b) to determine
if the applicant is prima facie entitled
to a judgment relative to the patentee, If
the Padministrative patent judge-#
{examiner-in-chief} determines that the

' evidence shows the applicant is prima

facie entitled to a judgment relative to
the patentee, the interference shall '
proceed in the normal manner under the
regulations of this part. If in tke opinion
of the ™administrative patent judge~®
[examiner-in-chief] the evidence fails

ta show that the applicant is primna facie
entitled to a judgment relative to the
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patentee, the P-administrative patent
judge& [examiner-in-chie{} shall,
" concurrently with the notice declaring -
the interference, enter an order stating
" the reasons for the opinion and
directing the applicant, within a tims
set in the order, to show cause why
summary judgment should not be
entered against the applicant.

{b) The applicant may file a response

- 1o the order P, which may include an

sppropriate preliminary motion under

§1.633{c), {f] or {g},~€ and state any
reasons why summary judgrment should
not be entered. Any request by the

- applicant for a hearing before the Board

" shal} be rmade in the response.
Additional evidence shall not be

" presented by the applicant or

considered by the Board unless the

" - applicant shows good cause wky any

".. additional evidence was not initially .

presented with the evidence filed under.

§1.604{). Arthe time an applicant files
a response, the applicant shall serve a
copy of any evidence filed under -
§1.608(b) and this paragraph.

Ll = L

(d} H & response is timely filed by the
-..applicant, all opponents may file a
stalement P=and may oppose any
. preliminary motion filed under
"§1.633(c), (f) or (g} by the applicant
»within a time set by the
Padminsitrative patent judge-
fexaminer-in-chief}. The statement may
. xset forth views zs to why stummary
. judgment should be granted against the
. applicant, but the statement shall be
- Ximited to discussing why all the
evidence presented by the applicant
.does not overcome the reasons given by
" the P=administrative patent judge-
[examiner-in-chief} for issuing the
order to show cause. B~Except as
required to oppose a mation under
§1.633(c), {f} or (g} by the applicant,
evidence- {Evidence} shall not be
-filed by any cpponent. An spponent
may not request a hearing. 5
... {e} Within a time authorized by the
P-adminisirative pztent judge-d
. Eexamiper-in-chief}, an applicant may
" file a reply to any statement P~or
-opposition-& filed by any opponent.
i... (g} U aresponse by the applicant is
" timely filed, the B~administrative patent
‘judge® [exaniner-in-chiefl or the
Board shall decide whether the
evidence submitted under § 1.608{b)
-and any addjticnal evidence properly
. submitted under B~paragraphs=€
" [paragraph} (b) B-and (e)<% of this
‘section shows that the applicant is -
prma focie entitled to a judgment
relative to the patentee. 1i the applicant
is not prima facie entitled to a judgment

relative to the patentee, the Board shall
enter a final decision granting summary
judgment against the applicant.
Otherwise, an interlocutory order shall

. be entered authorizing the interference

to proceed in the normal manner under
the regulations of this subpart, :
(h) Only an applicant who filed "

" evidence under § 1.608(b) may requests
.2 hearing. If that applicant requests a
- hearing, the Board may hold a hearing

prior to entry of a decision under
paragraph (g) of this section. The -
P-administrative patent judge-<d
fexaminer-in-chief] shall set a date and

. time for the hearing. Unless otherwise

ordered by the ™administrative patent
judge- [examiner-in-chief] or the
Board, the applicant and any opponent
will each be entitled to no more than 30
minutes of oral argument at the bearing.

21, Section 1.618 is propesed to be
amended by revising paragraph (a} 10
read as follows: ‘

©-§1.618 Return of unauthorized papers.

(2) P An administrative patent judge

"-or the Board shall enter an order

directing the-d [The Patent and
Trademark Office shall} return to a

. party B~of<¥any paper presented by the -
- partly when the filing of the paper is not
. authorized by, or is not in compliance

with the requirements, this subpart. Any
paper returned will not thereafter be
considered [by the Patent and
Trademark Office] in the interference. A
parly may be permitted to file a
corrected paper under such conditions
2s may be deemed appropriate by an
P-administrative-patent judge=d
fexaminer-in-chief]. :

22, Section 1.621 is proposed to be
amendad by revising paragraph (b) to
read zs follows: '

§1.621 Preliminary statement, time for
fiting, notice of flling.

- - L * "

_ (b} When a party files a preliminary
statement, the party shall also
simultaneously file and serve on al}
oppenents in the interference a notice
stating that a preliminary statement has

.. -been filed. A copy of the preliminary

statement need not be sefved until
ordered by the ®~administrative patent
judge-+ fexaminer-in-chiefl.

" 23. Saction 1.622 is proposed to be
amended by revising paragraph (b) to
read as follows:

_§1.622 Preliminary statement, who made

invention, where Invention made.

k] x - * W

{b} Tke preliminary statement shall
state whether the invention was made in
the United States B~ a NAFTA couvatry

F16

{and, if so, which NAFTA country},<d or
fabroad} P>in a non-NAFTA country<
If made P~in a non-NAFTA country-<

" [abroad], the preliminary statement

shall state whether the party is entitled
1o the benefit of the second senlence of

©.35 U.S.C. 104,

24. Section 1.623 is-proposed to be
amended by revising the section
heading snd paragraph (e) toread as
follows: :

§1.623 Prellminary statement; invention

made in United States P-ora NAFTA
country<€ :

{a) When the invention was made in

the United StatesP=ora NAFTA

country,€ or a party is entitled to the

:. benefit of the second sentence of 35
. U.5.C. 104, the preliminery statement

must state the following facts as to the
invention defined by each count:

25. Section 1.624 is proposed to be
amended by revising the section .

‘heading and paragraphs (a}, {a){1)

through (a}(6) and {c} to read as follows:

- §1.624 Prellminary siatement; invention

made [zbroad]P=in a non-NAFTA
countiy<

{a) When the invention was made

“P~in & non-NAFTA county=& [abroad]

and a party intends to rely on
introduction of the invention into the
United States ™ or a NAFTA country-,
the preliminary statemnent must state the
following facts as to the invention
defined by each count:

{1) The date on which a drawing of -

. the invention was first introduced into
"’ the United States P~or a NAFTA

country-d, : .
{2) The date on which a written
description of the invention was first

‘introduced into the Unitegd Siates P~or

a NAFTA country-=d

(3) The date on which the invention
was first disclosed to ancther person in
the United States B-cra NAFTA
country~® ,

{4) The date on which the inventor’s
conception of the invention was firsy

. introduced ioto the United States bor

a NAFTA country<.  ~
{5) The date on which an actual’
reduction to practice of the invention

. was frst introduced into the United

States #=cr 2a NAFTA country<€ If an
actuzl reduction to practice of the
invention was net introduced into the
Unised States Bor a NAFTA country<€,
the preliminary amendment skall 5o
state.

(6) The date after introduction of the

" inventor’s conception inte the United

States Bror 8 NAFTA country<€ when
active exercise of reasonable diligence
in'the United States B~ar 3 NAFTA
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country-® toward reducing the
invention to practice began.

* H 1] * L

{c) When 2 party alleges under -

o pa:agraph (a}{1) of this section thata .

wing was introduced into the United

States #or a NAFTA country,~d a copy
of that drawing shall be filed with and
identified in the preliminary statement.
When a party alleges under paragraph
(2){2) of this section that a written
description of the invention was
introduced into the United States ™ or
& NAFTA country,~d a copy of that
written description shall be filed with:
and identified in the preliminary
statement. See § 1.628{b) when a copy of
. the first drawing or first written

:description introduced in the United

 be filed with the preliminary statement.
26. Section 1.625 is proposed to be

. introductory tet to read as follows:

§1.625 Preliminary statement derivation
by an opponent. )
‘ [a) When [the invention was made in °
. .the United States or abroad and] a party
intends to prove derivation by an
opponent from the party, the -
" preliminary staterment must state the

. Iollowing as tothe invention deﬁned by .

* each count:

- L8 . kL -

. 27. Section 1.626 is proposed to be -

" vevised-to.read as follows:

§1.626 Prglimiﬁary statement; earfier.

©  application.

When a party does not intend to
present evidence to prove a conception
or an actual reduction to practice and

- the party intends to rely solely on the
filing date of an earlier Pfiled
application [filed in the United States

" or abroad] to prove a constructive

reduction to practice, the preliminary

' ““staternent may so state and identify the

- earlier ™-filedM application with
particularity. 9

. 28B. Section 1.627 is proposed to be

- amended by revising paraoraph (b) to
Tead as follows:

' §1.627 Preliminary statement; sealing
before fiiing, opening of statement.

Y « o= ~ *

- (b} A preliminary staternent may be
. opened only at the direction of an
P~administrative patent judge -
- Yexaminer-in-chief]. :
29. Section 1.628 is proposed to be
amended by revising paragraphs (a} and
(b)(2) to read as follows:

§1.628 Prelimlnary stalement; correction
- of erTor. :
© [a) A material erTor arising through

’ inadvertence_ ormistake in connection

~with (1} a preliminary statement or (2)
..drawings or a written description -

submitted therewith or omitted

“-therefrom, may be corrected by a motion
. (§ 1.635) for leave to file a corrected
-statement. The motion shall be

supported by an affidavit #stating the
date the error was first 'discovered,<#

. [and shall show that the correction is

essential to the ends of justice and]l =~
shall be accompanied by the corrected
statement [. The thoticn] ¥ and- shall
be filed as soon as practical after -
discovery of the error. PIf filed on or

- after the date set by the administrative
-patent judge for service of preliminary
:statements, the motion shall also show

that correction of the error is essentizl

: 'to the interest of justice.~
States Por a NAFTA country-dcannot' .- (b)

x W %

(2) shall attach to the prehmmary

- . statement the earliest drawing or written -
:description made in or introduced into - -

the United States ™or a NAFTA

country-® which is available. The party -
~shall file a motion (§ 1.635)} to amend its
-preliminary statement promptly after
" the first drawing, first written

description, or drawing or written
description first introduced into the.
United States or a NAFTA country-

+ becomes available. A copy of the

- drawing or written description may be

- obtained, where appropriate, by a
‘motion (§ 1.635) for additional
discovery under § 1.687 or during a

testimony period.
30. Section 1.629 is proposed to be

< amended by revising paragraphs (a),
(c}{1} and (d) to read as follows: -

§1.629 Effect of preliminary statement.
(a)A party shall be strictly held to any

date alleged in the preliminary

statement. Doubts as to {1} definiteness
or sufficiency of any allegation in a
preliminary statement or (2) compliance
with formal requirements will be
resolved against the party filing the
statement by restricting the party to [the

~earlier of} its Efiling date or] effective

filing date or to the latest date of a
period alleged in the preliminary -
statement f,]'as may be appropriate. A
party may not correct a preliminary
statement except as provided by § 1.628.

* - - L]

(c]! * &

{1} Shall be restricted to the [earher
of the] party’s Efiling date or] effective
filing date and

L3 L L] - -

{d)Ifa party files a preliminary
staternent which contains an allegation
of a date of first drawing or first written
description and the party does not file

- acopy of the first drawing or written

description with the preliminary

F17

statement-as required by § 1.623(c),
§ 1.624(c), or § 1.625(c), the party will be

_Testricted to the [earlier of the] party’s

[filing date or} eHective filing date as'to
that allegation unless'the party complies
with §1.628(b). The content of any
drawing or written description .
submitted with a preliminary staternent
will not normally be evaluated oz~
considered by the Board.

- - ”» * L

31. Section 1.630 is proposed to-be
revised to read as follows:

§1.630 Rellance on earller application.

‘A party shall not be entitled to rely on
the filing date of an earlier P-filed -
application [filed in the United States
or abroad] unless (a) the earlier

. _apphcauon is identified (§ 1.611(c){5)

in the notice declaring the interference

" or (b) the party files a preliminary

motion under § 1.633 seeking the benefit

of the filing date of the earlier

application,
32. Section 1.631 is proposed to be
amended by revising paragraph (z] to

- read as follows:

© §1.631 Access to preliminary statement,

service of preliminary statement.

(a) Unless otherwise ordered by an
P-administrative patent judge-&

'fexaminer-in-chief] on preliminary
- motions filed under §1.633, any
= preliminary statement filed under

§1.621{a) shall bie opened to inspection

- by the senior party and any junior party

who filed a preliminary statement.
Within a time set by the
B~administrative patent judge-d . -~

- {examiner-in-chief], a party shall serve
a copy of its preliminary statement on
each opponent who'served a notice
under §1.621{b).

* L * * «

- "\
33. Section 1.632 is proposed to bo
revised to read as follows:

§1.632 Notice of Intent to argue

.abandonment, suppression or concealmem

by opponent.

- A notice shall be filed by a party who
intends to argue that an opponent has
abandoned, suppressed b=, or
concealed an actual reduction to
practice (35 U.S.C. 102(g)). A party will

“'not be permitted to argue abandonment,

suppression, or conicealment by an
opponent unless the notice is timely
filed. Unless authorized otherwise by an
P~administrative patent judge-
fexaminer-in-chief], a notice is timely
when filed within ten (10) days
P-after<d [ of] the close of the
testimony-in-chief of the opponent.
34, Bection 1.633 is proposed to be

- amended by révising paragraphs (a).’
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(a)(1), (a){2}, (b)(2), (i), (g} and (i) to read
as follows:

§1.323 Preliminary motions.
- * x L *

(a) A motion for judgment
Bragainst< {on the ground that} an
opponent's claim corresponding to a
count P~cn the ground that the c...,.tm4

- is not patentable to the cpponent. In
kﬂ'decid‘mg an issue raised in-d
fdetermining} a motion filed under this

"paragraph, a claim [may} P=will<d be
construed [by reference to the prior art
of record} P=in light of the specification
of the application or patent in which it
appears~<d A motion under this

aph shall not be based on:

. {1} Pnority of inveniion [of the

subject matter of a count} by the moving

" . party as against any opponent or

(2) P>Derivation-® Egenvanon} of the
¥>inventiond [subject matter of a

count] by an opponent from the moving -

. pan¥' See 1.637(z).

(2) no claim of a party wh.;ch
corresponds to a count is identical to
any claim of an opponent which
- .corresponds to that count. See
".-§1.637(a). »When claims of opponents
are presented in “means plus function”
. format, it may be possible for the claims
.. ofthe opponents not to define the same
patentable invention even though the

" claims contain the same literal

wording.-
s ., : - - - -
(f) A motion to be accorded the

"benefit of the filing date of an earlier
* p-filed application [filed in the
- United States or abroad]. See § 1. 637 (a)

and (.

_ * {g) A motion to attack the benefit
o aCcorded an opponent in the notice

“ declaring the interference of the fling
..date of an earlier P~filed-d application
[filed in the United States or abroad].
See §1.637 (a) and (g).

" (i) When a motion is filed under
. paragraph{a), (b), or {g) of this section,
_ an opponent, in addition to apposing
the motion, may file a motion to
redefine the interfering subject matter
under paregraph {c) of this section [or]
P> < 2 motion to substitute g different
.. applcation under paragraph (d) of this
. section P, or a motion to add a reissue

apphcatmn to the interference under.

paragraph (h) of this section-.

35. Secuon 1.636 is proposed to be

. amended by revising paragraphs (a)
" through {d) to read as follows:

§1.636 Motions, time for filing.

“ {a) A preliminary motion under
§ 1.633 (a} through (h) shall be filed

-

within a time period set by an

. B-administrative patent judge-«

[examiner-in-chief].
{b) A preliminary motion under

" §1.633 (i} or (j) shall be filed within 20

days of the service of the preliminary
mction under § 1.633 fa), (b}, {c}(2), or
{g) unless otherwise ordered by an
Pradministrative patent judge-<
Fexaminer-in-chief}

() A moticn under §1.634 shalibe .-
“diligently filed after an error is

discovered in the inventorship of an
spplication or pstent involved in an
interference unless otherwise ordered
buy an badministrative law judge<
fexaminer-in-chief].

(d) A motion under §1.635 shall be
filed as specified in this subpart or
when appropriate unless otherwise
ordered by an ¥~administrative patent
judge® [examiner-in-chief].

36. Section 1.637 is proposed to be

‘amended by revising paragraphs (a), (b}, .

(e)(1){v), (c)(1){vi), (e)(2](i1), {c}(Z}(lu).

- (e)(3)ii). (e)(43li), (e)(4)(ii), (d)

introductory text, (e}(1}(viii}, (e](z)[vu]
(H1{2), (h)3), (h)(4) to read as follows,
deleting paragraphs (c}{2)(iv), (¢}(3)(iii),
{(d)(4) and redesignating them as
“Reserved.” and adding paragraphs

“{e){1){vii), (e}(1)(ix), (e}(2)(viii} to read as .
follows:

" §1.637 Content of motions.

. () A party filing 4 motion has the

- .. burden of proof to show that it is

entitied to the relief sought in the
motion. W-Each-® [Every] motion shall
include {1) a statement of the precise
relief requested, (2) a statement of the
material facts in support of the rpotion
P preferably in numbered

- paragraphs-#, ard (3) a full statement of
- the reasons why the relief requested

should be granted ®™=If a party fles a

motion for judgment under § 1.633{a)

against an opponent based on the

“ground of unpatentability over prior art,

and the dates of the cited prior art are .
such that the prior art appears to be
applicable to the party, it will be
presumed, without regard to the dates

‘alleged in the preliminary statement of

the party, that the cited prior art is
applicable to the party unless there is

“included with the motion an

explanation, and evidence if
appropriate, as to why the prior art does
not apply to the party. If the motion fails

- to include a sufficient explanation or

evidence, the party will notbe -
permitted to rely on any such
explanation or evidence in response to
or in any subsequent action in the

. interference.-d

. (b) A motion under [§] 5§ 1.633,

1,634 or 1.635 shall contain a
‘certificate by the moving party stating

F18

that the moving party has conferred
with all fopposing parties]
B-gpponents=4 in an effort in good faith
to resolve by agreement the issues raised
by the motion. ¥ The certificate shall
indicate that the reasons and facts in
support of the motion were discussed

- with each opponent and, if an opponent

has indicated that it will oppose the
motion, identify the issues and/or facts
believed to be in dispute.<d [A moving
party shall indicate in the motion
whether any other party plans to oppose
the motion.} The provisions of this
paragraph do not apply to a motion to
squress evidence (§ 1.656(h)).

1 « w %

(v) Show that each proposed count
Wis patentable over the pricr art and-4
defines a separate patentable invention
from every other count Ppropesed to
remain-# in the interference.

.{vi) Be accompanied by a motion

- -under § 1.633(f) requesting the benefit of

 the filing date of any earlier B~filed
.application [filed in the United States
‘ot abroad] P, if benefit of the earlier

filed apphcatmn is desired with respect
to a proposed count-d,
P=(vii) If an opponent is accorded the

“benefit of the fling date of an earlier

filed application in the notice of

.declaration of the interference, show
. why the opponent is not entitled to

benefit of the earlier filed application

:. with respect to the propased count.

Otherwise, the opponent will be
presumed to be entitled to the benefit of
the earlier filed spplication with respect

to the proposed count.~d .-

2*’*

(ii) Show that the »claimt pmposed
P10 be amended % or added [claim]
defines the same patentable invention as
the count. .

(iii). Show the patentab1hty to the
epplicant of each Pclaim proposed to
be# amended or added [claim] and

-apply the terms of the B~claim proposed

to be# amended or edded {claim] to
the disclosure of the application; when
necessary a moving party applicant
shall file with the motion [an} P>a
proposedd amendment [making the
amended] ¥=to the application
amending the claim corresponding to
the countf or [added] ¥~adding the
proposed additional & claim to the
applicaticn.

iv) P~Reserved.~® [Be accompanied
by a motion under § 1.633(f} requesting
the benefit of the filing date of any -
earlier application filed in the United
States or abroad.]

(3} ***

(ii) Show the claim defines the same
patentable invention as B=another claim
whose designation as corresponding




Federal Register / Vol. 59, No. 190 / Monday, October 3, 1994 / Proposed Rules

50199

to~d the count ¥-the moving party does
not dispute~
{iii) ®Reserved. -4 {Be accompanied
by a motion under § 1.633(f) requesting
the benefit of the filing date of any
earlier application filed in the United
- ‘States or abroad.]

4 * & =
... [ii} Show #=(A) that the claim does

_not define the same patentable
invention as any other claim
[designated] P~whose designation-%in
the notice declaring the interference as
corresponding to the count the party
 does not dispute and (B) that the claim
cannot serve as the basis for a motion
under § 1. 633{0)(1) toadd a new

" count=l.
= * - k] *
;" {d) A preliminary motion under
--.§.1.633(d) to substitute a different
‘application Bof the moving party-4
;.-shall: -y :
- * ®” e *

(4) ™Reserved. 'd [Be accompanied
- by a motion under § 1.633(f} requesting
-~ the benefit of the filing date of an earlier.
application filed in the Umted States or
“abroad].
(el * x x
{1] x= *® 0w
- .-{viii) Be accompanied by a motion
under § 1.633{{) requesting the benefit of
the filing date of an earlier Pfiled-
application [filed in the United States
. or abroad} P, if benefit is desired with
-respectto a proposed count-

b(ix) If an opponent is accorded the o

benefit of the filing date of an earlier
. filed application in the rotice of

. declaration of the interferenice, show

why the opponent is not entitled to
benefit of the earlier filed application

.. with respect to the proposed count.

Otherwise, the opponent will be
presurned to be entitled to the benefit of
the earlier filed application with respect
to th)e proposed count.~d

(2 L ’
: [vii)Be accompamed by a motion”
“. . under §1.633(f} requesting the benefit of

_the filing date of an earlier #filed-
application [filed in the United States
or abroad]) ™, if benefit is desired with
respecttoa proposed count-,

P-(viii) If an opponent is accorded the
benefit of the filing date of an earlier
filed application in the notice of

_declaration of the interference, show
why the opponent is not entitled to
benefit of the earlier filed application

- with respect to the proposed count.

- . Otherwise, the opponent will be

presumed to be entitled to the benefit of
the earlier filed application with respect
to the proposed count.

[2] When the earlier apphcauon is an
.. application filed in the United States, ’

certify that a complete copy of the file
of the eazlier application, except for
documents filed under §1.131 or
§1.608, has been served on all
opponents. When the earlier application

- _is an application filed »in a foreign

country- fabroad}, certify that a copy

- of the application [filed abroad] has

been served on all opponents. If the
earlier ™ filed - application [filed
abroad] is not in English, the
requirements of § 1.647 must also be
met.

(h) t * %

. (3) Show the patentability of all
claims in, or proposéd te be added to,
the application for reissue which
correspond to each count and apply the
terms of the clairs to the disclosure of

_the application for reissue; when

necessary a moving applicaat for reissue
shall file with the motion an
amendment adding any proposed claim
to the application for reissue. A :
patentee may not move under § 1.633(h)}

.~to add a reissue applicatien that
"includes new or amended claims to be
. designated as not correspondingtoa

count.
{4) Be accompanied by a motion

.under § 1:633 sting the benefit of
under § {f) requesting the bene, of_::amen ded by revising paragraphs (a), (b),

the filing date of any earlier W-filod-

application {filed in the United States -
or abroad] =, if benefit is desired-d.

- 37. Section 1.638 is proposed to be
amended by revising paragraphs (a} and
(b) to read as follows:

" §1.628 Oppositlon and reply, time for

filing opposition and reply.

{a) Unless otherwise ordered by an
Padministrative patent judge--d

_. [examiner-in-chief], any opposition to
“ any motion shall be filed within 20 days

after service of the motion. An
oppositior shall (1} identify any
material fact set forth in the motion
which is in dispute and (2) include an

""argument why the relief requested in the

motion should be denied.
{b) Unless otherwise ordered by an
P-administrative patent judge--d

“{examiner-in-chief], #any- [a] reply
“shall be filed within 15 days after

service of the opposition. A reply shall
be directed only to new points raised in
the opposition.

38. Section 1.639 is proposed to be

" armended by revising paragraphs (a}, (c).
“and {d)(1) to read as follows:

§1.639 - Evidence in support of motion,
opposition, or reply.

{a) P~Except as provided in
paragraphs (c] through (g) of this
section, proof- [Proof} of any material
fact alleged in a motion, opposition, or
reply must be filed and served with the

F19

_motion, epposition, or reply unless the

proof relied upon is part of the

interference file ar tha fila afanv nate

As A s LAl AL g TULY P 18 .K
or application involved in the
interference or any earlier application
filed in the United States of which a

‘party has been accorded or seeks to be
-accorded benefit.

G - - - *

(c) If & party believes that additional
evidence in the form of testimony that

* is unavailable to the party is necessary

to support or oppose a preliminary
motion under §1.633 or a2 motion to
correct inventorship under § 1.634, the

party shall describe the natyre of any
_ proposed testimony 3s specified in

paragraphs {d) through (g) of this
section. If the P~administrative patent
judge== [examiner-in-chief] finds that
testimony is needed to decide the
motion, the P~administrative patent
judged [examiner-in-chief] may grant
appropriate interlocutory relief and
enter an order authorizing the taking of
testimony and deferring a decision on
tha(ad:)notion to final hearing.

{1) Identify the person whom it

expects {o [call] P~use-d as an expert;

EES = * L

39. Section 1.640 is proposed to be-
(L)1), (b){(2), (c). (d), (d}{1). (d)(3) and (e)

to read as follows:

§1.640 Motions, hearing and decision,

-redeciaration of interference, order to show

cause, _

. {a} A hearing on a motion may be held
in the discretion of the ™-administrative
patent judge~e [examiner-in-chief]. The .
P-administrative patent judge-d
[examiner-in-chiefl shall set the date
and time for any hearing. The length of

_oral argument at a hearing on a motion

is & matter within the discretion of the
P-administrative patent judge€
Texaminer-in-chief]. An
B~administrative patent judged .
[e\(ammer-m-chxef] may direct that a
hearing take place by telephone.

“(b} bgUnIegs an ad‘:'nmxls)t:atwe patent
judge or the Board is of the opinion that
a decision on a preliminary motion

* ‘would materialiy advance the resolution
- of the interference, decision on &

preliminary motion shall be deferred to

- final hearing.~d Motions Potherwised
" will be decided by an ®-administrative

patent judge-< [examiner-in-chief]. An
P»-administrative patent judge
{examicer-in-chief] may corsult with
an‘exarmniner in deciding motions
involving a question of pateotabﬂny An
P=administretive patent judge-d -
[examiner-in-chief] P-may take up
motions for decision in any order and~<1
may grant or deny any motion or take
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such other action which will secure the
just, speedy, and inexpensive
determination of the interference. A
matter raised by a party in support of or
in opposition to a motion that is
"deferred to finz] hearing will not be
entitled to consideration at final hearing
unless the matter is raised in the party’s
brief at final hearing. If the
administrative patent judge determines
* that the interference shall proceed to -
final kearing on the issue of priority or
derivation, a time shall be set for each’
party to file a paper identifying any
.. decisions on motions or on malters
. raised sua sponte by the administrative

o patent judge that the party wishes to

have reviewed at final hearing as well

s identifying any deferred motions that .
Ty Connlying ooy Dsidered "+ rendering the decision. »~An opponent

~. the party wishes to have considered at

final hearing. Any evidence that a party .

- wishes to have considered with respect
. .to the decisions and motions identified
by the party ar by an opponent for
‘consideration or review at final hearing,
including any affidavit filed by the party
under § 1.608 or 1.639(b), shali be :
served on the opponent during the

“testimony-in-chief period of the party.~d

* i-[1)™When appropriate after the time

“-expires for filing replies to oppositions

- to preliminary motions=d {When
preliminary motions under § 1.633 are

" .décided], the P-administrative patent

judge-d [examiner-in-chief] will [,

when necessary,] set a time for ling

" any-amendiment to an application

involved in the interference and for
“Hling a supplemental preliminary

" - statement as to any new counts Pwhich"
- may become-® involved in the S

“interference Wif a preliminary motion
- to amend or substitute a count has been
filed- Failure or refusal of a party to

by an P-administrative patent judge<%
[examiner-in-chief] shail be taken

* without further action as a disclaimer by

" ‘that party of the invention involved. A
supplemental prelirmninary statement

shall roeet the requirements specified in

§1.623, §1.624, §1.625, or §1.625, but
need not be filed if a party states that
it intends to rely on a preliminary
statement previously filed under

At an appropriate time in

" [After the time expires for filing eny
amendment and supplemental

. preliminary statementj, P~an order will

be entered redeclaring [the examiner-in-

chief will, if necessary, redeclare] the .-

" interference.

(2} After ®-the time expires for filing

. preliminary motions4 [a decision is

entered on prelirzinary motions filed
- under § 1.6331, a further
P=preliminary<® motion under § 1.633

will not be considered except as
provided by § [1.655(b)] B=1.645(b}.
(c) When-a decision on any motion
under § 1.633, §1.634, or § 1.635 o1
on any matter raised sua sponte by an
administrative patent judge is entered
which does not result in the issuance of
an order to show cause under paragraph
{d} of this section, a party may file a
request for reconsideration within 14

-days after the date of the decision.
- =The request for reconsideration shall

be served by hand or Express Mail.-d
The filing of a request for

‘reconsideration will not stay any time’

period set by the decision. The request
for reconsideration shall specify with
particularity the points believed to have
been misapprehended or overlooked in

may file an opposition within 14 days
after service of the request for
reconsideration.~¥ [No opposition to a

request for reconsideration shall be filed.

unless requested by an examiner-in-
chief or the Board. A decision of a single
examiner-in-chief will not ordinarily be

" . modified unless an opposition has been

requested by an examiner-in~chief or the
Board. The request for reconsideration
shall be acted on by a panel of the Board

consisting of at least three examiners-in- .
. chief, one of whom will normally be the
...examiner-in-chief who decided the

motion].

. (d} An P~administrative patent
" judged [examiner-in-chief] may issue
.. an order to show cause why judgment -
. 'should not be entered against a party
" when: _
> . {1) A decision on a motion Por on a

matter raised sua sponte by an
administrative patent judgeis entered
which is dispositive of the interference

-against the party as to any count;
timely present an amendment required - & party y

= * k] L3 -

. {3) The party is a junior party whose
‘preliminary statemnent fails to overcome

the [earlier of the filing date or]
effective filing date of another party.
(e) When an order ta show cause is

issued under paragraph {d} of this

section, the Board shall enter judgment

" in accordance with the order unless,

within 20 days after the date of the
order, the party against whom the order

» issued files a paper which shows good

cause why judgment should not be

. entered in accordance with the order.

P=(1) If the order was issued under
paragraph (d)(1} of this section, the -
paper may (i) request that final hearing

‘be set to review any decision which is
- the basis for the order as well as any

other decision of the administrative
patent judge that the party wishes to
have reviewed by the Board at final
hearing, or (ii) fully explain why
judgment should not be entered.

F20

{2)+d Any other party may flea
response to the paper within 20 days of
the date of service of the paper. BIf the

- order was Issued under paragraph (d}{10

of this section and the paper includes a
request for final hearing, the response
must identify every decision of the
administrative patent judge that the
responding party wishes to have

- reviewed by the Board at a final hearing.

If the order was issued under paragraph
{d)(1) of this section and the paper does

... not include a request for final hearing,
. the response may include a request for

final hearing, which must identify every

-decision of the administrative patent

judge that the responding party wishes
to have reviewed by the Board at a final
hearing. Where only the response
includes a request for a final hearing,
the party that filed the paper has 14
days from the date of service of the
response in which to file a
supplemental paper identifying any

- other decision of the administrative

patent judge that the party wishes to
have reviewed by the Board at a final
hearing.

£3) Tine paper or the response thereto

" should be accompanied by a motion
'(§ 1.635) requesting a testimony period

if a party wishes to introduce any
evidence to be considered at final

- Hearing {§1.671). A request for a
“testimony period shall be construed as
" including a request for final hearing.

(4) If the paper contains an

"explanation of why judgment should

not be entered in accordance with the
order and no party has requested a final
hearing, the decision that is the basis for
the order shall be reviewed based on the
contents of the paper and the response.
If the paper fails to show good cause,
the Board shall enter judgment against
the party against whom the order-
issued. - [If the party against whom the
order was issued fails to show good

-cause, the Board. shall enter judgment
.against the party, If a party wishes to

take testimony in response to an order
to show cause, the party’s response
should be accompanied by a motion
{§ 1.635) requesting the testirnony

- period, See §1.651{(c)(4).]

40. Section 1.461 and the section

: -heading are proposed to be revised to

read as follows: :

51.641 Unpatentability discovered by
P-administrative patent judge-€ [examinsr-
In-chilef].

_ =i(a)» During the pendency cf an
' interference, if the “¥administrative

patent judgeb™ [examiner-in-chief]

~becomes aware of a reason why a claim
-=fldesignated to correspondP™"
"'kcorresponding] to a count may not be

patentable, the <€administrative patent
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judgeb- [examiner-inc-chief] may
<genter an order noti fymgl* [rmufy]

[ I P & Nt 7 |

the Paruss Ga Lhc eason and st a umu -
within which each party may present its
viewsd, which may include argument
. and any appropriate preliminary
motions under § 1.633{c), {d) or (b},
_ including any supporting evidenced™. -
»)ife party umely filesa
preliminary motion in response to the
order of the sdministrative patent judge,
. any opponent may file an opposition
- pursuant to § 1.638(a). If an opponent
" files an oppositon, the pany may reply
pursuant to § 1.638(h).
()@ After considering any timely
filed views, ®including any timely

- filed preliminary motions under e
§1.633, € the P~adminissative patent

" judge# [examiner-in-chief] shall
decide how the interference shall
proceed. b

41. Sectmn 16421s proposed todbe
‘revised to read as follows:

-~ §1.642 Addiﬂonofappﬂcaﬁonorpatmuo,_
‘interference.

" During the pendency of an o
interference, if the P~administrative

.- patent judge<€ [examiner-in-chief] -

‘becomes aware of an application of a
patent not involved in the interference
. which claims the same patentable
-invention as a count in the interference,
- the Padministrative patent judge-d
“Jexaminer-in-chief] may add the
. application or patent to the interference’
“on such terms as may be fair to all
- 42.Section 1.643 is proposed m be
amended by revising pa:agraph (bl to
-read as follows:

~*""opposition to a petition shall be filed

§1.643 Prosscution of lnter!ere_nce by
assignea. .

- i x = *

(b)Anassxgneenfapanmterestman‘

apphcatmn or patent involved in sn
interference may file a motion {§ 1:635)
. for entry of an order anthorizing it to
prosecute the interforence. The motion

-shall show (1) the inability or refusal of

the inventor to prosecute the

" interference or{2) other cause why P~it

is in the interest of® [the ends of]

- justice P=to permit-<& {require that] the

assignee of a part interest [be
permitted] to prosecute the
‘interference, The Padministrative

" ‘patent judge=d [examiner-in-chief] may

. allow the assignee of a part interest to

“prosecute the interference upon such .~

terms as may be appropriate.

43, Section 1.644 is proposed to be
amended by revising paragraphs {a),
(a){1}, ()(2), (b}, [c), (d), {f) and (8) to

read as follows:

§1.644 Petitions in Interferences.

{a) There is no appeal to the
Comtnissioner in an interference from a
decision of an ™ administrative patent
judge~d [examiner-in-chief] or Pthe
Board- [a panel consisting of more
than one examiner-in-chief]. The
Commissioner will not consider &
petition in an interference unless:

" "{1) The petition is from a decision of

-an Padministrstive patent judge~d .
- [examiner-in-chief] or {z panel] #the -

Board- and the #administrafive

. patent judge@ [examiner-in-chief] or

the [panel] #Board~& shall be of the .

.opinion

-4 ' = - -

- {2) The petition'seeks to invoke the
supervisory authority of the

i/ Cornmissioner fand is not filed priorio

the decision of the Board awarding

* " judgment] and does not relate to

“x - T ow = -

(3)- * -

b) A peutmn under paragraph (a)(n
ofthxs section filed more than 15 days

- after the date of the decision of the

P=administrative patent judge-d

»+ [examiner-in-chief} or the {panel]
- P=Board-® may be dismissed as
- untimely. A petition under paragraph

{a}(2) of this section shzll not be filed
prior to ™the party's brief for final
hearing {see § 1.656) [the decision by -

the Board awarding judgment).-Any =
- petition under paragraph {a}(3} of this

section shall be imely if it is made as

part-of, or simultaneously with, a proper.

motion under §1.633, §1.634, or §1.635
P-when granting the motion would
require waiver of a rule=d. Any

within 15 days of the date of service of .

the petition.
= (c) The filing of & petition shail not
“stay the proceeding unless a stay is

pranted in the discretion of the

P=adminjstrative patent judge-d

[examiner-in-chief, the panel], P-the -

_ Board, or the Commissioner.

_{d} Any petition must cortain a
statemnent of the facts involved I;

. preferably in numbered paragraphs,-d

and the point or points to be reviewed

‘and the action requested. [Briefs or
. memoranda, if any, in support of the
__petition or opposition shall accompany

or be embodied therein.] The petition -

- will be decided on the basis of the

record made before the P~administrative -
patent judge-& [examiner-in-chief] or
the [panell ™ Board& and no new

~evidence will be considered by the

Commissioner in deciding the petition.
Copies of documents already of record
in the interference shall not be
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subrpitted with the petition or
opposition.

(D Any request for reconsideration of
a decision by the Commissioner shall be
filed within ™14-® [15] days of the

- . decision of the Commissioner and must

be accompanied by the fee set forth in
§1.17(h). No opposition to a request for

- reconsideration shall be filed unless

-requested by the Commissioner. The
decision will not ordinarily be modified

“ unless such an opposition has been

uested by the Commissioner.
%g) Where reasonably possible, service
-of any petition, opposition, or request
-for reconsideration shall be such that

" delivery is accomplished within one

~working day. Service by band or [*]

Express s Mail [3 complies with this
paragraph.

E - * L * *

: 44, Secticn 1.645 is proposed to be
‘amended by revising paragraphs {a), (b}

i -@d {d) to read as follows:

§ 1.845 Extension of time, {ate papers, sty
of proceodings.,
-{a) Except to extend the time for fling
a notice of appeal to the U.S. Court of

. Appeals for the Federal Circuit or for

commencing a civil action, a party may
file a motion (§ 1.635) seeking an

~_extension of time to take action in an

-interference. See § 1.304(a) for
extensions of time for filing & notice of
‘appeal to the U.S. Court of Appesls for
the Federal Circuit or for commencing a
civil action. The motion shall be filed
‘within sufficient time to actually reach
‘the ®-administrative patent ]udge'd
_[examiner-in-chief] before expiration of

’the time for taking action. A moving
" party should niot assume that the motion
" will be granted even if there is no

objection by any other party. The
‘motion will be denied unless the_
moving party shows good cause why an

" extension should be granted. The press

of other business arising after an
“Padministrative patent judge-<
‘[examiner-in-chief] sets a time for
‘taking action will not normally
canstitute good cause. A motion seeking
additional time to take testimony
because a party has not been able to

" procure the testimony of & witness shall

" set forth the name of the witness, any
steps taken to procure the testimony of
the witness, the dates on which the
steps were taken, and the facts expected
to be proved through the witness.

{b) Any paper belatedly filed [.J will
not be considered except upon motion |

{§1.635) which shows P~gocd-d

" [sufficient] cause why the paper was
not timely filed [.1 ®orah
administrative patent judge or the
Board, sua sponte, is of the opinion that
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it would be in the interest of justice to
- consider the paper.~% See § 1.304(a) for -

exclusive procedures relating to belated

filing of a notice of appeal to the 11.S.

Coust of Appeals for the Federal Circuit -

_-or belated commencement of a civil
action.
-+ (d) {In an appropriate circumstance,
-an} P-An administrative patent judge
{examiner-in-chie{} may stay
_ procesdings in an interference.
45. Section 1.645 is proposed to be
amended by revising parag:ra phs (a)(1),
a2}, ). {c), (c}(1), (c}{4),.(d) and (e),
. redesignating paragraph (c){5) as (c}(6)
and revising it, and adding a new
paragraph {c){3) to read as follows:

(a) * = &
{1) Prelimnipary statemnents when filed

" under § 1.621% preliminary statements
shall be served when service is ardered

by an P~administrative patent judge~%
fexaminer-in-chief]. -

{2) Certified transcripts and exhibits .-

which zccompany the transcripts filed -
‘under § [§1 1.676 [or 1.684]; copies of
. transcripts shall be served as part of a

- party’s record under §1.653(c).

"~ (b) Service shail be on an attorney or :
- agent for a party. If there is no attorney

‘or ageat for the pasty, service shallbe -

_an the party. An P~administrative
. patent judge~ Fexaminer-in-chief} may

. . _or:der additional service or waive service

where appropriate.
" "{c) Unless otherwise ordered byan
P-administrative patent judge-d
" [examiner-in-chief], or except &s

-~ otherwise provided by this subpart,

service of a paper shall be made as

" follows:

(1) By bandirga copy of the paper

- ®~or causing a copy of the paper o be

" handed<€to the person served.

.= * - = =

:+ {4} By mailing a copy of the paper by
. first cless mail; when service is by

.- ¥first class mail the date of meiling
_is regarded as the date of service.

" - (5}P=By mailing a copy of the paper

by Express Mail; wher service is by

‘Express Mail the dzte of deposit with

‘the U.S. Postal Service is- regarded asthe °

date of service.
(6) <€ When it is shown to the
' sahsfacuon of an ™-zdminisirative

. patent judge=e [examiner-in-chief] that

" nene of the ebove methods of obtaining
‘or serving the.copy of the paper was
successful, the P~administrative patent

-, service by publication of an 2pproprizte
~.notice in the Official Gazette.

(d) An P~administrative patent
judge€ [examine:-in-chief} may order

attached to, or appearing in, the paper -
“stating the date and manner of gervice .

that a i:aper ba served by hand or
[“}Express Mail[”].
(¢} ®The due date for serving a paper

is the same as the due date for fling the

paper in the Patent and Trademark
Office.~& Proof of service must be made

- ‘before a paper will be considered in an

interference. Proof of service may
appear on or be affixed to the paper.

. Proof of service shall ihch:ge the date
..end manner of service. In

e case of
personal service under paraaraphs (c}1)
thrtmgh {c)(3) of this section, proof of
service shall include the names of any

- person served and the person who made
- the service. Proof of service may be

made by an acknowledgment of service
by or on behalf of the person served or

. ‘" a staternent signed by the party or the
- §1.646 Service of papers, proof of service.

party's attorney or agent containing the”
information required by this section. A
statement of an attomey or agent

will be accepted as prima facie proof oi_'
service.

46. Section 1.647 is proposed tabe
revised to read as follows: ‘

§1.647 Translation of documant Ikt forelgn
language.

When & party relies on a document
B-or is required to produce a
document=¥ in a language other than

". English, a translation of the document

into English and an zaffidavit attesting to’
the accuracy of the translation shall be
Bied with the document. -

.. 47, Section 1.651 is proposed 1o be

- zmended by revising paragraphs (a),
“{a)(2), (c}1), (c}(2), {c}{3) ard {d) to read -

as follows:

§1.651 -Setting nmes for discovery and
taking testimony, parties entitled to tai-e .

_ tasﬂmony

(a) At an appropriate siage in an

interference, an P~administrative patent

)udge4 [examiner-in-chiefl shall set
(2) Testimony periods for tzking any
necessary testimony [(testimony

includes testimony to be taken abroad

under § 1.684)J.
* x® E 4 * -

(C) * W

(1) The I‘*admlmstrauve patent
iudge‘ﬂ [examiner-in-chie(} orders the
taking of testimony under §1.539{c};

(2) The party alleges in its preliminary
statement a date of invention prior to

the [earlier of the filing date or}
" effective filing date of the senjor party;
judga-< {exam_ner-m—dnef] may order -

'{3) A testimony period has been set to

~permit an opponent to prove a date of

invention prior to the [earlier of the
filing date or} effective filing date of the
party and the party has fileda
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preliminary statement alleging 2 date of
invention prior to that date. or
- - L3 L *

(d) Testimzony, including any
testimony to be taken P=in 3 foreign
country [abroad under §1 684} shall
be taken and completed during the
testimony periods set under paragreph

. (a) of this section. A party seeking to

extend the period for taking testimony
must comply with §1.635 and '
- §1.645(a).

48. Section 1.652 is proposed to be

revised to read as follows:

§1.652 [udgment for fallure to take

© - testimony or file record.

If a junior party fails to timely take
testimony authorized under § 1.651, or

file a record under § 1.653(c), an
. peadministrative patent judge-t
‘[examiner-in-chief}. with or without a
- motion (§ 1.635) by another party, mey
issue an.order to show cause why

judgment should not be entered against
the junior party. When an order is
issued vnder this section, the Board

- shall enter judgment in accordance with

the order unless, within 15 days after
the date of the order, the junior party
files a page which shows good cause

- “iwhy judgrent should not be entered in

accordance with the order. Any other
party may file a response to the paper
within 15 days of the date of service of

.the paper. If the party against whom the

order was issued fails to show good
cause, the Board shall enter judgment

_against the party.

49, Section 1653 is proposed to be
-gmended by deleting paragraphs.(c}{5),
(ﬂ and (h) and redesignating them as

. "Reserved” and by revising paragraphs
(a}. (b), {c), (c}(2). (c}(4), (g} and {i} to

read as follows:

§1.653 Hecord and exhibits.
(a) Testimony shall consist of

. sffidavits under [§ 1 P55 1.672(b)
b, [c)and [{e)] P{g), 1.682(c),
" 1.683(b) and 1.688{b}*W, transcripts of
.-depositions under §§ [1.672(b) and (<]}
P-1.671(g) and 1.672(a) when a
- deposition is authorized by an

administrative patent judge, transcripts
of depositions under §§ 1.672{d},

. 1.682(d), 1.683(c) and 1.688(c}*, agreed
.“statemnents [of fact} under § £1.672(1)}
1,672 (h)~d, fand] tanscripts of

interrogatories, cross-interrogatories,
and recorded answers P~and copies of
written interrogatories and answers end
‘written requests for admissions and
answers~® under § [1.684(c)}
b~1.688(a)

{(b) An affidavit chall be filed as set
forthin § [1.672(L)F 1677 &
certified transcript of a deposition ¥ <%

- including a depesition cross-examining
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an affiant, shall be filed as set forth in
(51 P55 1.676 B, 1.677 and
1.6784 An original agreed statement
shall be Bled as set forth in
b§1.672(h)M(§1.672(f). A trcmscnpt
of interrogatories, cross-interrogatories,
. and recorded answers shall be filed as
" set forth under § 1.684(c]1. -

() In addition to the items specified
-in paragraph (b) of this section and
‘within a time set by an Padministrative

patent judge,~d [examiner-in-chief}
. each party shall file three copies and
. serve one copy of a record consisting of:
' (1) An index of the names of [each
witness] Pthe witnesses for the
" party,~d giving the pages of the record
where the direct testimony and cross-
examination of each witness begins.
* - - - L -
© (4) Ezch (i) afEdavit P~by a witness
for the party=d, (ii} transcript, including
.transcripts of cross-examination of any

affiant Pwho tesnﬁed for the party and . "
. filed in an envelope or folder and ‘shall

transcripts of compelled deposition -
testimony by a witness for the partyd, -

" (iii) agreed statement relied upon by the

party, and {iv) transcript of
. .interrogatories, cross-interrogatories and

o . -recorded answers [filed under

. 'paragraph (b) of this section].
. (symReserved.~™ [Each notice,
. _ofﬁc:ta] record, and publication relied

* “upon by the party and filed under

..§51.682{a).]

- . () MReserved.~® [The record may be
" . typewritten or printed.]
{g) [\When the] ¥»The {is printed,
it] may be produced by standard -
- typographical printing or by any
. Pother process capabls of producing .-
a clear black permanent image- All

e p_rmted matter except on covers must

.. appear in at least 11 point type on
opaque, unglazed paper. [Margins must -
be justified.] Footnotes may not be
printed in type smaller than 9 point..
The P~pages& {pages] size shall be
. 21,8 by 27.9 am. (8%z by 11 inches)

{letter size)li {872 by 11 inches {21.8 by
:27.9 cm.)] with [type] B=printed--

. matter ™16.5 by 24.1 cm. (62 by 9%

" inches)® [6%: by 9% inches (16.5 by
24.1 cm.}]. The record shall ba bound
- Iwith covers at their left edges in such
- manner as<% to lie flat when open P~to
any page and in one or more volumes
of convenient size {approximately 100
pages per volume is suggested). When
there is more than one volume, the
* . numbers of the pages contained in each
- volume shall appear st the top of the
cover for each volume=d.
~ {h) ¥Reserved.~d [When the record
is type written, it must be clearly legible
"on opague, uuglazed, durehie paper

spproximately 814 by 11 inches (21.8 by.

"[c) of this section. PExhibits include

. contain a label which identifies the

- -, party submitting the exhibit and an
" exhibit number, the style of the

.. interference {e.g.. Jones v. Smith}), and .

27.9 cm.} in size (letter size). Typing - -

shall be double-spaced on one side of

- the paper in not smaller than pica-type :

with & margin of 1% (3.8 cm.) on the
left-hand side of the page. The pages of -
the record sha!l be bound with covers at-
their left edges in such manner to lie flat

. when open in one or more volumes-of

convenient size (apprommate}y 100
peges per volume is suggested).

- Muitigraph or otherwise reproduced -

. copies conforming to the standards
'specified in this paragraph may be

. accepted.]

{i) Each party shall file its exhibits
with the record specified in paragraph

documents and things identified in

" . affidavits or on the record during the
. taking of oral depositions and offcial
" records and publications filed by the'

party under § 1.682{a).~# One copy of
each documentary exhibit shallba * .-
served. Documentary exhibits shall be

. not be bound as part of the record.

Physical exhibits, if not filed by an |
officer under § 1.676(d), shall be filed -
-with the record. Each exhibit shall

the interference nu.mber Whers

.., possible, the label should appear at the.
.. bottom right-hand cormner of each

documentary exhibit. Upon termination -
.. of an interference, an ™ administrative

patent judge® [examiner-in-chief) may -

. return an exhibit to the party filing the'

exhibit. When any exhibit is returned,
Fthe examiner-in-chief] »an order-<d
" shall ™be entered-d {enter an

appropriate order] indicating that the

: Z_exhibit hes been returned.

= ® V - * *

50. Section 1.654 is proposed to be
amended by revising paragraphs {a) and

[d} to read as follows
' §1 654 Final hedring.

{a) At an appropriate stage of the

"“interference, the parties wiil be given an
" opportunity to appear before the Board |

to present oral argurnent at a final
hearing. An ¥ zdministrative patent
judge mayd [examiner-in-chief shall] .
set a date and time for final hearing,

. Unless otherwise ordered by an

D-adrninistrative patent judge--d

"[examinet-in-chief] or the Board, each

E,any will be entitled to no more then
30~ [60] minutes or oral argument

_at fina) hearing. B~A party who does not

file a brief for final hearing (§ 1.656(2))

“shall not be entitled to appear st firal |

hearing. €

Y - *® = *
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. | ‘or deferred to final hearin,
- the party shows good cause why the .
:-issue wes not {timely] Pproperly

" {d) After final hearing, the
interference shall be taken under

.advisement by the Board. No further
-... paper shall be filed except under

§ 1.658(b) or as authorized by an
Badministrative patent judge-d
[examiner-in-chief} or the Board. No
additional oral argument shall be had
unless crdered by the Board.

51. Section 1.655 is proposed to be

" amended by revising paragraphs {a}, (b}

and {c) to read as follows:
§1.855 Matters consldered In rendering a

* final declsion.

{a) In rendering a final decision, the

-, Board may consider any properly raised
“.“issue including (1) priority of invention,

{2) derivation by an oppenent from a
party who filed a preliminary statement

- under § 1.625, (3] patentability of the
"invention, (4) admissibility of evidence,
" {5) any interlocutory matter deferred to

final hearing, and {6) any other matter

" necessary to resolve the interference.
- The Board may also consider whether
“:pentry of any interlocutory order
.was [erroneous of] an abuse of
- discretion. All interlocutory orders shall
" ‘be presumed to have been correct and
* ~the burden of showing [emror or] an
~abuse of discretion shall be on the party

attacking the order. When two ormore ' .
interlocutory orders involve the same

¢ : {ssua, the last entered order shall be
. presumed to have been correct.

(b} A party shall not be entitled to

- raise for consideration at fina] hedring a
- matter which properly could have been

raised by a motion under §§ 1.633 or -

-.1.634 unless (1) the P~matter was

properly raised in a<& motion P>that-d
was {properly] P-timely- filed ®1y
the party under §§ 1.633 or 1,634 snd
the motion was denied or deferred to
final hearingd, (2) the matter was

- properly raised by fa] P>the party in .
" [an) Pa timely §led-d cpposition to a

motion under §51.633 or 1.634 and the
motion was granted over the opposition
g“‘? or (3}

raised by P-a timely filed € motion or

-opposition. P~A change of attorneys

during the interference generally does
not constitute good cause. A party who

. fails to contest, by way of 2 timely filed
preliminary motion under § 1.633{c), the
designation of a-cleim as corresponding
to & count may not subsequently argue
to an administrative patent judge or the

' Board the separate patentability or lack

of separate patentability of claims
designated to correspond to the
count, <&

. {c) ®In the interest of justice-® [To

- prevent manifest injusticel, the Board

mey P-exercise its discretion to%
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- consider an issue even though it would

. "niot otherwise be entitled to
consideration under this section.
52. Section 1.656 is proposed to be
amended by revising paragraphs {a}, (d},
{e), (g), (k) and (i), redesignating

paragraphs (b}{1) through (b}{6} as (b)(3}

through (b}(8), revising newly

designated paragraphs (b)(5) and (b)(6},

. and zdding new paragraphs (b){1) and
~(b){2) to read as follows:

§1.656 Briefs for final hearing.

(a) Each party shall be entitled to £le -

‘briefs for final bearing. The
Padministrative patent judge-€
{examiner-in-chie{] shall determine the

“briefs needed and shall set the time and .

' ordé)r for filing briefs.
R o &

.. (1) A statement of i mlerest
* .indicating:
(i} The full name of every party
represented by the attorney in the
interference. - .
: (ii) The narne of the real party in
“‘interest if the perty named in the
caption is not the real party in interest.

(2} A statement of related cases
“--mdxmtmg
{1) Whether the interference was -
2 prevlously before the Board for final

"heann

g
- {ii) The name and nurcber of a.ny

" “.related appeal or interference which is

pending before, or which has been
o "dec:ded by, the Board, or which is
““pehding before, or which has been
* decided by, the U.S, Court of Appeals
for the Federal Circuit or a district court

- in a proceeding under 35 U.S.C. 146. A

related eppeal or interference is one

. which will directly affect or be directly .
" affected by or have a bearing on the -

" Board's decision in the pending
interferencs.

(3= * =
7 P} [{2)] A statement of the
- issues presented for decision in the
interference.

P53} [{3])] A staiement of the facts
7 b=, preferably in numbered :

peragraphs,<d relevant to the issues

s . presented for decision with appropriate

' referﬂnces ta the record.
~b-{6)€ [(4)] An argument, which

. may be preceded by a suramary, which |
*shall contain the cortentions of the

party with respect to the issues P™it is
raising for consideration at final

" hearing= [to be decided], and ths
_reasons therefor, with citationsto the .

" . tases, statutes, other authorities, and

parts of the record relied on.
‘P~(7)4 [(5)] A short conclusion
stating the precise relief requested.
F{B]d [p 6}J An appendxx cogptaining
8 copy of the counts.

n x L * L

(d) I.'-Unless ordered otherwise by an

. sdministrative patent judge, briefs shall

be double-spaced (except for footnotes,
which may be siegle-spaced) and shall
comply with the requirements of
§1.653(g} for records except the
requirement for binding.~# {Briefs may
be printed or typwritten. If typewritten,

-legal-size paper may be used. The
"opening brief of each party in excess of

50 legal-size double-spaced typewritten

- pages or any other brief in excess of 25 -

legal-size double spaced typewrTitten
pages shall be printed unless a

- satisfactory reason be given why the

brief should not be printed. Any pnnted
brief shall comply with the
requirements of §1.653(g). Any

typewritten brief shall comply with the
. requirements of §1.653{h), except jegal-
‘size paper meay be used and the binding

and covers specified are not required.}

copies of each briel must be filed.

o * - * *

(g} Any party, separate from its
opening brief, but filed corcurrently

- therewith, may file an original and
- =four+d [three] copies of concise
. propesed findings of fact and

conclusions of law. Any proposed
findirgs of fact shall be P-in numbered
paragraphs and- supported by specific
references to the record. Any proposed

- conclusions of law shall be B=in

numbered paragraphs andd supported |
by citation of cases, statutes, or other
authority. Any [opposing party}

. b-opponent‘ﬂ separate from its

opening or reply brief, but filed

_concurrently therewith, may file a paper
. accepting or objecting to any proposed

' findings of fact or conclusions of law;
"‘when objecting, a reasor must bs given.

The Board may adopl the proposed

_. Bindings of foct and conclusions of law
. 'in‘'whole or in part.

.. (R} If a party warts the Board in

" rendering its final decision torule on
. tha admissibility of any evidence, the -
. :party shall file with its opening brief an

original and Pfour< [three] copies of
s molion (§ 1.635) to suppreSs the
evidence. The provisions of § 1.637(%)

. do not apply to a motion to suppress

under this paragraph. Any obiection

. previously made to the admissibility of
- Bthe evidence of an opponent<¥ [an

opporent’s evidence] is waived unless
tke moticn required by this paragreph is

filed. PA party that failed to challenge -

the admissibility of the evidence of an
cpponent on & ground that could have
been raised in a timely objection under
§1.672(c}, 1.682(c), 1.683(b} or 1.688()
may not move under this paragraph to
suppress the evidence on that ground at-

_.-final hearing.~& An original and

F24

- four+k [three] copies of an .

- opposition to the motion may be filed

with an oppanent’s opening brief or
reply brief as may be appropriate.
{i} When & junior party fails to imely

- file an opening brief, an order may issue

requiring the junior party te show cause
why the Board should not treat failure
to fle the brief as a concession of
priority. I the junior party fails to
b-show good cause~® [respond] within
a time period set in the order, judgment
may be entered against the junior party.
53. Section 1.657 is proposed to be

_revised 1o read as follows:

§1.657 Burden of proofas to da‘e of
invention.

_B-(2)% A rebuttable presumption
shall exist that, as to each count, the
inventors made their invention in the -

-chronological order of the earlier of
D <[ o their [filing dates or] effective filing
(¢) An original and B-fo L 1 . dates. The burden of proof shall be upon

L y who contends otherwise.
(b) In an interference invaolving

- copending applications or involving a

patent and an application having an

" effective filing date on or before the date

the patent issued, a junior party shall

- have the burden of establishing priority

by a preponderance of the evidence.

{c} In an interference involving an
application,and a patent and where the
effective filing date of the application is

- -after the date the patent issued, a junior

party shall have the burden of

* establishing priority by clear and

convincing evidence. -t
. 54. Section 1.658 is proposed to be

. amended by revising pamgraphs (a) and
(b} 10 read as follows: ‘

. §1.658 Final decision.

fa) After final hearing, the Board shall

;. enter a decision resolving the issues

raised at {inal hearing. The decisjon-

- .may {1) enter judgment, in whole"or in

pait, (2) remand the interference to an

Pradministrative patent judgea
. [examiner-in-chief] for further

proceedings, or (3) take further action

‘not inconsisient with lew. A judgment
"as to a count shall state whether or not

each party is entitled to a patent
containing the claims in the party’s

. patent or application which correspond
* to the count. When the Board enters a
- decision awarding judgment as to all

counts, the decision shall be regarded as
a'final decision Pfor the purpose of

" judicial review {35 U.5.C. 141-144, 146)
- -unless a request for reconsideration

under paragraph (b} of this secticn is
umely fled=, -
- (b} Any request for reconsideration of

- & decision under paragreph (a) of this

section shall be filed within one month
after the date of the decision. The
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request for.reconsideration shall specify
with particularity the points believed to

bave been m‘sapp'ehended or

overlooked in rendering the dec15mn
Any [reply} P-opposition®to a
request for reconsideration.shall be filed
-within 14 days of the date of service of
the request for reconsideration. [Where
-reasonably possible, servicel
»Serviced of the request for )
. reconsideration shall be [such that
" ‘delivery is accomplished] by hand or -
" [*)Express Mail.{""] The Board shall

- .enter a decision on the request for
reconsideration. If the Board shall be of
-the opinion that the decision on the
reguest for reconsideration significantly
modifies its original decision under
- paragraph {a) of this section, the Board, -
~may designate the decision on the

request for reconsideration as a new.

decision. ™A decision on
. reconsxdemhbn is a final decision for
' the purpose of judicial review (35 U.S.C.
141-144, 146). -
. * - x L3
<% 55. Section 1.660 is proposed to be

- zmended by adding paragraph (e) to

: lw read as follows:

.. §1.660 HNotice of reexamination, relssue,
~..protest or litigation.

N _I"{e)_Thé notice required by this -

. - section is designed to assist the
: ._:_izadm1_mstrat1va patent judge and the

Board in efficiently handling -

interference cases. Failure of a party to

comply with the provisions of this
-+ seciion may result in sanctions under
. §1.616. Knowledge by, or notice to, an

" employee of the Office other thanan -
employee of the Board, of the existence * '~

of the re-examination, application for -

. reissue, protest, or litigation shall not be -
sufficient. The notice contemplated by _

-this section is noticed addressed
specifically to an administrative patent

G judge or the Board. -4

56. Section 1.662 is proposed to be

judgment; re-issue filed by patentee.

{a) A party may, at any time during an

" interference, request and agree to entry
" of an adverse judgment. The filing by

. b-a party~d [an applicant or patentee]..
" of a written disclaimer of the invention

" defined by a court, concession of
priority or unpatentability of the subject

“matter of a count, abandonment of the .-
" ‘invention defined by a count, or
' “abandonment of the contestastoa -
count will be treated as a request for .
entry of an adverse judgment against the
. applicant or patentee as to all claims.
“which correspond to the count, .

- amended by revising paragraphs {a), -
“1e)(1), (€)(2), ()(8), (c}{(7), () and (g) to

Abandonment of an application [by an

.applicant], other than an [applicant]

-—-,Pphrnhrmd for re-icsue hnmno a .

. claim of the patent sought to be reissued

involved in the interference, will be
treated as a request for entry ofan .
adverse judgment against the applicanit

. &s to all claims corresponding to all

counts. Upon the filing by a party ofa

- reguest for entry of an adverse
. judgment, the Board may enter
‘judgment against the party.

-{b) If a patentee involved in an
interference files an application for
reissue during the interference and
Pthe reissue application does not

“include a claim that correspondstoa

count-d [omits al! claims of the patent -

.corresponding to the counts of the

interference for the purpose of avoiding

the interference], judgment may be
" entered against the patentee. A patentee

who files an application for re-issue B>

which includes a claim that corresponds
to a countd [other than for the purpose
of avoiding the interference] shall P, in

‘addition to complying with the )
‘provisions of § 1.660(b), < timely filea
" preliminary motion under § 1.663{h} or
" show good cause why the motion could
: not have been timely filed or'would not .
: be appropﬁate.

* ® x

'57. Secuon 1.664 is proposed to be

:amended by revising pa.ragraphs (a)and "~
.. (b) to read as follows:

§1.664 Action afterinterierence.
(a) After termination ofan

interference, the examiner will

promptly take such-action in any

. application previously involved in the
interference as may be necessary. Unless-
-entered by ordér of an ™-administrative
.patent judge- Lexaminer-in-chief],
‘amendments presented during the .

interference shall not be entered; but
may be subsequently presented by the

‘applicant subject to the provisions of
: thls subpart provided prosecution of the .
amended by revising paragraphs (a) and '
- {b) to read as follows: S

" §1.662 Reguest for entry of adverse

lication is not otherwise closed.
R\) After judgment, the application of

* any party may be held subject to further -
exarnination, including an icterference

with another application.
58, Section 1.671 is proposed to be

read as follows, deleting paragraph (e}
and redesignating it as “Reserved”,

- redesignating current paragraph (h)as

{i), and adding new paragraphs {h) and *

R []] to read as follcms

. §1.671 Evidence must comply with rules.

(s} Evidence consists of testimony and
exhibits, official records and

- publications filed under §1.682,

[evidence] P-testimony-d from znother

F25

- interference, proceeding, or action filed

under § 1.683, and discovery relied
upon under § 1.688, and the
specification (including claims) and

-drawings of any application or patent:

= - R 4 * -
C] - W ow

(1) Courts of the Unijted States, U.S.
Magistrate, court, trial court, or trier of
fact means P-administrative patent
judge-d [examiner-in-chief] or Board as
may be appropriate.

(2} Iudge means P-administrative

" patent judged [examiner-in-chief].

* * x *

(6] Before the hearing in Rule 703

~‘means before giving testimony by

P-affidavit or oral deposmon for
affidavit].

(7) The triel or hearing in Rules
B03(24) end 804(5) means the taking of
testimony by P~affidavit ororal =
deposition Lor affidavit].

- - ] L] x

(e) PReserved.~d [A party may not

rely on an affidavit filed by that party

_during ex parte prosecution of an

application, an effidavit under § 1.608,
or an affidavit under § 1.639(b) unless:
(1) A copy of the affidavit is or has been

. served and (2) a written notice is filed
prior to the close of the party’s relevant
_-testimony period stating that the party

- intends to rely on the affidavit. When

“proper notice is given under this’

" paragraph, the affidavit shall be deemed

filed under §1.672(b). A copy of the

| . affidavit shall be included in the record
(§1.653).]

{f) The significance of do-cumentary
and other exhibits Pidentified by a

‘witness in an affidavit or during oral

deposition- shall be discussed with

~'particularity by fa] Wthe-d witness
- {during oral deposition or in an

affidavit].
{g) A party must filea motion

(§ 1.635) seeking permission from an
“#=administrative patent judged

{examiner-in-chief] priorto
P-compelling- [takmg] test:mony or

_®production of [seekin

documents or things under 35 U.8.C. 24

“W-or from a party~€ The motion shall
. describe the general nature and the

. relevance of the testimony, document.
"~ or thing. P=If permission is granted, the

party shall notice a deposition under

'§1.673 and may proceed to take

testimony. The testirnony of the Wwitness

'shall be taken on oral deposition. <

P~th) A party must file a motion

" (§ 1.635) seeking permission from an

adminisu-a_tive patent judge prior to -
compelling testimony or production ot
documents or things in a foreign

- coun

try. -
{1) In the case of testimony, Lhe
motion shall:
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(1) Describe the general nature and
relevance of the testimony;

{ii} Identify the witness by name or
title;

(iii) State why the party believes the
wiltness can be compelled to testify in
the foreign country; and :

{iv) Demonstrate that the witness has
been asked to testify in the United
States and has refused to do so even
though the party has offered to pay the

expenses of the witness to travel to the . -

United States. ‘
(2} In the case of production of a
document or thing, the motion shalk
(i) Describe the general nature and
relevance of the docurnent or thing;
(if} State why the party believes

.- production of the document or thing can

be compelled in the foreign country;

"~ .and

* (iii} Dernonstrate that the individual

- or entity having possession, custody,

- .., with this subpart shall not be
.. admissible, :
;. {j} The weight to be given testimony
" taken in a foreign country will be :

and control f the document or thing

- will not produce the document or thing

in the United States even though the
party has offered to pay the expenses of
producing the document or thing in the.

... United States, -t
< b{i}= [{h)] Evidence whichisnot -~

taken or sought and filed in accordance

: determined on a case-by-case basis.

* " Little, if any, weight may be given to
. testimony taken in a foreiga country

unless the party taking the testimony -

- proves by clear and convineing -

-evidenca (1} that giving
. in an interference proceeding is

false testimony:

punishable as perjury under the laws of

_ the foreign country where the testimony

is taken and (2) that the punishment in -
a foreign country for giving such false :

_ testimony is similar to the punishment

- for perjury committed in the United -

States.€

. 59, Section 1.672 is proposed to be -
. amended by revising paragraphs (a), (b},
+. [c) and {d)}, redesignating paragraphs (c),

.- (d), (e} and (f} as paragraphs (¢), (). (g}

and (h), respectively, and by adding .-
new paragraphs (c) and (d) to read as

- follows:

| §1.872 Manner of taking testimony.

(2) P~Unless testimony mist be

- compelled under 35 U.S.C. 24 or
... compelled from a party or in a foreign
country, testimony-# [Testimony] of a

witness P-shall=d {may] be taken by .

-{oral deposition or] affidavit in

accurdance with this subpart. -
P=Testimony which must be compelled
under 35 U.S.C. 24 or compelled from

_ & party orin a foreign country shall be.

~-taken by oral deposition.<d

{b} [ A party wishing to take the
testimony of a witness whose testimony
will not be compelled under 35 U.S.C.
24 may elect to present the testimony of
the witness by affidavit or depositicn.]
A party [electing to present]

resenting-d testircony of a witness

. by affidavit shall, prior to the [close of
-the party’s relevant testimony period,
_file and serve] P-time set by the
_@dministrative patent juudge for serving

affidavits, file a copy of the~d fan]
affidavit [of the witness or, where :
appropriate, a notice under §1.671{e). =
To facilitate preparation of the record

(§1.653 (g} and (b)), e party should file .
.an affidavit on paper which is 8% by 11

inches (21.8 by 27.9 cm}}. BIf the

‘affidavit relates to a party’s case-in- -

chief, it shall be filed no later than the
date set by an administrative patent

“judge for the party to file affidavits for ..
its case-in-chief. If the affidavit relates -

.10 a party’s case-in-rebuttal, it shall be

- filed no later than the date set by an
‘administrative patent judge for the party .
to file affidavits for its case-in-

rebuttal.~% A party shall not ba entitled.

_to rely on any document referred to in. - ;

the affidavit unless a copy of the
document is filed with the affidavit. A -

" " party shall not be entitled to rely on any

thing mentioned in the affidavit unless

- the opponent is given reasonable access
to the thing. A thing is something other .

- than'a document. ™The pages of

- affidavits filed under this paragraph and

of any other testimony filed therewith
under §§1.683(a) and 1.688(a) shall be-
given sequential numbers which shall
also serve as the record page numbers

“ for the affidavits and other testimony in

the party’s record to be filed under

“§ 1.653. Exhibits identified in the
- affidavits or in any other testimony filed
“under §§ 1.683{a) and 1.688{a} and any -
" official records and printed publications

filed under § 1.682(a) shall be given
sequential exhibit numbers which shall |

also serve as the exhibit numbers when

the exhibits are filed with the party’s
record. The affidavits; testimony filed

‘under §§ 1.693{a) and 1.688(a) exhibits

shall be accompanied by an index of the

"names of the witnesses, givingthe -~ -
number of the page where the testimony

of each witness begins, and by an index
of the exhibits briefly describing the

.nature of each exhibit and giving the
" number of the page where each exhibit

is first identified and offered into

evidence.

{c) If an opponent objects to the :
admissibility of any evidence contzined,
in or submitted with an affidavit filed
under paragraph (b} of this section, the
opponent must, no later than the date

set by the administrative patent judge

F26

for filing objections under this
paragraph, file objections stating with
particularity the nature of each
objection. An opponent that failsto. -
challenge the admissibility of the
evidence contained in or submitted with
an affidavit on a ground that could have
been raised in a timely objection under
this paragraph will not be entitled to
move under § 1.656(h} to suppress the
evidence on that ground. If an opponent
timely files objections, the party may,
within 20 days of the due date for filing
objections, file supplemental affidavits

~ and supplemental official records and
printed publications to overcome the
objections. No objection to the
admissibility of the supplemental

-evidence shall be made, except as
- provided by §1.656(h). The pages of -

supplemental affidavits filed under this
paragraph shall be sequentially
numbered beginning with the number
following the last page number of the
party’s testimony submitted under
paragraph (b) of this section. The page
numbers assigned to the supplemental
~affidavits shall also serve as the record
page numbers for the supplemental
affidavits in the party’s record filed
under § 1.653. Additional exhibits
.identified in supplemental affidavits

. and any supplemental official records

" and printed publications shall be given

-.sequential numbers beginning with the

‘number following the last number of the

-exhibits submitted under paragraph (b)
of this section. The exhibit numbers .

-shall also serve as the exhibit numbers
when the esthibits are filed with the
party’s record. The supplemental
affidavits shall be eccompanied by an
-index of the names of the witnesses and
an index of exhibits of the typa
specified in paragraph (b} of this
section. - .

(d)- After the Btime expires'for
filing objections and supplemental
affidavits, or earlier when
appropriate,d [affidavit is filed and
within a time set by an examiner-in-

“chief,} Pthe administrative patent

judge shall set a time within which-
any opponent may file 4 request to

" cross-examine [the witness] P~an
affiant-4 on oral deposition. If any
opponent requests cross-examination of

an affiant, the party shall notice a

deposition ™ at & reasonable location

" within the United States< under

. §1.673(e) for the purpose of cross-
examination by any opponent. Any
-redirect and recross shall take place at
the deposition. At any deposition for the
purpose of cross-examination of a

. witness {whose testimony is presented
by affidavit], the party shall not be
entitled ta rely on any decument or
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thing not mentioned in ore or more of
the affidavits filed under {this
paragraph} P-paragraphs {bj and {cj of
this section-#, except to the extent
~ necessary to conduct proper redirect. {A
party electing to present testimony of a
" witness by deposition shall noticea -
: deposition of the witness under
§1.673(a).} The party who gives notice
of a deposition shall be responsible
®-for providing a translator if the
witness does not testify in English,~d for
- obtaining a court reported and for filing .
a certified trapscript of the deposition as

required by §1.676. »Within 45 days of

the close of tke period for taking cross--
examination, the party shall serve (but
‘not file) a copy of each transcriptipn
each opponent together with copies of

" any additional documentary exhibits
“identified by the witness during the

. deposition. The pages of the transcripts
“served underihis paragraph shallbe "
*sequentially numbered beginning with-
" the number following the last page

- ‘number of the party’s supplemental *

- affidavits submitted under paragraph (c)
“*of this section. The nurnbers assigned'to

“ the transcript pages shall also serve as -

- the record page numbers for the
“-franscripts in the party’s record fled -

< ‘given sequential numbers beginning:
<7’ with the number following the last
““:number of the exhibits submitted under
. 'paragraphs'(b) and (c} of this section.

" The exhibit numbers as*:lgned to the .

. additional exhibits shall 21so serve as

-* the exhibit numbers when those
exhibits are filed with the party’s

- record. The deposition transcripts shall
.~ be accompanied by an index of the
narnes of the witnesses, giving the
‘number of the page where cross- :
examination. redirect and recross of . -

- ‘each witness begins, and an index of

... exhibits of the type specified in

paragraph (b) of this section.
(e) Reserved.~d {[c) A party w1shm“’
to take the testimony of a witness whose

-~ testimony will be compelled under 35 .
-~ 1J.8.C. 24 must first obtain permission.:. .

" from an examiner-in-chief under . - -
§1.671(g). If permission is granted, the

. party shall notice a deposition of the. . .-

witness under § 1.673 and may proceed.

under 35 U.S.C. 24. The testimony of

" deposition.]
_ () {(d)] ®~When a deposition is
_ authorized under<® [Notwithstanding

- the provisions of] this subpart, if the
" parties agree in writing, P~the-#i {a}
deposition may be taken before any’ '
person authorized to administer oaths,
at any place, upon any notice, and in

" any manner, and when so taken may be

used like other depositions.

~paragraphs (b} and {g) of this section, -
file and serve a single notice of

.. the parties agree in writing, a] P-A-
- deposition may not be noticed for any
"-other place without approval 6fan

. Pradministrative patent judge-<

D-[g]-l [{e)] i the parties agree in
‘writing, the testimony of any witness

may be subimitied in the form of an

" affidavit without opportunity for cross-

examination. The affidavit of the 7
witness shail be filed in the Patent and
Trademark Office.

»-(h)- [{)] If the parties agree in .

"writing, testimony may be submitted in

the form of an agreed statement setting

" forth: (1) How a particular witness

would testify if called or (2) the facts in
the case of one or more of the pan:ies.
The agreed statement shall be filed in
the Patent and Trademark Office. See

.§1 653(a).

60. Section 1.673 is proposed to be

““amended by revising paragraphs (a), {b),
7 4e), {c}2), (d). {¢) and (g) to read as
~follows:

. §1.673 Notice of examination of witness

»when deposition testimony Is

* authorized-
(2) A party [electing] Pauthorized-t -

10 take testimony of a witness by :
'deposition shall, after complying wuh

deposition stating the time and place of

and place in the United States. {Unless

fexaminer-in-chief {(see § 1. 684]] The"
notice shall specify the name and

address of each'witness angd the general -

nature of the testimeny to be given by

--the witness. If the name of a witnessis

not known, & general description

. sufficient to identify the witness ora..
particular class or group to which the::
.witness belongs may be given instead;-

{b) Unless the parties agree ®oran *

. administrative patent judge or the Bo&d
" determine& otherwise, a panty shall

serve, but not file, at least three

" Bworking- days prior to the : ;
conference required by paragraph (glof -

. this section, if service is made by band -

. or ["*JExpress Mail,['] cr at least

P14+ [ten] days prior to the

_ conference if service is made by any
" other means, the following:
the witness shall be taken on oral -

L - - L 4 -

{c) A party shall not be permitted to

rely [at any deposition] on any witness

not listed in the notice, or any _
document not served or any thing not

~listed as required by paragraph (b of -

Lhi(s )section: _
'1 * &
{2) except upon a motion (§1.635)

‘promptly filed which is accompanied by -
" any proposed notice, additional

F27

documents, or lists and which shows
[sufficient] ™good - cause why the
notice, dociments, ar lists were nit
served in accordance with this section.
(d) Each [opposing party]l
$opponent shall have a ful}
opportunity to attend a deposition and

- cross-examine. [If an opposiag party

attends a deposition of a witness not
named in & notice and cross-examines
the witness or fails to object to the
taking of the deposition, the opposing
party shall be deemed to have waived
any right to object to the taking of the

. deposition for lack of proper notice.}

€) A party P~who has presented-d
[electing to present] testimony by
affidavit and [who] is required to
notice depositions for the purpose of

‘cross-examination under § 1.672(b),

shall, after complying with paragraph

“[g) of this section, file and serve a single -

** notice of depsotion stating the time and

- place of each cross-examination
‘deposition to be taken. -

T w - * * L

" (g) Before serving a notice of

~deposition and after complymg with

paragraph (b) of this section, a party

... each deposition te be taken. Depositions | shall have an oral conference with all

. P~t0 be taken in the United States-
- may be noticed for a reasonable time

opponents.to attempt to agree on a
mutually acceptable time and place for

.. conducting the deposition. A certificate
shall appear in the notice stating tkat
.., the oral conference took place or
. ..explaining why the conference could
... nol be bad. If the parties cannot agree
" 1o 2 mutually acceptable place and time
- for conducting the deposition &t the

conference, the parties shall contact an
P-administrative patent judge-d

_[examiner-in-chief] who shall then
designate the time and place for

¢onducting the deposition.

- - « - -

61. Section 1.674 is proposed to be

_amended by revising pa:aaraph @t

read as follows:
§1.674 “Persons before whom depositicns

. may be taken.

(a) »-A- [Within the United States
or a tertitory or insular possession of the
United States a] deposition shall be

- taken before an officer authorized to

administer oaths by the laws of the
United States or of the place where the
examination is held.
«- o L L) -

62. Section 1.675 is proposed to be
amended by revising paragraph (d}to

. read as follows:

§1.675 Examination of witness, reading

and signing transcript of deposlilon.

- - * - *

(d} Unless the parties agree in writing
or waive reading and signature by the
witnegss on the record at the depsotion,
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when the testimony has been
" transcribed a transcript of the

deposition shall P, uniess the witness
refuses to read and/or sign the transcript .

of the depsotion, be read by the -
" witntess and then signed by the witness
- in the form of: (1) An affidavit in the
presence of any notary or (2} a
‘declaration. .
: 63. Section 1.676 is proposed to be

. amended by revising paragraph (aj{4] to
" read &s follows:

£1.678 Certification and filing by officer,.

" marking exhibits.

(a} * x x
. [(4) The presence or absence of any -
. [opposing party] P~opponent-<d,
= ” * x * - .
64, Section 1.677 is proposedtobe
amended by revising the section

.. -heading and paragraph (a) to read as

Jollows: -

o .

"'§1.6T7 Form of B-affidavit oreta

() PAn affidavit or =<t [A]
transcript of a deposition must be
... [typewritten] on opaque, unglazed,

.-durable paper approxjroately P~21.8 by
279 cm. (82 by 11 inches) [8Yz by

_ 11 inches (218 by 27.9 cm.)] in size

. (letter size). [Typing] ®The printed

" matter< shall be double-spaced on one

i side of the paper in not smaller than

P11 point type- [pica-typel with a .

© . margin of ™3.8 cm. {132 inches} < [1%2 -
" inches (3.8 cm.)] on the left-hand side -
publication® [evidence] relates ta the

of the page. The pages mustbe . .
.. consecutively numbered throughout the
entire record of each party (§1.653(d))

“and the name of the witness [nustbe
typed] ®shall appear+€ at thetopof ™

the each page {§ 1.653(e)). P-In

- “transcripts of depositions, the® {The] *

questions propounded to each witness
must be consecutively numbered unless
. paper with numbered lines is used and
. each question must be followed by its

7 answer.

= = = L w*

-~ . 65, Section 1.678 and the section
. heading sre proposed to be revised to
read as foliows:

§1.678 PTime for filing transcript-
- BTranscripta of deposition fmust be flledo.
" " Unless otherwise ordered by an
Padministrative patent judged
- [examiner-in-chiefl, a certified
transcript of a deposition must be filed
in the Patent and Trademark Office
" within [45] P30 days from the date
of deposition. If a party refuses to file
a certified transcript, the
‘Padministrative patent judge-<d
- {examiner-in-chief] or the Board may
take appropriate action must §1.616. If
“"a party refuses to file a certified '

transcript, any opponent may move for

leave to file the certified transcript and - .

include a copy of the transcript as part
of the opponent’s record.

66. Section 1.679 is proposed to be
revised to read as follows:

§1.679 Inspection of ranscript.

. A certified transcript B-ofa
desposition filed in the Patent and '
Trademark Office may be inspected by
any party. The certified transcript may
not be removed from the Patent and
Trademark Office [for printing

" (§1-653(g)(1)] unless authorized by en

P-administrative patent judge-d

_[examiner-in-chief] upon such terms as

may be appropriate. :
67, Section 1.682 is proposed to be

* amended by deleting paragraphs (a)(4) "~

and (b) and redesignating them as

--*Reserved,” revising paragraphs (a},
- {a)(2}, (2)(3), and (c) and adding a new
. paragraph (d) to read as follows: '

' '§1.882 Officlal records and printed
.. publications.

(a) A party may introduce into

evidence, if otherwise admissible, fany]
_Pan- official record or printed

publication not identified ¥ in an

. affidavit or+d on the record during #an

oral deposition=d [the taking of

‘testimony] of a witness, by filing [a
- 'notice offering] Pa copy of-d the

official record or P-printed-
&xblication [into evidence]. If the
official record or printed

party’s case-in-chief, it shall be fled

- together with any affidavits filed by the

party under §1,672{(b) for its case-in- -
chief or, if the party does not serve any

~affidavits under § 1.672(b} for its case-
-in-chief, o later than the date set by an
‘administrative patent judge for the party

to file affidavits under § 1.672(b)} for
its [the notice shall be filed prior to

--close of testimony of the party’s] case-

in-chief. If the P~official record or
printed publication {evidencel

“relates to rebuttal, P-it shall be filed

together with any affidavits filed by the
party under §1.672(b} for its case-in-

- rebuttal or, if the-party does not file any

affidavits under-§ 1.672(b} for its case-
in-rebuttal, no later than the date set by
an administrative patent judge for the

-party to file affidavits uader §1.672(b)
- for its€ Fthe notice shall be filed pricr
* to close of testimony of the party's}

case-in-rebuttal. [The notice} P-Official
records and printed publications Sled

~ under this paragraph shall be assigned

sequential exhibits numbers by the
party in the manner set forth in
§1.672(b). The official record and
‘printed publications shall be

. accompanied by a paper which<¢ shall:

F28

(1'**

(2} &>Identifyd [identify] the
portion thereof to be introduced in
evidence, Pand-d

(3} #~ladicate [indicate] generally

the relevance of the portion sought to be

introduced in evidence - [, and}
{4} Reserved. ™ [where

appropriate, be accompanied by a

certified copy of the official record ora

" copy of the printed publication
" (§1.671(d}).1

[b) ®Reserved. [A copy of the
notice, official record, end publication
shall be served.}

(c) Unless otherwise ordered by an
P~administrative patent judge-

- [examiner-in-chief}, any written
. objection ®-by an opponent-#to the

[notice] P paper+€ or to the
admissibility of the official record or

*- printed publication shall be filed

[within 15 days of service of the noticel
P10 later than the date set by the
administrative patent judge for the

- opponent to file objections under

§1.672(c} to affidavits submitted by the

* ‘party under §1.672(b]. An opponent

who fails to challenge the admissibility
of the official record or printed
‘publication on 8 ground that could have
been raised in atimely objection under
this paragraph will not be entitled to

" move under § 1.656(h) to suppress the
" evidence on that ground. If an opponent

timely files an objection, the party may

_respond by fling supplemental

affidavits and supplementsl official
records and printed publications, which
must be fled together with any
supplemental evidence filed by the

party under §1.672{c] or, if the payty

does not file any supplemental evidence

- under § 1.672(c), no later than the date

set by an administrative patent judge for
the party to file supplemental affidavits

" under § 1.672{c): No objection to the

admissibility of the supplemental
¢vidence shall be made, except as _
rovided by-<&-«l [See also] §1.656(h).
The pages of supplemental affidavits

"and the exhibits filed under this section

shall be sequentially numbered by the
party in the manner set forth in

§ 1.672{c). The supplemental affidavits
and exhibits shall be accompanied by an
index of witnesses and an jndex of
exhibits of the type required by
§1.672(b).

. (d) Any request by an opponent to
cross-examine on oral deposition the

" affiant of a supplemental affidavit

stbmitted under paragraph {(c) of this

" .section shall be filed no later than the .
date set by the administrative patent

judge for the opponent to file a request
to cross-examine an affiant with respect

"-to an affidavit served by the party under
- §1.672 (b} or (c). If any oppoieni’
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requests cross-examination of an affiant,
the party shall file notice of a deposition

far a rasannahls Facatianm within Lo
AWVE O AVROVIIGLULL FUVAUVIS YA LIg

United States under § 1.673(¢) for the
purpose of cross-examination by any
" . opponent. Any redirect and recross

" 'shall take plece at the deposition. At
any depcsition for the purpose of cross-
. examination of a witness, the party shall

not be entitled to rely on any document .

orthing not mentioned in one or more

of the affidavits filed under this

- .paragraph, except to the extent
necessary to conduct proper redirect.
The party who gives notice of a

"deposition shall be responsible for
providing a translator if the witness

. does not testify in English, for obtaining

a court reporter and for filing a certified.

transcript of the deposition as required

'by §1.676. Within 45 days of the close
- of the period for taking cross-
exarnination, the party shall serve (but
not file) a copy.of each deposition
transcript on each opponenttogether
;. with copies of any additional
‘documentary exhibits identified by the

- -witness during the deposition. The

e pages of deposition transcripts and
exhibits served under this paragraph

", .- shall-be sequentially numbered by the ., . .

_‘party in the manrner set forth in
.. -§1.672(d). The deposition transcripts ..
..shall be accompanied by.an index of the

*"'names of the witnesses, giving the _

" number of the page where cross-

" -gxarnination, redirect and recross of

. each witness begins, and an index of

" ‘exhibits of the type specified in

§1.672(b}. -

-7 BB. Section 1.683 is proposed to be

_ - amended by revising paragraphs (a) and
- (b} and adding & new paragraph (c} to

. read as follows:

7. §1.683 Testimonyin another Interference,

. proceeding, or action.

{a} ™A party may introduce into
evidence, if otherwise admissible,~d

" testimony period or within such time as

> may be set by an examiner-in-chief, a

. party may file a motion (§ 1.635) for
leave to use in an interference]
testimony Wby affidavit or oral

" deposition- [of a witness] from
" another interference, proceeding, or
action involving the same parties [,

_ subject to such conditions as' may be
~deerned appropriate by an examiner-in-
“chiel.} B=by filing a copy of the affidavit
" or a copy of the transcript of the oral
* deposition. I the testimony relates to
‘the party’s case-in-chief, it shall be filed
together with any affidavits served by
the party under § 1.672(b) for its case-in-
‘chief or, if the party does not file any

3 - affidavits under § 1.672(b) for its case-

in-chief, no later than the date set by an

. any affidavits served by the party under

- ‘written: objection by an opponent to the

.be filed no later than the date set by the
- administrative patent judge for the
..opponent to file eny objections under.

. party under § 1.672(b). An opponent

_printed publications, which must be

.. .evidence filed by the party under
.--§1.672(c) or, if the party does not file
" any supplemental evidence under

- party to file supplemental evidence
under § 1.672{c). No objection to the
. admissibility of the evidence contained
.in or submitted with a supplemental
..; affidavit shall be made, exceptas .
", provided by §1.656(h). PThe pages
. of supplemental affidavits and the
- exhibits filed under this section shall be
sequentially numbered by the partyin .

" “supplemental affidavits and exhibits

administrative patent judge for the party
to file affidavits under § 1.672(b) for its
case-in-chief. If the testimony relates to

rebuttal, it shall be filed together with

§ 1.672(b} for its case-in-rebuttal or, if
the party does not file any affidavits
under § 1.672(b) for its case-in-rebuttal,
nolater than the date set by an
administrative patent judge for the party
to file affidavits under § 1.672(b) for its
case-in-rebuttal. Pages of affidavits and
deposition transcripts served under this
paragraph and any new exhibits served
therewith shall be assigned sequential
numbers by the party in the manner set
forth in § 1.672(b}. € The [motion]

_ Btestimony shall be accompanijed by a
"~ paper which specifies<d [shall specify]
“with particularity the exact testimony to
" be used and M-demonstrates [shall
. demonstrate] its relevance,

(b) [Any objection to the admissibilitj
of the testimony of the witness shall be
made in an opposition to the motion.

See also] ™Unless otherwise ordered

by an administrative patent judge, any

peper or the admissibility of the =
testirony filed under this section shall

§1.672(c) to affidavits submitted by the
who fails to challenge the admissibility :

and supplemental official records and -

filed together with any supplemental

§ 1.672{c}, no later than the date set by
an administrative patent judge for the

the manner set forth in § 1.672(c). The

shall be accompanied by an index of

" witnesses and an index of exhibits of

the type required by § 1.672(b).

{c) Any request by an opponent to
cross-examine on oral deposition the
affiant of an affidavit or supplemental
affidavit submitted under paragraph (a}

EF29

or (b) of this section shall be filed no
later than the date set by the
administrative pafent judge for the
opponent to file a request to cross-

_ examine an affiant with respect to an

affidavit filed by the party under § 1.672

'{b} or (c). f any opponent requests

cross-examination of an affiant, the
party shall file a notice of deposition for
a reasonable location within the United
States under § 1.673(e) for the purpose
of cross-examination by any opponent.
Any redirect and recross shall take place
at the deposition. At any deposition for
the purpose of crass-examination of a

- witness, the party shall not be entitled

to rely on any document or thing not
mentjoned in one or more of the
affidavits filed under this paragraph,
except to the extent necessary to
conduct proper redirect. The party who
gives notice of a deposition shall be
responsible for providing a translator if .

" the witness does not testify in English, .

for obtaining a court reporter and for
filing a certified transcript of the

. depositich as required by § 1.676.
. .Within 45 days of the close of the period
~~for taking cross-examination, the party
~ shall serve (but not file) a copy of each
- deposition trenscript on eack opponent
~.together with copies of any additional
- documentary exhibits identified by the
-witness during the depositioh. The
- pages of deposition transcripts and

of the testimony on a ground that could .- exhibits served under this paragraph

:._have been raised in a timely objection
. under this paragraph will not be entitled .
-~ .to move under § 1,656(h} to suppress the
-evidence on that ground. If an opponent
.timely files an cbjection, the party may
_respond with & supplemental affidavit

~shall be sequentislly numbered by the

party in the manner set forth in

§1.672(d}. The deposition transcripts
shall be accompanied by an index of the
names of the witnesses, givingthe .-

‘number of the page where cross-

examination, redirect and recross of
each witness begins, and an index of

" .exhibits of the type specified in’
- §1.672(b).d

69. Section 1.684 is proposed to bs

 deleted and redesignated as “Reserved,”

as follows:
§1.684 M-Reserved.- [Testimonyina

" foreign country]

{a) An examiner-in-chi¢f may '

authorize testimony of a witness to be

taken in a foreign country. A party

" seeking to take testimony in a foreign

country shall, promptly after the
testimony period is set, file a motion
(§1.635):

- {1) Naming the witness.

" (2) Describing the particular facts to

which it is expected that the witness
will testify. :

(3) Stating the grounds on which the
moving party believes that the witness
will testify.

{4) Demonstrating that the expected
testimony is relevant.
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{5) Dernonstrating that the testimohy :

cannot be taken in this country at all ar
cannot be taken in this country without.
bardship to the moving party greatly
exceeding the hardship to which all
opposing parties will be exposed by the
taking of the testimony in a foreign
country.

{6) Accompanied by an affidavit
stating that the motion is made in good

faith and not for the purpose of delay or

harassing any party.
{7} Accompanied by written

interrogatories to be asked of lhe
witness.

(b) Any opposition under § 1.638{a}
shall state any cbjection to the written
1interrogatories and shall include any
cross-interrogatories to be asked of the
witness. A reply under § 1.638(b) may
be filed and shall be limited to stating

“any objection to any cross-
- ‘interrogatofies proposed in Lhe
- opposition.
(c) If the motion is granted taking nf

_. the testimony abroad must be completed

within the testimony period set under

.. §1.651 or within such time as may be
.set by the Examiner-in-Chief. The

moving party shall be responsible for

" obtaining answers to the interrogatories

‘.. and cross-interrogatories before an

¢fficer qualified to administer caths in
the foreign country under the laws of

. the United States or the foreign country.
" “The officer shall prepare a transcript of

the interrogatories, cross-interrogatories,
and recorded answers to the

. -interrogateries and cross-interrogatories

'and shall transmit the transcript to Box

‘Interference, Commissioner of Patents .

and Trademarks, Washington, D.C. -
20231, with a certificate signed and
sealed by the officer and showing:

(1) The witness was duly sworn by
the officer before answering the

- interrogatories and cross-interrogatories. .

{2} The recorded answers are a true
. record of the answers given by the

witness to the mte"mgatones e.nd Cross-

mterrogatones

the answers were recerded and, if not
recorded by the officer, whether the
- answers were recorded in the presence
of the officer.

(4} The presence or 2bsence of any

party.
(5) The place, day, and hour that the -
" answers were recorded.
" {6) A copy of the recorded answers
was read by or to the witness before the
witness signed the recorded answers
- and that the witness signed the recorded
answers in the presence of the officer.
“The officer shall state the circumstances
under which a witness refuses to read
. o sign recorded answers. .

** amended by revising paragraphs (d).and

'§1.687 Additional discovery.

e o ] * ]

(3) The name of the person by whom __

" [7) The officer is not disqualified

_under §1.674.

(d) 1f the parties agree in writing, the
testimony may be taken before the
officer on oral deposition.

{e) A party taking testimony in a

- foreign country shall have the burden of

~ ..proving that false swearing in the giving
. of testimony is punishable as perjury
under the laws of the foreign country.

Unless false swearing in the giving of
testimony before the officer shall be
punishable as perjury under the laws of
the foreign country where testimony is

- taken, the testimony shall not be

entitled to the same weight as testimony
taken in the United States. The weight -
of the testimony shall be determmed in

" each case.} .

'70. Section 1.685 is proposed to be

(e) to read as follows:

. §1.685 Emorsand lrreguiarltles In

depositions.
= * * * *

(d) An ob)ecuon to the I’deposxtmn
on any grounds, such as the=d

" competency of a witness, admissibility

of evidence, manner of taking the
deposition, the form of questions and
answers, any oath or affirmation, or
conduct of any party at the deposxuon
- is waived unless an objection is -
made oxn the record at the deposition

stating the specific ground of objection. =
-Any objection which a party wishes
. considered by the Board at final heanng
" shall be included in a motion to

suppress under § 1.656(h).
(e) Nothing in this section precludes -

. taking notice of plain errors affecting

substantial rights although they were

- not broughtto the attention of an
~Padministrative patent judge-d

{examiner-in-chief] or the Board.
71. Section 1.687 is proposed to be

.- amended by revising paragraph [(¢) to

read as follows:

{c) Upon a motion (§ 1.635) brought
by a party within the time set by an
P-administrative patent judge-<3
[examiner-in-chief] under §1.651 or
thereafter as authorized by §1.645 and
upon a showing that the interest of
justice so requires, an P~administrativa

- patent judge- [examiner-in-chief} may

order additional discovery, as to matters
under the control of a party within the
scope of the Federal Rules of Civil
Procedure, specifying the terms and
conditions of such additional discovery.
P-Sce § 1.647 concerning translations of
documents in a foreign language.~d

- * * Ll -
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" 72. Section 1.688 is proposed to be
amended by revising paragraphs (a) and
{b) and adding & new paregraph {c} to
read as follows:

'§1.688 Use of discovery.

(&) If otherwise admissible a party
may introduce into evidence, an answer

_to & written request for an admission or
. an answer to a written interrogatory

obtained by discovery under §1.687 by
filing e copy of the request for
admission or the written interrogatory
and the answer. If the answer relates to
a party’s case-in-chief, the answer shail

" be [filed prior to the close of testimony
‘of the party’s] P>served together with

any affidavits served by the party under

'§ 1.672(b) for'its case-in-chief or, if the

party does not serve any affidavits

junder §1.672{b) for its case-in-chief, no

later than the date set by an

" administrative patent judge for the party
" to serve affidavits under § 1.672(b} for
. itg-dl case-in-chief. If the answer relates
" .%o the party’s rebuttal, the [ad.rmssmn

or} answer shall be {filed priorto the

_close of testimony of the party's]
" Bserved together with any affidavits

served by the party under § 1.672(b) for
the its case-in-rebuttal or, if the party
does not serve any affidavits under

" §1.672(b) for its case-in-rebuttal, no

later than the date set by an

administrative patent judge for the party
. to serve affidavits under § 1.672(b) for

its=d case-in-rebuttal,

B~ (b}# Unless otherwise ordered by
_an P»=administrative patent judge-
[examiner-in-chief], any written
obiection to the admissibility of an
answer shall be filed [within 15 days of

- service of the answer.] Pno Tater than
" the date set by the administrative patent

judge for the oppopent to file any
objections under § 1.672(c} to affidavits

_submitted by the party under § 1.672(b).

‘An opponent who fails to challenge the

- admissibility of an answer on & ground

that could have been raised in a timely
objection under this paragraph will not

" be entitled to move under § 1.656(h) to

suppress the evidence oa that ground. If
an opponent timely files an objection,
the party may respond with
supplemental affidavits, which must be
filed together with any supplemental
evidence filed by the party under
§1.672(c) or, if the party does not file
any supplemental evidence under
§1.672(c), no later than the date set by
an gdministrative patent judge for the
party to file supplemental affidavits

‘under §1.672(c). No objection to the

admissibility of the evidence contained
in or submitted with a supplemental
affidavit shall be made, except as
provided by# § 1.656(h). ™The pages

- of supplemental affidavits and the




.. "not file) a copy of each deposition
: ... transcript on each opponent together
- with copies of any additional
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- exhibits filed under this section shallbe shall be governed by the provisionsof * © ENVIRONMENTAL PROTECTION
~ sequentially numbered by the party in - Title 9, United States Code. The parties AGENCY
the manner set forth in §1.672{c). The  must notify the Board in writing of their
supplemental affidavits and exhibits 40 CFR Part 52

shall be accompanied by an index of

" witnesses and an index of exhibits of
the type required by § 1.672(b).

(c) Any request by an opponem to

' cross-examine on oral deposition the
affiant of a supplemental affidavit
submitted under paragraph (b) of this
section shall be filed no later than the

. date set by the administrative patent

judge for the opponent to file a request

" to cross-examine an affiant with respect - g .
. twenty (20} days after its execution. The

to an affidavit filed by the party under
- §1.672(b) or (c}. If any opponent
" requests cross-examination of an affiant,
the party shall file a notice of deposition
for a reasonable location witliin the -
United States under § 1.673(e) for the
" purpose of cross-examination by any

* - opponent. Any redirect and recross
. shall take place at the deposition. At

Cramy deposition for the purpose of cross-

" examination of a witness, the party shall:

not be entitled to rely on any document

" or thing not mentioned in one or more
.. of the affidavits filed under this
. paragraph, except to the extent

_necessary to conduct proper redirect.
" The party who gives notice of a
depesition shall be responsible for

. providing a translator if the witness

does not testify in English, for obtammg -
a court reporter and for fling a certified ..

.Iranscript of the deposition as required

by §1.676. Within 45 days of the close
of the period for taking cross-

.. examination, the party shall serve {but . :

-documentary exhibits identified by the

- witness during the depesition. The

_ pages of deposition transcripts and
exhibits served under this paragraph
-shall be sequentially numbered by the
" party in the manner set forth in
-§1.672{d). The deposition transcripts
‘'shall be atcompanied by an index of the

_"'names of the witnesses, giving the

" pumber of the page where cross-

' - examination, redirect end recross of

© " each witness begins, and an index of
" exhibits of the type specified in
- §1.672(b).~
© [(b)} B~(d}=R A party may not rely
‘upon any other matter obtained by
. discovery unlessit is introducet into
. evidence under this subpart.
73. Section 1.690 is proposed to be

- [examiner-in-chief].

. Padministrative patent judge-d
. Lexaminer-in-chief].

intention to arbitrate. An agreement to

_ arbitrate must be in writing, specify the *
issues to be arbitrated, the name of the
" arbitrator or a date not more than thirty

(30} days after the execution of the
agreement for the selection of the
arbitrator, and provide that the
arbitrator’s award shall be binding on

_the parties and that judgment thereon
‘can be entered by the Board. A copy of

the agreement must be filed within

parties shall be solely responsible for
the selection of the arbitrator and the -

rules for conducting proceedings before .
.+, the arbitrator. Issues not disposed of by -
~ the arbitration will be resolved in.

accordance with the procedures :
established in 37 CFR, Subpart E of Part
1, as determined by the .

P-zdministrative patent judge-

() An arbitration proceeding under

*this section shall be conducted within :
. such time as may be authorized ona

case-by-case basis by an

. {e) An arbitration award will be given
no consideration unless it is bmdmg on
the parties,’ is in writing and statesin a.

“clear and definite manner (1) the issue

- or issues arbitrated and (2} the-
_disposition of each issue. The award -
. may include a statement of the grounds
- and reasoning in support thereof. Unless
7" ptherwise ordered by an

P~administrative patent judge-d
[examiner-in-chief], the parties shall
give notice to the Board of an arbitration

- award by filing within twenty (20} days -
from the date of the award a copy of the

award signed by the arbitrator or _
arbitrators. When an award is tirmely -

‘filed, the award shall, as to the parties
. to the arbitration, be dispositive of the
.. issue or issues to which it relates.

*® * - * w .
- Dated; September 23, 1934.
Bruce A. Lehman,
Assistant Secretary of Commerce, and

‘' Cornmissioner of Patents end Trademarks.

[FR Doc. 94-24203 Filed 3—30-94 8: 45 armn}
Blu_lles CODE 3510-16-M

“ amended by revising paragraphs (a), (b) .. .

- and (¢} to read as follows:

§1.620 Arbitraticn of Interferences.

(a} Parties to a patent interference may

determine the interference or any aspect
thereof by arb.u-ahon Such arbitration

[MA-29-01-6537; A-1-FRL-5083-5]

Approval and Promulgation of Alr
Quality Implementation Plans;
Massachusetts; Amendmentto
Massachusetts’ SIP (for Ozone and for
Carbon Monoxide) for Establishment
of a South Boston Parking Freeze

AGENCY: Environmental Protection

- Agency (EPA).
' ACTION: Proposed rule.

suuMAHY: EPA is proposing to approve
State Implementation Plan (SIP}

amendment submitted by the

Commenwealth of Massachusetts. The

" intent of the SIP amendment is to effect

a decrease in vehicle miles travelled

-fVMT) and motor vehicle emissions by
il contmllmg the growth of parking spaces
- in the South Boston nsigh % '

- Boston and holding automobile usage to

orhood of

levels within the practical capacity of

..." the local street network. Vehicular
. emissions of carbon monoxdde,

hydrocarbons and nitrogen oxides will

.. - ba reduced compared with their

expected levels if parking is not
constrained. These pollutants contribute

- to the carbon monoxide and ozone air
; pollution problemns in the Boston

urhanized area. This SIP revision adds

- +the South Boston Parking Freeze Area to
' ongoing parking management plans in

the Metropolitan Boston Arez. The

‘intended effect of this action is to. -

. propoge approval.of the changes to
Massachusetts' SIP. This actier is being

.+ t2ken under section 110 of the Clean Air '

Act.

.DATES: Comments must be received on
. or before November 2, 1994. N

ADDRESSES: Comments may be mailed to

*-Linda M. Murphy, Director, Air,

Pesticides and Toxics Management
Division, U.S. Environmental Protection
Agency, Region I, JFK Federal Bldg.,

. Bostan, MA 02203. Copies of the State
- submittal and EPA’s technical support

document are available for peblic

- inspection during normal business

hours, by appointment at the Air,
Pesticides and Toxics Management
Division, U.S. Environmental Protection

. Agency, Region I, One Congress Street,
“10th floer, Boston, MA and Division of
Air Quality Control, Department of

Environmental Protection, One Winter

. Street, 8th floor, Boston, MA 32108.

FOR FURTHER INFORRATIOR CONTACT!

- Donald Q. Cooke, (617) 565-3227.
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SUPPLEMENTARY IKFORMATION: On Jaly
30, 1993, the Massachusetts Department




