Two reasonable interpretations appear poss1ble with respect to delays in civil
.:'.actron.s under § 146, chalIengmg a ﬁnal non-appellate decrsmn of the Board in an
-mterference. The delay in drstnct court resultmg from an actlon under § 146 is erther
.i'ncluded in delay of issuance of a patent "due to" an 1nterference under § 135(a) or "appeal"
is loosely used to include § 146 crvrl actlons jJust as in nonappellate c1v1l actions ﬁled in
E :drstnct court under § 145, Itis preferable for purposes of clanty, and to preserve the
symmetry of the statutory extensron scheme to 1nclude delay resultmg from a § 146 cml

actlon, an appeal from the dlStI‘lCt court judgment to the Federal Circuit, and any actlon in the

_Supreme Court as mcluded in the perrod of delay "due to" an 1rrterference under § 135(&)
The remammg theorencal p0351b111ty, that delay resu}tmg from asg 146 actton '
is excluded from the perlod 1ncluded in the extens1on conﬂtct would appear wrth the
statutory ‘requiremm. tha. an extension be arfo Tde d for any delay "due to" an mterrerence
"'proceedmg, and the PTO has agreed that " [p]roceedmgs under 35 U S C. 135(a) mclude any
| appeal to federal c1rcu1t " 59 Fed Reg 63957 | |
It should agaln be ernphasrzed that the PTO's opinion on the mterpretatlon of
statutory ma.ndates outsrde 1ts pa.rtrcula.r adrmmstrat:lve competence has been held entttled to'_
no weight or deference. Because the statute expressly addresses § 146 a contrary |
: mterpretatton of zts plaln“ tneamng by the courts remains a poss:bthty that cannot he ruled -

out unttl the Federal Clrcult has construed thls prowsron
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(a) Delays due to Successful Appeals to
Board of Appeals and to Federal Courts

An important requirement of the statute is that an extension of patent term for
appellate review is only afforded if a patent issues to the appellant "pursuant to a decision in

the review reversing an adverse determination of patentability.” If an appeal does not reverse

-at least one adverse determination of patentability, the delay resuiting from the appeal is not

included in the extension period. For example if an appeal on an issue of paten’tability is

unsuccessful and the appellant returns to ex parte prosecutton to subrmt ﬁlrther amendment

_ evrdence, or substantrve argument no extensron results and the patent term is reduced by the

penod of appellate delay However 1f the .Board on appeal reverses any adverse
detenmnatton of patentabtltty, such as an antlcrpatron rejectlon, but poses anew obvrousness
or indefiniteness re;ectton or at"ﬂrms another rejectlon posed by the examtner the appellant
should be entltled to an | extension of term equal to the penod of appellate delay, 1f the
remammg rejecttons are ultlmately overcome and a patent ultunately issues.

Under this interpretation if two or more successful appeals are required to

'overcome adverse deterrmnatlons of patentabthty, the delay resultmg from multtple appeals

should be cumulated to the maximum five-year lnmt

A srgmﬁcant drfference between an extensron resultmg from an appeai to the

Board or a federal court under § 154(b)(2) and an 1nterference under § 154(b)(1) is that no

~ requirement of success apphes to obtam beneﬁt of the latter term extension. A party who
loses an interference and returns to ex parte prosecution to obtain a patent to subject matter

_that is patentable over the lost count is equally entitled to an extension of term under
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' § 154(b)(1) with the winning party who obtains a patent as a result of the favorable jﬁdgment
_ in the interference. o

NCI Appeal More Than Three Years After First’.
Filed Application Under 35 U.S.C. § 120

'_ A further limitation on the extension for appellate review is that the period of
e'xtensi__qr_i _othemise._avai_lable _u_ndet 35 US.C. § (b)(2)_ "shall be reduced by any time
_ attributable to_api)eltate review be_'fore.__the' expiration of 3 years from the filing date of the
apphcatlon for patent." 35 USC. § 154(b)(3)(B)
Ev1dently the reference to “the filing date of the application for patent" must be
“to the eﬁginal filing date of a eontmua_tzon? :dn_r__ls_lon_al,_or contlntlatxon-m-part-apphcauon '
.,.-;-clai_m_ing beneﬁt_l ﬁ;_l_der 35 U.S.:C_. §§ 102 or 1_21.‘ | ' _
| | _. In any applicat_iqn that_ ha_s_been _p_endin_g three years or more from t_he filing . '
date of an original application, as defined under § 154(a)(2), any period of appeal will be
_ subj_eet to the.term-exteneion prgvjsion_. o | |

Neither the statute nor the proposed regulation makes any distinction between

- _appeals occurring before or after the effective date. For this reason, in 'c_a_leutating the term, if

_the term of a patent issuing on a continuation or divisional applieatidn filed after the effective
| date 'and claiming benefit of an earlier original application, the defay in any. appeal occurring
more than three years after the ea:llest-clalmed ﬁlmg date should be mcluded in the penod of

extensmn apphcable to the ﬁnal patent 1ssu1ng after the effecuve date
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)] Appeal Less Than Three Years Before Orlglnal
Filing Date

Only in cases that have been pending less than three years from the original
filing date will the period of appeal be reduced by any time on appeal prior to the expiration
of the three-year period. The incentive to appeal in order to preserve as much of the 20-year
“term as possible is therefore not limited to appl.ications' pend'i.ng more than three years. Thus,
if an app_éal is filed after an application has been pending for 34 nidnths, and the éppéal
~ results in reversal of an adverse determination of patentability resulting in a final decis’ioﬁ in
" favor 6f the applicant)é_lﬂe.r 2 additional years, the peﬁod'df term eﬁ_itension will be 22 ino_nths.'

c. Determination of Period of De_lﬁy |
With respect to determination of the period of delay in appeals under
- § 154'(5)(2:5', the statute provides that the period of extezision referred to in this paragraph
"shall include 'any period beginning on the date on which an appeal is filed under sect_.iori 134
or 141 of this title, or on which an action is commenced under section 145 of this title, and

' ending on the date of a final decision in favor of the applicant.” 35 U.S.C. § 154(b)(3)(A).
“Under the proposed irnplementing regulations, the period of extension resulting
from appellate delay w111 be calculated as follows under 37 C FR.§ 1. 701 (c)(3)
The penod of delay under paragraph (@)(@3) of this section
. is the sum of the number of days, if any, in the period beginning
" on the date on which an appeal to the Board of Patent Appeals
and Interferences was filed under 35 U.S.C. 134 and ending on
 the date of a final decision in favor of the applicant by the
Board of Patent Appeals and Interferences or by a federal court
in an appeal under 35 U.S.C. 141 or a civil action under 35

US.C. 145,

(d) The period of delay set forth in paragraph (©)(3) of
this section shall be reduced by: '
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(1) Any time calculated pursuant to paragraph (c)(3) of
. this section before the expiration of three years from the filing
date of the first national application for patent presented for
examination, and
2 Any time, as determined by the Commissioner, during
which the applicant for patent did not act with due diligence. In
determining the due diligence of an applicant, the Commissioner
will examine the facts and circumstances of the applicant's
actions during the pendency period of the application to
determine whether the applicant exhibited that degree of
‘timeliness. as may reasonably be expected from, and which is
ordinarily exercised by, a person during the pendency penod of
an application. g
d. Effect of Terminal Disclaimer
Secnon 154(b)(2) requlnng an extensxon of term to compensate for appellate
deIay further provxdes

A patent shall not be ehgtble for extension under thls

s e

paragraph if it is subject to a terminal disclaimer due to the issue

. of another patent claiming subject matter that.is not patentably

dlStlnCt from that under appellate review.

ThlS proyt51on ev1dently estabhshes a blanket exclusion from extension
apphcable to any patent that is subJect toa termmal disclaimer, based on another 1ssued |
'patent c1ted as the ba515 of a double patentmg re_;ectlon, w1thout regard to the relatwe length
of appellate delay and the term chsclalmed A termmal dlselauner that surrenders only one
month of patent term could therefore bar an extensmn of up to five years, otherwxse avaﬂable
due to appellate delay Sy | T

Wlﬂ‘l respect to the effect of a termmal dlsclazmer of the term of a patent

- issued pursuant to an appellate decision reversing an adverse determination of patentability,

proposed 37 C.F.R. § 1.701(a) provides:




(a) A patent, other than for designs, issued on an application
filed on or after the implementation date is entitled to extension
of the patent term if the issuance of the patent was delayed due

to:

~~(3) Appellate review by the Board of Patent

Appeals and Interferences or by a federal court
under 35 U.S.C. 141 or 145, if the patent was

. issued pursuant to a decision reversing an adverse
determination of patentability and if the patent is
‘not subject to a terminal disclaimer due to the
1ssuance of another patent claiming subject matter
that is not patentably distinct from that under
appellate review. -

As further provided by proposed 37 C.F.R. §.' 1.701(b):

.+ The term of a patent entitled‘to extension under
paragraph (a) of this section shall be extended for the sum of the
periods of delay calculated under paragraphs (c)}(1), (¢)(2) and ~
(€)(3) of this section, to the extent that these periods are not
overlapping, up to a maximum of five years. The extension will
- run from the original expiration date of the patent unless an
earlier expiration date:is set by terminal dlsclalmer (§ 1 321)

1) Extended Term of Patent Will Be Diminished
"~ ¢ by the Commissioner for Applicant's Lack of
Due Diligence |

A further and potenttally senous reductxon of the maximum ﬁve-year terrn of

extensmn resultmg from appellate delay under 35U S C § 154(b)(2) is the further _ '

. reqmrement of 35 U S.C. § 154(b)(3) that the penod of extensmn "referred to m paragraph

(2) shall be reduced for the penod of time dunng whlch the apphcant for patent did not_

‘act thh due dtllgence, as determmed by the Commlssmner v 35 U S.C. § 154(b)(3)(C)
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(a)  Statute Limits Diminution Solely to
Appeals, Not Interferences or Secrecy
Orders - :
By its terms, the reduction of term for lack of due diligence applies solely to-
the period of extension for appellate delay referred to in § 154(b)(2) and does not apply to
any extension for delay resulting from interferences or secrecy orders under § 154(b)(1). The
: PTO lacks statutory authority to reduce the extension mandated in interferences and secrecy
orders, for any reason, including lack of diligence of the applicant. -
- (b) . . -Proposed PTO Interpretation . .-

In the commentary on the proposed regulations, the PTO has adopted an :
interpretation of the statutory due diligence requirement that extends far beyond the lirnited
sPhére.of 35 U.8.C. § 154(b)(2), to include any act in the entire period from the originai
: ﬂlmg of a patent application until-an appeal is taken; in-which the applicant-extende
termof .pros_ecution: -

o The standard. for determining due diligence is. whether the

applicant exhibited that degree of timeliness as may reasonably

.. be expected from, and which is ordinarily exercised by, a person.

during the pendency period of the application. Examples of

- what may constitute:lack of due diligence for this purpose

" include requests for extensions of time to respond to Office -
.communications, submission of a response which is not fully
responsive to an Office commumcat:lon and filing of mformal
applications. . S : s L

_ This harsh i;xtérpretation of the modest reduction of the due diligence limitation

~would extend even to routine extensions of time expressly permiited by 37CFR § 1.136 for

responses to Office Actions. Because the reduction of the extension available for appeal -

taken in a final application could take into account and cumulate requests for extensions of
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" time to respond extending over the entire prosecution history of a series of continuation or
divisional annhcatmm f_h_ere. are instances in which the ex tenémn mandated by statute for
appellate delay would be entirely consumed by non-appellate Iéck of “duer diliggnce,"
determined at the discretion of an army of examiners, each with a personal standard for

_ determining "that degree of timeliness as may réasonably be -éxpected from, and which is
o_rdjnarﬂy exercised by," a patent applicant. | .

o ' Unless this provision is revised in the final rules, "due diligen'ce"- requirement
will impose a higher standard of timeliness on an applicant than the applicable rules of

- practice, which expressly permit rohtine-e:(ténsions of time and filing of incomplete or
~ otherwise infonn'alapplications. L | |

| Until this issue is resolved, either bf revision of the proposed.gﬁideli'ne's*orv
administrative practice; applicants take any delay in prosecution, including a routine request
for extension of time, at the peril of losing term extension resulting entirely-from PTO's delay
on appeal Apphcants may wxsh to con51der returmng to the practice of requestmg extensions
from the examiner or: group cln'ector explalmng in detaﬂ in each mstance the reasons why an

‘extension of time is reqmred and does not detract ﬁom "due dxhgence " One difficulty with
thxs approach is that:37 C. F R § 1. 136(b) on_{y perrmts an extensmn of t1me "for sufficient
cause" when an automahc extension of time cannot be obtained by paym‘ent of afee. A

~further difficulty is the.- possibility that Examiners and Grohp'Direcths will consider repeated
requests for routine extensions to be a waste of their time, anci respond with hosti'li‘tyl toa

barrage of extension of time requests. -~ -
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(2)) No Petition for Extension Required -

In order to obtain an extension of patent term resulting from prosecution delay,

it is not necessary to file a request with the PTO. The commentary on the: proposed

. guidel_ines_ explains:

The extension of patent term is automatic by operation of law.
- It is currently anticipated that applicant would be advised as to

the length of any patent term extension at the time of receiving
- the Notice of Allowance and Issue Fee Due

59 Fed. Reg 63, 957.

The PTO thus concedes that the statute does not reqmre it determme the term

of extensmn or Vest in it d1scretxon to determme the term of a patent that is automatlcaliy

extended by operatlon of Iaw under § 154(b)

3) Remedy :f Commlssnoner s Calculatlon is
- . Imearrect ar naepﬂ .on Nenstatutory. nnlav

e E R S

Petltlon
Further, the PTO commentary zndxcates that 1f an apphcant does not agree w1th _
the "adv1ce of the PTO as to the length of patent-term extensmn “[r]ev1ew of any

detennmatton as to the length of patent term extension would be by way of petition under

§ 1.181." 59 Fed. Reg. 63,957..

If the so_le_. t:e;_n_edy for a miscalculation ot‘; .patent;term is by petition to the
Cornmiss_ioner,_.;an: applicant dissatisfied with the "adyice"_nf.ﬂl_e PTO should carefully. -
eon_si.der the most advantageous course of action. |

o No__statutory_nrovisipn_.-requi_res an e)ttensipn of time for delay resulting from |

petition to the Commi__ss_ioner _:or_ from pre-issuance civil actions in district court challenging

the _d_etermination of the Commissioner, on petition. In view of the expansive use of the term
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"appellate review . . . by a Federal court” to include civil actions under 35 U.S.C. §§ 145 and

n adverca
LS e )

146, the statutory language possibly could encompass district court review

=]
(=

determination on petition by the Commissioner. This issue is further clouded by the question -
whether an adverse determination with respect to the patent rerm could even be an "‘ad{rérse
detennination of patentability” under § 154(b)(2) (which appears doubtﬁx}), but this is the '
only statutory basis for eﬁension rgsulting from ‘.appellate reversal.

If the statutory tenﬁ-extension provisions‘are mandatory and self—cxecuﬁng, and
the only discretion vgsted in the ,_PTQ is to reduce the extension for appeliatg delay due to'a
...;;Jeri_o‘d_éf 1ac_k of diligeﬁce occurrinf;r l.o.n appeal, an applicapt_ may be. better adViSe_d to pbt_ain
| an. issued pafent and then. raise the issue of an incol_;rect PTO advisory opinion as to the patent
'.tenn m district court infringement Iitigat_ion or é. de;:laratory judgment action under 28 U.S.C.

'§ 1338 after issuance challenging the incorrect PTO term determination.

IV.  LIMITED RIGHT TO CONTINUE PROSECUTION AND TO NOT
" HAVE TO DIVIDE OUT RESTRICTED INVENTIONS =~~~

The right to a term of 17 years from issuance wili'be lost if an applicaﬁt is
. forced to file a continuation, divisional, or continuation-in-part 'application- after June 7, 1995.
The Act'providés some limited options for a_pplicants with old applications to improve their
opportunity to have a patent issue 'ﬁom'-'a‘ parénf aéplic'ation filed before June S_, 1995, and
. thereby obtain a term of 17 years ﬁ'om issue. |

- Two such mechanisms are provided. First, an applicant can avoid the need to
file a continuing application in an épplication under final rejection that has been pending at

least two years. Second, in what is likely to be a small number of cases, an applicant can
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.avoid the need to file a divisional application to. prosecute inventions subject to a restriction
requirement, but only if the application has been pending at least three years, and the
restriction reqoirenient is'saes.'orr or after Apnl 8. 1 995. |

These transrtronal opportumtles to continue some prosecutron without ﬁhng a
contrnuatlon may reduce the 1mpact of the conversron to the 20-year term in certaln ﬁelds of
_ :technologyl such as blotechnology Patent apphcatlons for brotechnology 1nvent10ns have
often been subject to long delays during prosecution and multiple restriction requirements,
Car and the exammatron practlce has essentrally forced apphcants to.ﬁle contmuatlons in order to .
_ .'c.oﬂntmue the protracted prosecutlon | | | |
| - " It should be noted, however, that both tﬁese 'optiorrs are_ elea'.er.isirfe, since they
reql.iire.:tlte oayment .of :;:'5730 fee. There xs do_ reductton in the .fee' for a strall entity.

e

Indeed, where rnumpre perrueu and distinct inventions are subject to restriction

require_me.nt, .tlie fee will be.$'7'30 'for:'eaoh‘invent'ion exa'rnined..'
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A. Limited Reexamination

1. Applications Pending Two or More Years on June 8, 1995
May Continue Prosecution After Final Rejection

Applications (but not reissue or design applications) pending two or
rnore .yea.rs on. June 8 1995 may contmue to be prosecuted after ﬁnal rejection thereby
' .ehmmatmg need to file a contmuation Thrs practice is authorized by § 532(&)(2)(A) of the
Act® .
| | Limited exelninatiqu after final is aveilaele only'to.applicati:ens that have been
-i “-Iie.n.ding for at lezist two yeare as ef June 8, 1995. Therefore applications iiled on or before
~ June 8 1993 taklng into account any references to earher-ﬁled apphcatlons under 35 US.C.
7§§ 120 121 and 365(c), are entltled to have cons1dered on the merits two "submlssmns" after
a final rejection by the exammer The "submlssions mayklnclude (1) an mformatlon _
disclosure statemerrt, (2) an amendmerit, (3) riew‘ev1der_ic.e, and_ (4) new arguments.
.. The right to have tlieeubniiss.ion considered ie subject, .however, to some
restlictiorie. First, the submission must be made prior to or simultarieously with the filing of
" a notice of appeal. Second, the submission must be made prior to the abandonment of the
epplication. Third, the applicant must submit the fee of $730.00 set forth .in 37CFR
§ 1.17(r) within one month from the date the Office notifies the applicant that it will not enter-

.- a response after final.

& (A) = The Commissioner of Patents and Trademarks shall prescnbe
regulatlons to prov1de for further limited reexamination of applications that have been pending
for 2 years or longer as of the effective date of section 154(a)(2) of title 35, United States
Code, as added by paragraph (1) of this subsection, taking into account any reference made in
such application to any earlier filed application under section 120, 121, or 365(c) of such title.
The Commissioner may establish appropriate fees for such further limited reexamination.
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If these three criteria are met, the Office must consider the submission. Once
~ the fee in proposed 37HC..F.R."§ 1.17(r) has been twice paid?.the application is treated as a
o regular applicatioln under final as it is un&er_the éuﬁent practice set forth in 37 C.F.R.

§ 1.116. . ! o |
| The pfocedure' proposed by ihe PT.O for this additional.examination after final
is set forth in proposed -ﬁe\;v Rulé i_29(a).“. The PTO hés iﬁterpreted thlS proposed rule as

 follows:®2 o - | -

Paragraph (a) of proposed § 1.129 would provide for limited

- reexamination in certain applications pending for 2 years or -
longer as of the effective date of 35 U.5.C. 154(a)(2), taking into
account any reference to any earlier application under 35 U.S.C.
120, 121 or 365(c). Under the proposed procedure, an apphcant
would be entitled to have a first submission entered and

~ considered on the merits after final rejection if (1) the
submission is filed prior to or simultaneously with the filing of a
notice of appeal and prior to abandonment of the application and

2 (2) the $730.00 fee set forth in proposed ‘§ 1.17(r) is paid within: -
one month of any written notification from the Office refusing
entry of the first submission and prior to abandonment of the
-application. If applicant complies with the requirements of the

-.proposed rule, the finality of the previous rejection would be-
withdrawn and the submission would be entered and considered

--on the merits to the extent that the submission would have been-
considered if made prior to final rejection. The subsequent
'Office action could be made final under existing Office practice. -~ -~
If a subsequent final rejection is made in the application,

. applicant would be entitled to have a second submission entered
and considered on the merits under the same conditions set forth
for consideration of the first submission. Paragraph (a) would

“also define the term "submission" as including, but not limited
to, an information disclosure statement, an amendment to the
“written description, claims or drawings and a new substantive

T :59 Fed. Reg 63,964 (Appendlx E)
e 59 Fed. Reg. 63,956.
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argument or new evidence in support of patentability. For
" example, the submission may include an amendment, a new
~ substantive argument and an information disclosure statement.
In view of the $730.00 fee required in proposed § 1.17(r), any
information disclosure statement previously refused consideration
in the application because of applicant's failure to provide the
certification under § 1.97(e) or to pay the fee set forth in
§ 1.17(p) or which is filed as part of either the first or second
submission would be treated as though it had been filed within
one of the time periods set forth in § 1.97(b) and would be
considered without the petition and petition fee required-in
§ 1.97(d), if it complies with the requirements of § 1.98.
This procedure would not be applicable to apphcatlons on appeal as of June 8,
1995, and would not apply to responses filed after a Notice of Appeal. (See Proposed Rule
129(a).)
B. Limited Waiver of Restriction Requirement
..Some applications pending three or more years as of June 8, 1995, having a
plurality of "independent and distinct" inventions may be examined without enforcing an
_ outstandmg
restnctxon requlrement Th1s practlce is authorized by § 532(a)(2)(B) of the Act 8 This
practice is limited by the Admmstratlve Actlon Statement Whlch excludes restriction
requirements issued more than two months before June 8, 1995 Thus only "late restriction

' reqmrements that issue on or after Apnl 8, 1995 wﬂl quahfy for th15 procedure

b (B)  The Commissioner of Patents and Trademarks shall prescribe

. regulations to provide for the examination of more than 1 independent and distinct invention

. in an application that has been pending for 3 years or longer as of the effective date of

~ section 154(a)(2) of title 35, United States Code, as added by paragraph (1) of this subsection,
taking into account any reference made in such application to any earlier filed application
under section 120, 121, or 365(c) of such t1tle The Comm1ssmner may estabhsh appropnate
fees for such examination. :
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- “The proposed regulations, set forth in proposed Rule 129(b), provide that a
restriction requirement shall not be made or maintained in an applicétion pending for at least
three years on june 8, 1995, unless the requirement was first made in the applicetion or any
earlier-filed application more than two months prior to that date.** The proposed PTO rule
| permits maintenanceof -earlier restriction made before April _8, 1995. It ‘only applies to "late"
restriction requirements issued after. .April 8, 1995. Therefore this option is very limited.
| Note, however, the.t thie :option will :apply to restrictton requirements'issued.e.fter June 8, 1995 |
" in apphcanons that satlsfy the requrrements of. Rule 129(b) | .

For an appheatron other than a reissue or deSIgn appllcatlo.n ﬁled before June
g, 1992 1o restriction requrrement w111 be marntarned by the PTO unless ( 1) the restriction
requlrement was 1ssued before Apnl 8 1995 (2) the examiner has not 1ssued an Office
_. Action in the apphcatmn due to actxons by the apphcant (e g susoendmg exarmnatlon), or (3)
the fee of $730 00- requrred for exammatlon of each. adchtlonal mventmn was not paid.

If the apphcat1on contams rnore Ithan one drstmct invention and does not fall
'wrthm thelexceptlons noted above, the examiner w111 wnhdraw the restnctlon requn'ement and

| provide the applrcant one month in which to pay the fee of $730 00 under 37 CF.R. § 1.17(s)

-+ . for examination of each chstmct mventlon in excess of one. If the apphcant chooses not to

pay the fee, the. apphcant may Iater ﬁle a d1vrs1onal apphcatmn under 35 U S C § 121.

& Proposed 37 C.F.R. § 1.129(b), 59 Fed. Reg. 63964. A restriction requirement
is also permitted where the examiner has not issued any office action in the application due-to_

actions by the applicant, or where the reqmred fee for examination of each addlhonal

invention was not ‘paid.” /d -
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Proposed Rule 129(b) does not apply in those applications that have not been

acted on by the examiner because of some action taken by applicant, e.g., applicant filed a

series of continuing applications before an action was issued.

‘The PTO has interpreted the proposed new Rule 129(b) as follows:®

Paragraph (b) of proposed § 1.129 would provide for
examination of more than one independent and distinct invention

-in certain applications pending for 3 years or longer as of the -

effective date of 35 U.S.C. 154(a)(2), taking into account any

-reference to any earlier application under 35 U.S.C. 120, 121 or

365(c). Under the proposed procedure, a requirement for _
restriction or for the filing of divisional applications would only

- be made or maintained in the application after the effective date
-of 35 U.S.C. 154(a)(2) if: (1) The requirement was made in the

application or in an earlier application relied on under 35 U.S.C.

-~ 120, 121 or 365(c) more than two months prior to the effective

date; (2) the examiner has not issued any Office action in the
application due to actions by the applicant; or (3) the required
fee for examination of each additional invention was not paid. If -
the application contains claims to more than one independent

“and {pg 63957} distinct invention, and no requirement for
~ restriction or for.the filing of divisional applications can be made " :

or maintained as a result of proposed § 1.129(b), applicant w111

" be notified and given a one month time period to pay the

$730.00 fee set forth in proposed § 1.17(s) for each independent

..and distinct invention claimed ‘in the application in excess of

one. The fee set forth in proposed § 1.17(s) would not be subject

- to the 50 percent reduction for a small entity. The additional

inventions for which the required fee under § 1.17(s) has not

‘been paid would be withdrawn from consideration under

§ 1.142(b). An applicant who desires examination of an
invention so withdrawn from consideration can ﬁle a dmsmnal
application under 35 US.C. 121.

65

59 Fed. Reg. 63,956-57.
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V. PROVISIONAL U.S. APPLICATIONS AND THE NEW DOMESTIC
PRIORITY SYSTEM

:The Act establishf;s a new system of "domestic priority” under § 119, which permits '
| éppliéants to file a "provisional" application in the United States,* followéd__up to 12 months -
later by a regular U.S. pateﬁt’ applic.ai’ci‘o'n.67 The Statement of Adiﬁinistrétivé Action éxplains
that the puipoée of the provisidnal application is to "ensure that appﬁcants who file oﬁgiﬁally
m the United S_tates are not placed at a dj_sadvar;tage in relation to applicants who file
originallyr in'fqre'ign. countries.” . |
The most notable feature of provisionail__applic’_:at_i_ons_ is that the patent term 'dqgs- not ..
 start with the provisional's filing date,” but rathe‘r:'from the ﬁlihg date of the"regﬁlaf |
.apphcatlon that claims benefit of the provisional apphcauon Nevertheless, the pnonty
.'-'4_afforded by ﬁlmg the prowsmnal apphcatlon provides ; a protectlve "shleld" agalnst pnor art
dated after the filing date of the prov1s1ona1 application and possxbly an offenswé swor_
- :é_igainst Ia;erfﬁle_d_applicationé of others Thenew statutory Iangllage prOVldug er
- __érovision_al appliéati'ons reads as,follows: |
| 35USC.§111()
- ._PROVISIONAL APPLI’CATioN -
(D AUTHORIZATION —A provisional application for patent shall be made or

' authorized to be made by the inventor, except as otherwise provided in this
- title; i in wntmg to the Comrmssmner Such apphcatlon shall mclude—

* -‘35*~Ufs'.c.-_§ mcb) :
7 35 U'.S.-C. § 111(a).
L -35 U.S.C. § 154(2)(3).
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(A) a specification as prescribed by the first paragraph of
section 112 of this title; and

(B) a drawing as prescribed by section 113 of this title.

(2) CLAIM.— A claim, as ..required by the second through fifth paragraphs of
section 112, shall not be required in a provisional application.

~(3) FEE—(A) The apphcatlon must be accompamed by the fee required by .
*law. '

(B) The fee may be submitted after the speciﬁcéﬁdh and any required “drawing -
are submitted, within such period and under such conditions, including the
payment of a surcharge, as may be prescribed by the Commissioner. '

**(C) Upon failure to submit the fee within such prescribed period, the
‘application shall be regarded as abandoned, unless it is shown to the
satisfaction of the Commissioner that the delay in submitting the fee was
unavmdable or umntentlonal '

(4) FILING DATE.— The filing date of a prowsxonal appllcauon shall be the date .
" on which the specification and any required drawing are received in the Patent
and Trademark Office. :

(5 ABANDONMENT — The provisional application shall be regarded as abandoned
12°months after the filing date of such application and shall not be subject to
_ rev:val thereafter. _

(6) OTHER BASIS FOR PROVISIONAL APPLICATION.—Subject to all the conditions in this
subsection and section 119(¢) of this title, and as prescribed by the :
Commissioner, an application for patent filed under subsection, (a) may. be

treated as a provisional application for patent.

Y No RIGHT OF PRIORITY OR BENEFIT OF EARLIEST FILING DATE. —A pI'OVlSlonal
application shall not be entitled to the right of priority of any other application
under section 119 or 365(a) of this title or to the benefit of an earlier filing

~ date in the United States under section 120, 121, or 365(c) of this title.

(8) APPLICABLE PROVISIONS.—~The provisions of this title relating to applications
for patent shall apply to provisional applications for patent, except as otherwise -
. provided, and except that provisional applications for patent shall not be subject
to sections 115 131 135, and 157 of this title. SR

\ ﬁmﬁk%@
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o ‘.;-i.gpfovisional -application.

A. . The Provisional Application's Filing Date Is Not Part of the Calculation of
20-year Term .

Provisiolnal applieations will put U. S .applicants on an equal t"oeting with their foreign
inventor counterparts regardmg the explratxon date of a U.S: patent, a pomt 51gmﬁcant enough
to be expressed in the Statement of Admlmstratlve Act1on The most 1mp0rtant aspect of this
panty is that the ﬁlmg date of the provzsronal appllcatlon does not start the 20 year cIock

-. Accordmg to new § 154(a)(3) “Prronty under sectlon 119 365(&), or 365(b) of this

- title shall not be:taken into account in determining the term of a patent.” Thus, a U.S. patent |
rissuihg from an application that has a priority claim to a provisional application can receive a

. termy that expires up to-21 years-from the date of. filing of the provisional application, i..e'., 20 |

- years from:the filing of the "'regular." application plus the one-year pendency-of the .

B.: - .:A Provisional -Application Provides Priority Under New § 119(e)(1) -
The new priority system- comes into play through new § 119(e), which a.llb'we for the
-«claiming of priority.based on the date of the provisional application_.- Ne_w-'§ 119(e)(1) | _ - \
_ 7'prov1des ST R R

An apphcatron for patent ﬁled under sectlon 111(a) or section 363 of thls t1tIe
.- “for an invention disclosed in the manner provided by the first paragraph of
section 112 of this title in a provisional application filed under section 111(b)

. of this title, by an inventor or inventors named in the provisional application,
shall have the same effect, as to such invention, as though filed on the date of
- the provisional application filed under section 111(b) of this title, if the '
~ application for patent filed under section 111(a) or section 363 of this title i 1s :

filed not later than 12 months after the date on which the provisional -
application was filed and if it contains or is amended to contain a speclﬁc _
reference to- the provisional apphcatlon
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| In other words, _applicants may use the date of the provisional application under |
§ 11%e) as a "shielt:l" against intervening prior art. Of course, such ?rotection can be
_ 'obtai.ned only if the épplicarlt files a "regular" patent applice.tion trnder 35 US.C. § lll(a) not
later than 12 months after the ﬁhng date of the provisional apphcatron and 1f the apphcant
specrﬁcally refers to the provrsronal apphcatlon in the ' regular appllcauon.

C-.' The Relatlonshlp Between a Provrsronal Applrcatlon and Apphcatlons Frled
Earlier Under § 119, § 120, and the PCT

A provisional ‘application is not entitled to the right of Vpriority.under 35US8.C. -
§ 119.%  Thus, a provisional applicetio_n cannet claim benefit of the filing date of an earlier-
 filed foreign app_lrcation.. Similarly, a provisional application is not entitled to the beneﬁt. of
an earlier U.S. application or earlier-PCT application under any of §§ 120, 121, or 365(c).
.If one decides nonetheless to file a provisional applieation based on a previously filed
foreign, U.S., or PCT application, the applicant must realize that she may be giving up the
benefit of :fth,oser earlier filing dates and risk exposure to intervening art. -

D. Provisional Applications Provide an Early § 102(e)/102(g) Date for Foreign
 Applicants: A Path Around the Hilmer Doctrine

Under current law, when an apphcatlon "ﬁled in the Umted States" issues as a patent

it becomes pnor art under 35 U S. C § 102(e) as of its U. S ﬁlmg date agamst all other
apphcants Where the patent clarms beneﬁt of a forelgn apphcatron under § 119 that patent |
is still pnor art as of its U. S ﬁlzng date, but not as of the date when the forergn prlonty |

apphcatron was ﬁled

® 35US.C. §111(b)7).
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" day it is filed even if the PTO were 100%

This rule was created judicially in In re Hilmer, 359 F.2d 859, 149 U._S.P.Q. 480
(C.C.P.A. 1966), basically on the theory that § 119 relates only to protective priority rights to
"save" the applicant but is not, except in the context of an interferenée, a patent-defeating
| ~provision. Hilmer thus denied prior art benefit to a § 119 foreign priority application.:

In the second Hilmer case, In re Hilmer, 165 U.S.P.Q. 255 (C.C.P.A. 1970), the court
held that the foreign priority document did not .créate, for the subject matter of the claims, -
- pate_ntTdeféating prior art in the U.S. |
It appears that a provisional application would be a § 102(e) reference as of its filing
___date because the provisional apphcatlon is an apphcatlon filed in the United States. However,
| one could argue that the or1g1na1 policy consxderatton underlying § 102(e) does not.apply. -
Since the provisional application is not examined, it could not - possibly have '-i_s_sued on the

P
a

o priority to the provisional application is claimed -un_def § 119, that the rationé_le of__-Hilmer, _
- that § 119 and § 102(e) are totally unrelated still applies,

Howgvt:r, it is not clear how these arguments will-come out. Even if the provisional
application is ultimately held tlot to create a § 102(e) date, does it create.a patent-defeating -
f date under § 102(g)?

In the second Hilmer case, the court reiterated that § 119 and §:102(g) are entlrely
different. .However, the court,also emphasme_cl : that the_ fprelgn application was not actually -
filed in the United States and thus did not satisfy the requirements-of § 102(g). Since the

_brovisiOnal application is provided for in the "ﬁpplication" section of the statute, and since tl_1e

statute requires that inventors be designated, one can argue that the filing of the provisional
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application constitutes a constructive reduction to practice in the United States of the

invantinne dignlacad tharein A conmteraronment wonld he that-
8o therein, A fe t would be tha
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between § 119 and § 102 is still valid and that the provisional application is more ﬁke a
foreign priority application than'li_ke.a regular appIicétion. ‘Thus, although there is some -
" doubt, a provisional application may provide 2 mechanism for a foreign épplicant" to _
circumvent the Hilmer doctrine. -

‘When the applicént first files a foreign application, the 'very same application could be
filed simultaneously in the U.S. as a provisional application. Théﬂ, when the foi'eign |
applicant files its U.S. application within one year, 1t could claim benefit under § 119 of both
.t_he foreign priority apﬁiicatioﬁ and the provisional application. For as little as $150 (§75 for
a'small entity)” the foreign applicant could very possibly establish the earliest posSible
| effective date for at least the subject matter of the claims of its: application as prior art against
R others in the U.Sunder § 102(e)/(g).

As is evident froxﬁ this discussion, although a provisional application cannot claim any
benefit under § 119 to an earlier-filed foreign*applicatio.n, this does not have to be an
i_nipedirﬁent- to using a provisional application in an effort to attempt to establish an‘early
§ 102(e)/(g) date. In particulér, if the foreign invgntqr'ﬁles the provisiona.l applicﬁﬁon on the

~same day that the foreign priority application is ﬁled- abroad, or shortly thereafter, then the
R app_licarit can claim priority from both applicatioiis or rely solely .on the.provisional R
aPpli;:aﬁon, and it is irrelevant that the provisional appliC’étion'Will not have beﬁefit'_of the -

- foreign application under § 119.

® Proposed 37 CER. § 1.16(K).
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- E.... The Provisional Application Must Satisfy 35 U.S.C. § 112, Paragraph 1
- The statute provides éxpressly that a provisional application must satisfy the first
paragraph of 35 U.S.C § 112. § 111(b)(1)(A). Thus, the specification must include a .-
~ "written. description” of the inﬁention, must enable a person skilled in the art to make and use
the invention, and must include the best mode known to the inventors at the filing for -~
éar_rying out the invention. |
:This raises numerous issues.  With respect to both enablement and: best mode; what
. has to be enabled and what measures whether the bést mode was in fact disclosed? -Based on
| t_hg_discussion below with respect to inyentorship, one might -'initially_.worry :that all inven;cions
_ ";disclosed" have to be enable_d and the best mode of those inventions has to be set forth.
SR In reality, however, a main purpose of a’provisional application is to provide domestic
p_r_ipr_ity. for a later-filed "regular” application that will contain claims. Under well-accepted -
legal principles such as are enunciated in the Federal Circuit's .dec_ision in In re Gostelli,”! one
WOL}Id think that bene_ﬁt.of the provisional filing date under. § 119.'\.;v_i-11 be obtained if there is
| full__§ 112, first paragraph, support for the invention claimed in the_-regular application and if
tlixe;bqs_t_modc of what.is-claimed is disclosed: - |
. F. . The Provisional Application _sh,',l_l Include Drawings Under § 113 .~
L S,ect_io_n_ 111(b)(1)(B) provides that a- pfovisional- application shall include a drawing as

"préscribed“_ by § 113.

7' 872 F.2d 1008, 10 U.S.P.Q.2d 1164 (Fed. Cir. 1989).
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- Again, the issue is raised as to what subject matter needs to be 'drawn.. Section 113
requires that the applicant furnish a drawing where nécesséry for the understanding of the
sﬁbject matter sought to be patented.

| - Ina prox}isional application, no claims need be inclu&ed, ﬂlus‘rendering it somewhat
difﬁcult to decide what is the sﬁbject" matter sought to be patented. The solution, again, is
nﬁost likely a practical one. Those drawings necessary for the understanding of the subject-
matter that may-ultimately be claimed in a regular é,pplication -shOuldi be included in the
provisional applicatibn.
G... ‘What Is Not Needed? . - -
1 -Claims-' : |

_+Unlike "regular" applications; § 111(b)(2) providesthaf the ‘provisional application
need not include claims. Thus, pro se applicants may- find filing proyi.s'ional appiicatibns 10
bea particularly.uS'éﬁll way to establish a filing date because the cost iis—iow and the |
complexities of claim drafting are avoided. |

2. ~Qath’"
The provisional application need net include an oath as otherwise required by -§ 115:
Section 111(b)(8) states that provisional applications are not Sﬁbject to § 115. Nonetheless,
the cover sheet that aécbmpanies a prbvisidnal'app}ication must provide the names of the

inventors, which raises a host of issues, discussed below.
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3. B Information Disclosure Statement
Ac_cordi_qg to § 111(b)(8), the provisional appli_cation is not subject to § 131, the
' section providing for examination of an appiicat_ionf Thus, the applioant .nee.d not file the
Infonnat_i_on Disc‘losure St__etex_nent otherwise _required during prosecution.
| H : Invento_rship‘

_ Secti_on 111(b)(1) states tha_t_ the prox_r_isiopal appl_i_c_at_ion "ehall be made or authorized |
to be made by the inventor." Accordingly, the rules governing provisional applications
require a cover sheet that lists 1:‘{_1'&_:.irwentors.".2 ) | |

1.  Who Should Be Named?
To select inventors for inclusion on the cover sheet, proposed rule § 1.45(c) specifies
. that "ilf multiplé inventors are nemed in a pro\_risiox_lal_ application, each named inventor must
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'i."prowsmnal appl1cat10n (empha515 added) Tl:us is dlfferent from the emstmg and proposed
“rule for 'regular" applications under § 111(a), where each named hlventor must have made_ a
__c_:on\l:ib_utiop to the suo_ject matter of "at least one claim." The PTO'explains. that the latter
. rule would ‘pe.l.in.apppopriate_ for proyis@onal.applic_.at_li__ons,_ _sin_ce_ provisional applications may be
ﬁled_ without cl:airps.?3__ As in all otier inventorship determinations, good _faiﬂqaddvabsence of
: deoep‘;ive inte_nt are key. | | | |
_ -The identity of all persons who made a eontributi_on to the subject mg__t.ter_disclosed_: |

" may be different, however, from those persons who would have contributed to at least one

72 See proposed 37 C FR. § 1. 51(a)(2) (Appendlx E)
™ 59 Fed. Reg. 63,953.
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claim. For instanée, it is common practice to refer to or incorporafe by reference the
published or sometimes even the unpublished work of others, often for pﬁ;poses of ensuring
that the enablement or best mode requirement is met. k |

To get an idea of some of the issues raised by this réquireméﬁt'to name inventors in.
provisional applications, consider the following example. X and ¥ jointly conceive ﬁand
reduce to practice a new chemicél compdun&, a new method for 'makjng' the compound, and a
cosmetic use for that compound, all of which are disclosed in a provisiénal applicafioh. For
making various starting .rnaterialé, suppose that Vario_._ﬁs patenis of 4, B, and C are élso o
| disclosed in the provisional application.

o Since the propased rules provide no guidéline other than that given in .§ 1.45(c), one
rhight argué that the inventors t6 be named 'iln the provisional applicatioﬁ: are not (dnly X and
Y, but a_lSo A B, and C. Depending on how maxiy patents. df Iitératu;e articles afc cited,léné.
can 'conjﬁfé up the notion that certain provisional apialications might have a Iérge number of
inventdrS';;ﬁiaybe even 20 or 30 - |

B Designation o.f 50 nﬁany inventors raises some interesting issues that rmght, but should
* not, limit the ability to file provisional applications. As .dis'cuss.éd 'earli.ér,'no' 6aﬁ: or |
declaration is required. Thus, the 'eﬁ.tity' filing the provisional applic‘aticsxi'in the examplé -
above‘pr.esumably does not have to obtain signed dec;iarations from iriventbrs AB and C, -
whom we w111 assume have abSol_utely no affiliation with the entity JKL for wﬁich X and Y
work : - - o : . :
However, it is clear that provisional applications can be assigned. In particular,

proposed Rule § 3.21 specifically refers to requirements relating 't(.)‘ the as_si@zhent ofa
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'proyisional-application and states that if the assignment is executed before the provisional
_application is filed, the assignment must ident_ify by name each inventor so that there is no
mistake as to the provisional application intended. Presumably, therefore, the rul_és intend for
| all inventors to éig_n such an assignment. -

How can this practically be possible in the example set forth above? Why would 4,
B, and C, assuming they are available, want to assign whatever rights they have in the
Iﬁrovisional application to the totally unrelated entity JKL that employs X and Y? - Payment t6
I_ A B ..and C by JKz,' might not even necessarily supply the requisite motivation to sign,
paftiw_larly_ if 4, B, and C work for.any COIﬁpetitprs.- of JKL. - ¢ o

In addition, new § 111(b)(1) states that the provisional applicatim; "shall be made or
authorized to be made by thg inventqr." Is a listing of all the inventors enough to satisfy this,
.‘as'.t'n_e PTO's proposed rules seem to assume? - If not, as _discu-sscz_d ‘above, A, _B, -and C might
choose not to authorize JKL to file the provisional application in their names. -

.. It does not appear that such conundrums were thought of in the rush to include -
provisional applications in the GATT/TRIPs implementing legislation package. . Perhaps JKL,
-however, .h_as_ a__coﬁple of ways to circumvent this apparent dilemma.  Consider two
' possibilities. |
| Flrst if one assumes that-the requuements of § lll(b)(l) are met by merely listing the
| _mventors names, even 1f some have never even been not:ﬁed that the prowswnal apphcatlon |
has been prepared and ﬁled, JKL could file no assignment document. At the end of the 12-

" month period, JKL could then file a regular patcnf_ application, presenting claims to subject
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matter that is the invention of only X and Y, claiming benefit under § 119(e) of the

tinemal  and has
AoLlQy

. . Y 7 " . PR,
p1 V1i3101idl, ail I

ing X and
A later-filed complete application may claim priority benefits under new § 1_19(e)'(1)
based on a copending provisional application s0 long as the applications have at least one
inventor in common.™ In this example, these requirements would be met.
Alternatively, the initial application could be filed as a regular application with claims
 to subject matter that is the invention of only X and Y and assigned by X and ¥ to JKL.:
~ According to new § 11 1(b)(6), a regula;r application can be tréated as a provisional application
for patent, "[s]ubject to all the conditions in this subsection and ‘séc"tion 119(e) of this_ title,
and as prescribed. b—y the Commissiorier."” In other words, a regular application can be
converted to a provisional application. 7
' .P'roposed.Rule 53(b)(2)(ii) facilitates such a conversion, provided that a petitién*
rc::questin;g the conversion is timely filed: There is no mention in :the proposed rtiles that the
peti‘gion has to identify all the .iriventors of the nunc pro tunc provisional applicatibn or that
any authorization from inventors other than X and ¥ must be obtained.
| Asa pracﬁcal matter, it would seem that these two altematives, or some equivalent’
| thereof, must be followed. The Statement of Administrative_Action emphasizes: |
Provision of a domestic priority right is important to ehsure that applicants who

file originally in the United States are not placed at a d15advantage in relatmn
10 appllcants who file originally in foreign countries. R

G .Proposed Rules, 59 Fed. Reg. at 63,954.

™ A disadvantage to this approach is that a full $730 filing fee would be required for the
initial application rather than the reduced $150 fee for a provisional application.
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Thus, with respect to inventorship, .What probably matters is that the inventors be
.na;ned who will ultimately be the inventors o_f_ subject mattér claimed when a regular
application is filed and that the best mode they know of practicing the invention be disclosed.

Applicants who file in foreign countries generally ﬁie 1n the name of a company .
because, in first-to-file systems, inventorship is not nearly as important as it is in the U.8.7
Thus, to impose impractical requirements. on.provisiona_l applicants for obtaining authorization
of those who are inventors only of disclosed information that does not relate to the invention
 that will ultimately bc_clgimed_ frustrates in large part the purpose behind establishing

 provisional applications.

2. Practical Problems
a.. . Assignment
If the provisional application is assigned as provided by proposed Rule § 3.21, and the

| ~ assignment is exegut_e:d_'b_efore the provisional application is filed, the assignment must
identify each inventor by name. This avoids any mistake as to the provisional application
intended to be assigned. Presumably, therefore, the rules infend for all inventors to sign such
an :assi_g_mnent,__ _ |

If the app_licant listed those "others" and wanted to _gssign_ the application ',b_eforg. filing,
the lmtxal appiic_ation_coul_d simply be filed as a regular application with élaixns;:. Thus.,_ph_ly

those inventors who contributed to the claimed invention need execute the assignment

‘document.

™ The Patent and Copy"right'Clausé of the US. ConStitutipn,.a_rt_. 1,§8, cl. 8, give_s'
_..Congress the power to grant exclusive rights fo ,inventions,,i.e_., patents, only. to. "inventors."
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" According to new § 111(b)(6), a regular appliéation can be converted to a provisional -

application for patent, "[sjubject to all the conditions in this subsection and section 119(¢) of
~this title, and as prescribed by the Commissioner . . . ." Thus, the first application could be

converted to a provisional application in due courée and the'praétical_ problem related to
| _assignment would never arise.
| b. Best Mode -

" Any difficulty in naming inventors will be echoed iri providing the best mode.
Because the spec1ﬁcatxon must provide the best mode known to "the inventors," imcértamty in
naming inventors creates uncertainty in providing the best mode. To minimize thie problem, |
| ohe should again consider what inventions will be claimed ultirnately,'identify the appropriate
_inventors' of those claims, and provide the best mode known to those inventors. |

"L No Requirement to Filé in English?

Like regular U.S. applications,  provisional applicati_dn need not be filed in English.”
Howe\ferlj{"'thé. PTO"can', and may, require'tﬁe-_ filing of a verified English translation of the
.application' by a time certain.” | | |

If the PTO should fequire English transiations of provisional appliéations w:thm the _
one-year life of the provisional application, tlﬁs would greatly increase the éXpensE_ and thus

reduce the utility of provisional applications for non—English?spéakin_g foreign applicants.

7 37 CF.R. § 1.52(d).

% 37 CFR. § 1.52(d). See also Charles Van Horn, in the videotaped AIPLA CLE
Program: Uruguay Round Agreements Act, suggesting that the PTO may well requlre a_
translatlon ‘within a spemﬁed penod of time to avoid abandonment. -
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The Act, moreover, makes clear that proviéional applications are not to be examined.
~ So how could the PTO find a statutory basis for examining such applications for language?
. If the PTO does not require translations during the pendency of provisional
applications, applicants who have filed in bther languages should, of course, expect that a
.translat_ion may be required during the examination of the regular application fo enable the
“examiner to determine whéther the provisional application satisfies the requirements of § 112,
 first paragraph.
- J ,anvérsion of Regular Ap_pl.ic_ati_on;tq a Provisional
, "Regular” applications filed under § 111(a) can be converted to f'prqvisional" L
-applications in acqord with new § 111(b)(6), Which-ﬂgxpressly_ brovi_des that "an applicat_ion:fc:)r
_patent filed .u,nder subsection (a) may bé.UEatcd as a provisional application for patent.” . If a
"regular” application is filed and later converted to
._‘_ whether the conversion deprives the application of §.102(e)/(g).. - -
S Ano;her_jssﬁe_ is whe,t_l;g_r a regular appIicgtio_n_ that itself claiin_ed § 119 benefit of an_
earli.er-ﬁ'le& foreign application. can be qonvei'tgd under the new law.to a proviSi(;nal :
‘,appzlicaftiqn, accompanied, of course, by the timely filing of a second_ regular application
clmmmg benefit under new § 119(e)(1) of the filing date of the "first regular application.” . -
Our best guess _is._yg_s; subject of cﬁt;rse‘,.l_t.o the fact that the ..cqnver.s__ion.,‘ 'o:f the "first regular
| application” will cause that application to lose § 119 date benefit of the ¢ar1ier—ﬁ1éd foreign

- application. This raises issues of intervening prior art that should be evaluated before any

such conversion takes place.
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a. When?
Provisional status will be available on or after June 8
file a provisional application. Presumably, one cannot convert a regular’ application filed
- before June 8 to a provisional application. Any regular application filed on or after June 8,
1995, hbwever, “can be converted to a prbwiisic)nﬂ application not later tha_n' 12 mbnfhs after
filing.
b. How?

Proposed rule § 1.53(b)(2)(ii) provides a'mechanism, namely 2 petition and fee of
- $50.00 ($25 if small ehﬁty), for converting an application into a provisional.” The petition
must be ﬁle_d pfiot to the earlier of either the payment of the issue fee"or the éxpiiatio‘ﬁ of
12 months after the filing ‘date of the provisional apphcatlon The grant of the petltlon does
not entitle the apphcant to any refund of the application’ ﬁlmg fee.

As an example consider an apphcatmn filed under § 111(2) on June 8,1995.° On June._
8, 1996 the inventor files a second apphcatlon under § 111(b)(6), whxch could be (but need )
._ not be) identical to the first apphcatlon, ciaim_mg benefit of the ﬁ;st application under |
-~ § 119(eX1).” The inventor would also petition to convert the first applicatioﬁ to a provisional
application.. The ﬁistap;ilication, having been éonvéftéd_ toa “'provisibnal,'_"‘ will then go -
aband‘oned”af one year from filing. - The second application will be entitled to B_éneﬁt of the

June 8, 1995, filing date under § 119.

7 Proposed 37 C.F.R. § 1.17(q).
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c. Why?
The advantages of this‘ strategy are many. Fitst and foremost, the applicant can
. measure the term of the patent from June 8, 1996, not June 8, 1995. As explained above, the
date of the provisional application is not the: "filing date" for purposes of measuring the term.
Further, as discussd above, the appIicant also -possibly gaihs‘.a .Ju.ne 8, 1995,
§ 102(e)/(g) date, a "sword” that can ‘be used offenswely agamst others. In add1t1on via
§ 119, the appllca.nt galns a June 8, 1995, ﬁhng date, a "shleld" which can be used agamst
| lntervemng pnor art - | o 1

Additionally,- if the first application'was filed as a "regular" §111@ application the

“PTO may have 1ssued a ﬁrst Ofﬁce Action. ThlS would glve the apphcant the added

_ _.advantage of knowmg the pnor art 11ke1y to be apphed before proseeutlon of the second -
'bm.._.“..‘ L coo L

T Wy "Nm-'» -

One dlsadvantage to the strategy isa fmanc1al one: '[he dlfference between the hlgher
fee for a regular applxcatton and the lower fee for a prov1510nal apphcatmn wﬂl not be
refunded when the § 111(a) app11cat10n is converted to a provasmnal apphcatlon 30 Indeed
one must pay a $50/825 fee for the conversion. |

Thus ﬁlmg a regulat apphcatlon convertm.g 1t to a hrowsmhal application, and then

.'clalmmg beneﬁt of this prOVlSIOIlal apphcatlon ina second apphcatlon wxll be somewhat more

' cxpenswe than ﬁlmg the first apphcatlon as a prov151ona1 appllcatlon in the first place SERN

...%.59 Fed. Reg. 63,959.
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Applicants will have to weigh the financial disadvantages against the advantage of having the
20-year term measured from the filing date of the second application.
K. ~Who Needs It?

1.~ Everybody Who Wants One Additional Year Before the Patent
Expires

: As dlscussed above by filing a prmhsmnal apphcatlon, an applicant can ulhmately
obtain a patent that w111 exp1re 21 years after the ﬁllng date of the prov151ona1 apphcatlon, _'
~ 1e., the patent will expire 20 years from the ' 'regular” application filing d{ate_ plus the one-year
provisional term. | |
| Pravisi_enal _applications will be he_lpful to US itlveiitoi-s seeking to eétahl_i_sh an ear_lx
Paris cony'entiph’prierity date. T_h_e sinipler requirements s_hould permit applﬁi_clants wo_rking:_
with pateht ..attorneys to prepare and ﬁle-applications more pr'ornptly'than_ a‘re_gular
_application, by postporiing the time required to-draft claims. The applicant and attorney
would then have a year to refine and supplement the applicatmn that w111 be exanuned in the
: U.s, subject to the requirement for obtammg date beneﬁt that the claims presented in the |
regular appl_lcation xiiust have full § l12_, ﬁrst_paragraph, _supp_ort in the pro_vism_nal -
application. .l | | | o | | o |
| | 2._ Everyone Who Wants To Establlsh the Earhest Flllng Date
Although estabhshmg the earhest p0551ble ﬁlmg date is cruc131 for obtammg patents 1n
.. foreign countnes w1th "ﬁrst-to-file patent systerns, an early ﬁlmg date can be nnportant in |
the U.S. too. Even though pnonty in mterferences can be ultnnately proved with extrinsic

evidence of conception or actual reduction to practice, an inventor who is able to establish an

early filing date (and thus become the "senior party") can have significant _‘pr_oc_edural_. _
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advanfages in an interference proceeding. Indeed, there are times when the procedural
advantage of being‘the senior party is outcome determinative. For example, suppose that
inventor 4 files a provisional application on July 1, 1995,Ldisclosing a brown box and é :
- regular application, claiming benefit of the provisional, on July 1, 1996, claiming the brown
box. - |
‘.Suppose-that..inventor ‘B files a regular application on June 30,‘7' 1996, (the day before 4

files the regular application) disclosing and claiming the same brown box. - Suppose further -
E ihat _-Mﬁough--A was-actually the first to invent {as evidem‘;edrby the provisional application

| filed a-year earlier), there.isrfsome legal insufﬁciency' in A'sr evideﬁce of -actuai.'r_eductioxrlsto S
| practice, such as a lack of corfoboration. o
-+ +In an interference between A and B, we will assume 4 geté the benefit of her Jﬁly-:;l,

NI, : . . nartv B nroved an actinal radh
» Prov naliling date an 1afed ‘th nior party, - L proves an-actual reg

“fo'practice on July 5, 1995. 4 should win because -B's.,date ‘of invention is not earlier than'4's

“date of constructive reduction to practice as embodied in the provisional applic;itidn.‘ o

If 4 had not filed a provisional application, 4 would have been .th'e junior party by one
- day-and could not have proved a date of invention earlier than July 1, 1996, the date on

R which 4 filed the regular application. Filing the prqirisional applicétidh made A the senior

party énd resulted in A's victory in the interference. P |

| e 3. .l_Oth_ér Reasons - |

| A prov1310nal aﬁpzliéatio.nwcr:;)ﬁrld. reﬁiacé the ..PTIO'S disclosure adcﬁment program asa .

means for inventors to record dates of early conception with the PTO.
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L. | - Multiple Provisional Applications

In addition to these advantages, the new provisional applications provide an .
gconomical way to cover an invention that develops in significant ways in short periods of
time. In the past, fhe only way to protect such an invention was to file continuation-in-part
application upon continuation-in-part application for each new devéiOpment, each for a filing '
- fee of at least $730. With provisional applications, that applicant can file its series of
applications as provisionals at only $150 per application.

- For exa.mple,‘an inventor who clones a gene, a valuable invention on its own, would
file a first appiication on the clone. With further work, the invéntqr determines the sequence
of the gene, another potentially valﬁabl_e independent invention worth protecting w1th an
application. With sﬁil further work, the inventor expresses the protein encoded by the gene,
yet anotllle'rw potentially valuable-and independent invention. With the provisional application,
- the inventor can file a series of provisional applications, at $150 apiece, é.nd_ then at the eﬁd
of the 12-nibnth period-frbm the first application, file a "regular” application claiming priority

to all prior "i:rovisional applications. -
~ Each provisionél _appIibation provides the inventor with the earliest filing date possible
for each invention. Moreover, the various filing dates can be used both as "shields" against:
intervening art and as "swords" as discussed above.
M. . Timing Considerations for U.S. ApplicantsWho Have Filed Foreign
Corresponding Appllcatlons or Claxm Benefit of Earller-Flled Forelgn PCT
Applications. Do S .
Aﬁplicants who have filed con‘_esponding foreign applications or have claimed th¢

“benefit of earlier-filed PCT applications cannot ﬁ_Ié a provisional application that claims the
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eaxlier-ﬁled application. New § 111(b)(7) brovides that a provisional application cannot claim
any benefit under §§ 119 or 365(c).

| Nonetheless, those applicants may still use the provisional application scheme but at
the potentially significant risk of intervening art. To .use'new § 111(b), those applicants -
would have to file a provisional application after June 8, 1995, and accept that date as'the

' _.ﬁling date. Thus, any art that arises between the earlier foreign filing date and the
provisional filing date might be assertable against any regular application claiming benefit of

the provisional application. - -

~VI. -  TRANSITIONAL S_TATU_TORY PROVISIONS THAT ARE EFFECTIVE NOW
THROUGH JUNE 7, 1995 ‘

A most important prov;swn of the GATT Ieglslatlon is that the chahge toa 20-
year term from date of original ﬁlmg does not become mandatory unt1l June 8, 1995.* After
:;that date, all apphcatlons ﬁled in the Un1ted States (whether ongmai apphcatxons or
L 'contmuatlons d1v151onals or contmuatmns—m—part of pendlng apphcat:ons) w111 be sub_}ect to
_.'the 20-year max1mum: term.. - | o | |
| I—Iowever any apphcanon that is ﬁled before Juhe 8 1995 wﬂl be entltled to the

longer term of (1) 17 years from the date of grant or (2) 20 years from the date of ﬁlmg of

8 "The patent term provisions of § 532 of the GATT legislation (except for § 154(a)(1),

~ which expands the infringement remedy to include offering for sale or importing the invention
into the United States) take effect on the date that is 6 months after the date of enactment

- (December 8, 1994) and apply to all patent applications filed in'the Umted States on or after
the effectwe date Uruguay Round Act, § 534(a)(l) R

- _Uruguay Round Act §534(b)(1)
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the original application, regardless of whether or not it claims benefit of a chain of
applications extending indefinitely into the past.” For example, a continuation of a pending
aﬁplication-claiming benefit of an original application filed on June 9, 1975, that is filed on
June 7,.1995, and issues after five years of prosecution will have a term of 17 years from the
date .of grant. The same continuation application filed on June 8, 1995, will lapse by
operation of law the day after filing, unless the maximﬁm 20-year term is subject to extension
under § 154(b).

Applicaﬁts sltouid in‘nﬁediately review all pending patent applications to determine if
any applications should be filed or refiled before the June 8, 1995, date, in order to obtain the
.bcnefit of the 17-year term. Comprehensive review of corporate patent filings is essential to
ensure that patent term is preserved o | |

| ) A | Had We But Worlds Enough and Tlme

The strateglc exercise of determmmg the best course of actlon w1th respect to. arry |
given patent appllcatlon necessanly involves cor151derat10n ofa multltude of factors and
c1ret1mstances and no blanket rule can possibly cover all possible smlatxons However, the

critical factors become more apparent and more acute as the pendency of any current

apphcatlon extends mto the era more tha1_1 three years before June 8, 1995.

® 35USC.§ 154(e)(1) (1995) provides:

- -DETERMINATION —The term of a patent that is in force on or that results
. from an application filed before the date that is 6 months after the date of the ,
-enactment of the Uruguay Round Agreements Act shall be the greater of the . .
20-year term as provided in subsection (a), or 17 years from grant, sub_}ect to
any terminal disclaimers. o
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In order to get and keep the longer of the two alternative terms available until the
_effective date, applicants should consider the following actiens, and should-consider them
. with increasing urgency as the claimed original benefit date approaches June 8, 1-975‘.”--
1. Applications in Being - |
Certainly, applications that now claim benefit of applicatiens filed before 1992 require
urgent attention and remedial action beﬁre June 8, 1995. |

. a. - - File Divisional Applications Responsive to All Operative
Restriction Requirements :

| A first xmportant etep ie:‘for_ applieants to determine 1f pending _applicatioas are sabject
to resu‘ictien'requirements issued before Apnl 8, 1995 “ or if ‘res.t.rietiod reduirettlettts w.ere.
ﬁnbosed in earller .apphcatlons in the cham of beneﬁt B E |
If So apphcants should ﬁIe all d1IV15tena1 appheatlons resultlng.'front all earher. B

restnctmn requlrements before June 8, 1995 Any d1V1s1onal apphcatmns that are ﬁled before
June 8 1995 wﬂl have a 17—year terrn from the date of grant even where the restnctlon |
o requlrement was rnade nt a paxent grandparent or earher related U S appllcatlon If such
| d1v151ona1 apphcatlons are filed on or after June 8 1995 they w111 be 11m1ted to a term that is

20 yea:s from the ﬁhng date of the earhest nonprov151onal apphcatlon for whlch beneﬁt is

cla1med 'I'hls could result ina severe loss of patent term,. where prosecutlon has extended
| ovet a number of contmuatlon or d1v1510nal apphcatlons mthout.actton on an outstandmg |

restnctlon requu'ement in any pnor appllcatlon

8 See proposed 37 C.F.R. § 1.129(b)(1)(i).
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b.-_ Voluntary Ditfisionals
One option for obtaining the maximum patent term for applications with no restriction
requirements ektant, is to decide if there genuinely are maltiple, patentably distinct inventions
~ disclosed or claimed. This class of pending applicatiorts includes all pending applications in
- which an office action has not yet issued. | |
- Inssuch applications, it is possible to anticipate a restriction requirement, and to file
"voluntary" divisional applications, accepting the risk that double patenting rejections will "
later restrict the entire class of divided .applicati_or-xs to the satne expi_rati_on date, without
.'.beneﬁt of any appellate extensmns | .' |
| An apphcant's mcentlve to file Voluntary dtv131ona1 apphcatlons is reduced hy the
Patent Ofﬁce proposal to forgo 1mposmg restriction requ1rements in any apphcauon pendmg
for at least three years on the effectlve date except where the exammer has not 1ssued any
omce actlon in the apphcatloh "due to actions by apphcant " 37 C F. R § 1. 129(b) |
| Although the proposed ruIe would pemnt an exammer to make or mamtam a
restrtctlon requlrement that was made more than two months before the .effectlve date a ttew
._ reqmrement for restnction evxdently w111 not be unposed in such older.apphcatlons v\athout
prov1d1ng notice to the apphcant that the apphcatxon contams claims to mote than one
: mdependent and dlstmct mventlon, and a penod of one month time to pay the $730 00 fee set
forth in proposed § 1.17(s) for each independent and dlstmct mventl_on cIatmed in the _
.application in excess of one. 59 Fed. Reg. 63956-57. | | “ B
| -Under this provision, where an earlier application was subject to a restriction

requirement before April 8, 1995, including a restriction requirement imposed in an original -
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application filed a decade _before that date, the original restriction requirement may be

. maintained in a divisional ﬁied after the effective datq, with devast_a;ting result on the term. of
the resulting patents. Where the original restriction requirement states that the original
application claimed separate inventions that were specified to be 1n ‘various deﬁr_led groups, it
wﬂI be essential to file a divisional application‘ glaiming,each nonelected group for which
significant patent protection is desired, prior to June 8, 1995. |

However, some earlier restriction requirements may be much miore general, and o

| impose a restriction 'requireme..rlt.- uﬁ&er § 121 between .(1) E'l'speciﬂcr'class or s.l.i'b_class of
- claimed compounds, such as  compound of Formula (1), wherein an R' substituent is phenyl,
an R substituent is'c';hlorihe,""and the nucleus of the 'csmpduhd is thi'aizolitliﬁon‘e,.raﬂd @) the
entire feinainiﬁg géneric scope of broad origiha_l CIaiins (e.g,R'is alkyi Of 'arjf'l, R?is |

halacg
halogen,

arrl +h
applicant could muse from now until Juné. 7, 1995, about bﬁséible éddiﬁonal 'dis{inct ;
'.-._inventi:o_ns: included in the or'igiﬁa'i"'c:l.;ailﬁ Scope,‘iand'potenltxi.a] édditioﬁél Testriction
.re_quireniént.s. Similarly, an application that was oﬁginaﬂy subjected to a':brc'iad .res.tr'i‘ctiqn
_'tequireﬁiént may be subject to further sub-restriction réé;uireinents in divisional appliéatidhé._,'
as the original broadly defined but nonelected gfbhﬁS'are .pr‘ése:nted in diﬁsidnal appiibéﬁons.
I appiications pénding for at least three years as of Jun'.e. 8, 1995, takmg certain ..
benefit pi'oyisions: into'.a'ccount”,'_the examiner shold ot imﬁbsé a further restriction |
requirement after Aprii‘ 8, .1.:995,“wit‘h61'.'1‘t' also permitting the applicant to elect to p’ufsué' fhe

: ::_pa’éentably (iiSti_flCt inventions in the samie épplidaﬁdn under préposéd'Sl'i"C.F.R.'é 1.129(]3), on

‘payment of the required fee. If this interpretation is adopted by the Patent Office, it will
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reduce the necessity and incentive for ﬁiing voluntary divisional applications in anti.cipation
of additional restriction requirements, eéxcept in circumstances that may arise with respect to

applications filed after June 8, 1992, or where more recently-filed applications have not been
' the subject of an 6_fﬁce actiqn. '

¢ Review Continuation Applications Pending More Than Two
Years ' ' -

if Q;osecuﬁ_cin_has extended significantly beyond two years in any chain of

continua?i‘on _applicatioqs claiming benefit u1_1der 35 U.S-.C. § 120, it woqld be be;gcﬁcial to
consider whetli_mr‘the_sg appl_ica_tions could be refiled or d_iv_idgd into separate gpplications prior
,tq_ the effective date. -_Aftgr June 7_, 1_9_.9_5, it will be important to avoid filing further |
continuation applicaﬁo_ns_ claiming benefit, and may be helpful to divide the application into
_ various sub_-appl_icati_oﬁs to provide the 4bcf:st pfoba_biiit_y that claims of éiffcring scope will be
- allowed mthoutfm‘ther continuations afte;. the effective date.
| | ;d. __ Appl_icatipns_Subject to Speci_a_l Transitional_?rovisions
. It will be advantageous to file continuation applications prior t_t_> June 8, 1995, in
= applic_at_igns. that havg ‘_be‘en pending __(q;easmed_ from the earliest be_nef_it date) _for two years or
more on the effective date. Un_der § 532(a)(2) of the Uruguay Round Act, as _i;:}plementec_l_by :
" proposed 37 C.F.R. § 1.129(;1), all applications ﬁ_léd on or before ._que_S_, 1993, or Cla.imir_lg
benefit of such an earlier-filed applic_at_ion," are subject to limited continued ex_amination .
W1thout the_ ncce;ssity of a further con_tinuati_ozr_lﬂ_ applicatio_l} after the effective df_ite.‘_

7 - ’fhis is the most important transitional provision of the new law;_which applies without
limitation to all pcnding gppligat_iqps_ on ﬁl:e: for two 6r more years, and does not require any

action by the applicant before the effective date. In any application subject to 37 C.F.R.
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. § 1.129(a), no continuation application should be filed on or after the effective date,
without exhausting the opportunity to present two additional substantive responses after final
rejection upon payment of the required fee.

Applicants should aIso consider refiling older pending .applications that are subject to
the extended prosecutron provision, before the effective date, or dividing complex applrcatlons
into separate apphcatlons prror to June 8 1995 The effect of ﬁhng a contlnuatron
apphcatron (at any stage of prosecution after first rejection) in such an application WOl.tld be '-
to guarantee not only a 17—year minimum term for any patent 1ssurng from the applrcatron,

' :but also an addltronal three substantrve ﬁrst—actron responses to ﬁrrther rejectmns on paymerrt

- of the'appropriate fee.

e. Review Applications Under Final Rejection or on Appeal
If any pending application (including an original application) is finally rejected prior to

the effective date, 'tt-rnay also be ad\}antageotls“to'ﬁle an i'nrmediatecontinrrati_orr ai:)clication
“to'ensure the maxrmum pateht term,submrttlng a later sripplemerital .response','.amendment or
declaratron aﬁer the effectlve date where necessary
With respect to apphcatlons that are already on appeal to the Board or the Federal

C1rcu1t it wrll be necessary to welgh factors such as the potentral loss of term resultrng from _
- a _furﬂrer con_tmuatlon filed after an unsuccessﬁrl appeal and the poss1ble extensron of t1me a
| resuitirig ﬁorrr a successful @pe'ai, including an appeal filed before the effective date. W_here
_ doubtexrsts as to whether 2 'perrdi'r_rg appeal “will Succeed taritllout entry of an addrtronal |

_amendment or consideration of 'additibnai comparative evidence, it may be preferable to
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 abandon the appeal and file a continuation application’ before the effective date, in order to
ensure the maximum patent term.
2. Applications To Be Filed

“‘a, . Review Fofeigh-Filed Priority Applications for Early U.S.
Filing .

| When it js _r_e_asﬁnably anticipated from experience with a particular examirling__grogp'
~ that grg}?e_cuﬁon of a new U.S. patent application will extend beyond three or fQ}ll‘ years,
exculusi\'re. of appe_als, applicants should consider filing t_hgse applications befo_re__ June 8, 19 95.
A Particularly, U.S.. ‘app_lig_:at_i_og_s clé._im_ing ._prior‘ity under § 119(a) from earlier forei_gn_—_ﬁlgd ‘ |
- applications ma.ly.beneﬁt from .a 17-year term from date of issuance, even if most or._:all ;o__f the
convention year is lost from the earlier filing.
| _' b. Invention Disclosurgs -
‘ 'Wiﬂ} %espéct_ to the question whether to accelerate _the filing o.f applications, and.:tp_ .
: ensure fi)at all.new_ applicatiéns are filed before June 8,_1995_, the :entilrc,.panop‘lyhggf term-
limiting and term-extending provisions of the new law mustbe _cons_id_ex_‘cd,_ﬂ;c__ penodof
_ Qbsolcscgnpe of the claimed invention, and the art unit responsible for g_;{a;qining it.
_ Certamly, in many cases it may be pmden_t.tp_ﬁle_: an_‘applicat'iol_} before June 8, 1995,
inr order to lock ina mmmmm 17-year patent term, whiliq_.haviqg&_beneﬁt qf the xﬁaxi_mum 20-
-ygar'tenn if pfosecu_tion takes lgss than three years. Paﬁipﬂﬁly if the Patgnt .Qfﬁce is o
'deiliged mth o_rigingl and continuatiqp applicaﬁqns pnor tq_thc-eﬂ‘ectivg_gléte_, pro_sgcﬁﬁo_n” B
will inevitably be slowed in applications filed on._or aﬁerJune 8, 1995. I_ndged_,_ it may be
- difficult to .imagine circumstances in which éppiicants would not want to make every effort

possible to ensure that all new 1995 applications are filed by June 7, 1995.
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- 'However, there are circum"stances in which an applicarit wrth an'-applicatic')n in hand on
| June 7 1995, may elect to postpone ﬁling until the effective date.
| For example, assume that a U.S. applrcant has an applrcatron ready .for ﬁlmg on June
..7 1995 The apphcant's opt1ons are (l) to file a provrsronal apphcatron on June 8, 1995
followed by a regular § lll(a) applrcatlon on June 8, 1996, clannrng beneﬁt under § 119(e)
of the provrsronal applrcatron or (2) to ﬁle a regular patent apphcatron on June 7, 1995. If
'the apphcant reasonably consrders based on past expenence Wlth an art unit or exarmner that
ex parter prosecution (exclusrve of any appeal but including payment of the issue fee and
_ _1ssuance of the patent) will take more than four years 1ncludmg the trme requrred for a
contrnuatton apphcatron, then accelerated ﬁhng may be warranted

Specifically, in this example, nnder option (1) u_nder_t_he new patent t'errn provisions,

wimira 71 vanvre fram th riotran] oe
1T &4

ﬂ" tent will CXpirc _y'e?u.a ronl e provision

the patent wi
because the ﬁlmg date of the .prorrls.lonal appllcatlon does not start__ the running_of the _2~0-ye_ar
_ patent"tenn - o | o o

| Enhanced patent terrn ﬁ'om acc.elerated ﬁllng under optlon (2) erl .be obtalned only 1f
the patent issues after June 8, 1999, which is four years and one day after June 7, 1995.

| Ifan applrcant reasonably expects an average pendency of 18 months, ﬁhng a

: provrsronal apphcatron under optlon (1) wrll result ina lorrger etfectrve patent term.
Hoprever, issuance of the patent will also be delayed by the same penod that is garned by
.t'rlmg a provrsronal apphcatton, because prov1s1onal apphcatmns are not exammed This

raises questxons of how important the early years of the patent are compared to. the later .

years.
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VII. FURTHER CHANGES IN PROSECUTION PROCEDURE UNDER A 20-YEAR
TERM SYSTEM

This change in exptratron of p.atent term to 20 years frorn ﬁhng w111 srgmﬁcantly allter
U S. prosecutton practrce in a number of basrc respects For example, extensrons of time for
response to an ofﬁce action Wlll typlcally be at the expense of the effectlve term of the.lssued
patent placrng a much hrgher prermum on early and complete response to re_]ect1ons dnnng
prosecutlon It is ev1dent from what has been explalned above that tradltronal contmuatlon |
and d'i?yisional practi_ce will be signiﬁcantly_ altered in attempts to preserve patent tenn tmder
the 20-year imit, | - . o |
.. 'O'ther-sjtrategies. conventionally pursued by 'pat:ent'-applicants nray be. :fnndamentally |
changed, as illustrated by the 'foilo:wing.‘ o R R
A End of Conventional Continuation Practice | |
In the past contmurng apphcatron pract1ce, which 1ncluded the ﬁhng of both
contmnanon and contmuatron-m—part (CIP) apphcatlons has been 1mportant Thrs pracnce.
provrded patent apphcants with an opportumty to ﬁJlly develop a record for appeal or better
yet, ulttmately avoid the necessrty of ﬁlmg an appeal by resolvrng the patentablhty of the
claims at the examiner level | o
- The delay attendant with- 'continuing application practice under the o:Id. la\y was mainly
. _problematlcai in cases where it was very 1rnportant to exped1te the issuance of the patent |
The practrce, however, dld not affect length of effectrve patent term because once the patent

1ssued, it was ent:ttled to the 17—year statutory term. 'As the following exarnples w1_ll 11iustrate,

those .d.ays are gone. 3
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- Assume ‘that an original pﬁtent application was filed on Juné 9, 1989. On June 8,
; 1995, applicant:files a continuation application and claims § 120 benefit of the 1989 -
application. 'It'is only safe to assume that if -a. patent then issues from the continﬁation :
application, it expires 20 years from_ June 9, 1989, and not 17 years from issue. The patent
will thus expire on June 9, 2009, about four years earlier than 17 years from an assumed
issuance of a patent in 1996 (2013) or 1997 (2014). -

. -. Patent applicants thus risk losing the possiBility. of 17 years of protection from issue
- and facing a term measured from the ‘earliest filing ‘date if they file a cOntinﬁation-'appliCation
of such an appliéation after June '7,. 1995. In-this example, at least four years of patent term
. .could be lost by virtue of ﬁliné the continuation app’lication on june 8,1995. |

-:Now assume that the original application was filed on June 9, 1989, but this time the

 The 1.:989. gpplica_tion is abandoned. -Of thirty .clailﬁs in*the CIP, all but one are .clear'ly'-
supp:ort;d 1n the 1989 application. The CIP issues in 1997. 'What is the patent term?

S Again, it is only safe to assﬁi_ne that the new law will utilize the filing Of a
'éontinuaﬁon—in-part application after January I., 1996, as a hook to sweep the .resulti_ﬁg ‘patent
imfo the web of -the 20-year term. . Consequently, .one must ass_umethat the term of any patent
' is.suing-_ﬁ'om_-the CIP runs 20 years from June 9, 1989, ;even:’though only one claim is not

» supported in the 1989 application. | |

‘No provision in the ﬁew law would authorize différent éxpiration dates for claims in a

- single patent, such as 17 years. from issue fér-some (those supported in the 1989 application)

and 20 years from filing for others (the claim not supported in the 1989 application). Rather,
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the .literalr reference in the statute to § 120 benefit in both § 154(a)(2) and § 534(b)(3) cuts
against an interpretation pro;fiding different expiration dates for claims within a single patent.
Moreover, the authoritative Statement of Adminisn'ative_Action referred to above, expressly
states-that "the term of a patent that results from any application" filed after June 7, 1995
"shall end," if priority to an earlier application or applications is ¢laimed uﬁder sections- 120,
121, :0r 365(c) of Title 35, 20 years from the date of the earliest of such applications.
- .= It is thus only safe to assume that the term of the resulting patent will expire on June
.9, 2009, which willlbe a time considerably shorter than 17 years. from grant would have been. .
‘Clearly, this signals the end of CIP practice, as we have known it:*
In this example, a prudent course would be to file'a new application containing the

“new claim without claiming any priority benefit and maintain the parent 'casé pending, in an
- effort to obtain the other claims. In such case, if the parent or the disclosure of the parent
~‘constitutes. prior art, it will be necessary to prove that --the.-new claim is separately _'patehtable.

4 To designate the application a CIP and claim priority benéﬁt will only lose patent -
term. It is thus difficuit to cﬁnjure up situations after June 7, 1995, that will jus’ufy filing CIP
, _épplic_ations. |
.. - If this is the case, CIP practice shoﬁld be limited to a presentation in a new
- application; not claiming beneﬁt of the earlier cases, of claims not supported in the earlier
cése. If possible, the earlier aﬁpliéation should be pros_ét:uted to allowance, not-abandoned, to
. obtain 4 patent term of 17 years from issuance.
As an initial practical matter, therefore, one should advise a client to file a

- continuing/divisional application after June 7, 1995, of an application filed-before that date,
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only after careful consideration of all the alternatives and consequences. A patent applicant
_having troubles in prosecution -as of June 7, 1995, might, nioreo_ver, run down to the PTO and
| ﬂie a continuation application on that day to avoid the new law, but even this will not be

effective if subsequen_t continuing/divisional applications aré filed, as explained above.
Further, before filing such a continuation, one will have to weigh the opportunities afforded

by new provisions for continued prosecution after final referred to above. -

B Restriction and Divisional Practice -

Unde_r_fonnef law, it was possible to prosecute a cha.m of divisional applications -
 directed to a number of nonelected inventions subject to an original restriction requirement,
| and to obtain a pétent for each having a 1 7:-yéar term from the date of eventual -grant.. A

later-filed divisional directed to inventions subject to an earlier restriction requirement cannot

r the original application, because 35 U.S.C. § 121 bars the use. of the original

1
U
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application.as a reference, whether as prior art or as the basis for a double :paienting’-”feject_ion.
However, a reference to an eaflier application in a divisional application ﬁled.after. June 8, -
- 1995, will have the effect of limiting the term of the divisional to a maximum of 20 Srears
ﬁom the filing date of the original applicaﬁon_. |

| | The impact.of restriction and divisional practice under the patent term legislation will
be niost acute in the pharmaceuticals field, where claims. to-a family of new compounds,
methods fdr mai;ing them, and one or more therapeutic uses are cqmrponly ‘subject td multiple
.rest;'iqtion .re_quircments. Until now, it was possible to obtain successive patents each havmg

-a 17-year term from the date of grant, for nonelected compouﬁc_i_s and therapeutic methods,-_- '
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effectively extending the term of the patent to compensate for regulatory delay. This option
- w111 no longer exist, and a new strategy must be devised to avoid loss of critical patent term.
i. Simultaneous Prosecution

The simultaneous prosecution of multiple divisional applications will be essential to
preservé patent term, in contrast to the traditional prosecution system, in which consecutive
prosecution of applications directed to nonelected subject matter has been the rule.- The
simplest: strategy for obtajning the maximum- patent term for a number 'of related applications,
that would ndmlally'have'begn- claimed in a series of sequential divisional applications, is to
ﬁle_diVisionaI applications that will {or should) be prosecuted ‘concurrently.

‘When a restriction reqﬁirement under 35 U.S.C. § 121 is issued by the examiner, .5
_;éﬁlicants should consider filing all required divisional applications at the time of initial -
.r;;i)onse, in order to avoid potential loss of patent term. |

e Where a restriction requirement is all but inevitable, as in an application claiming a
_ chermcal or phannaceﬁtical compound and a method for making the cdmpound, the appliéént
may co;sider initial 'ﬁling of two (or more) separate applications to avoid the pbtential l'ios's of
‘term m the divisional resulting from prosecution delay until the original restriction
réquirement is imposed. -

| For example, suppose that an original pharmaceutical application is filed fully
- disclosing and claiming two separately clas’siﬁcd families of compounds (e.g., based on
" nitrogen and sulfur heterocyclic ring nuclei), a method for making each, and two unrelated
therapeutic methods for using the compounds (e.g., as analgesic and for treatment of asthma).

- The applicant faces an almost certain multiple restriction requirement, on the basis that the
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application claims separate and distinct compounds (two inventions, and possibly more
depending on the complexity of the compounds, claimed structural variations of each, and the
. effect of substituents), a method of making (at least one invention), and therapeutic methods
(probably at least four inventions, since the two therapeutic methods involve the use of two
classes of compounds). |

- The applicant’s options include filing a single application claiming all of the
inventions, or immediately filing multiple "voluntary" divisional --anplications.

- -Simultaneous Filing of Multiple Voluntary Divisional
Applications o

“ The apphcant mltlally could ﬁle seven 31muitaneoue .volnntarg.( d1v1510nat apblteatlbns
to av01d the expected restncnon requn'ement If a further restnctton reqmrement is nnposed
in any of the appl1cat1ons, the abphcant could zrnmedlately ﬁle further d1v1510na1 apphcatlons
ucow.lenng any nonelected subject matter and ciatmmg beneﬁt under § 120 of the ongmal
_ apphcatlons | ThlS course of actlon will have the con51derab1e attractlon of smpllfytng _'

B management of the multlple reiated apphcatlons and of presertrlng a 51gmﬁcant portton of the
20-year term in each case that is allowed | e |
However, the sunultaneous ﬁllng of the ortgmal apphcatlons, and clanns to. beneﬁt in
the dﬂnswnal apphcatmns W111 ensure that all patents eXplIe a maxxmum of 20 years from the
- date of ongmal ﬁlmg The PTO would not be prevented ﬁom 1ssumg double patennng |
re_]ecttons requiring the apphcant to ﬁle a temunal dlscla1mer of any term that would extend
beyond that of the ﬁrst-allowed patent that claims a patentably nondtsttnct mvennon but such
. double-patentmg re]ectlons would be meamngless w1thm the fannly of apphcatlons expmng |
nbesmedne o
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- The central issue with respect to double-patenting rejections would arise with respect
to the extension of patent term under § 154(b) to time lost due to appeals in any of the
voluntary .divisional applications. In the absence of a restriction requirement, if it is necessary
. to file a terminal disclaimer with respect to an earlier issued patent, the extension of up to
| ﬁve-yeers under § 154(b}(2) for appellate delay would not be available.

“ If it is necessary to contest a double-patenting rejection with comparative evidence, or
to appeal in order to overcome the double-patenting rejection, additional time will be
consumed in prosecution 'that. will reduce the effective patent term, even if the appeal is-
successful. If an appeal on the double-patenting issue is not successful, and it is necessary
u.l_t.irnat.eI)‘r.to file a terminal diselarmer | 51gmﬁcant ioss of.. the patent term w111 result,

| b Fllmg Divisionals After a Restrlctmn Requlrement

| Under 35 U.s.C. § 121, it is not possrble to pose a double patentmg re_]ectxon based on
the clarms of a patent 1ssu1ng on an application with respect to whlch a requlrement for -
_ restnctmn has been made or on an applxcatxon ﬁled asa result of such a requlrement |

 An alternatwe strategy to ﬁhng several onglnal voluntary d1v131onal apphcatxons.'
would be to file a comblned appl1cat10n, and 1mmed1ate1y upon recemng a restnctron
| redurrernent to ﬁle aH d1v151onal apphcatlons ciaumng beneﬁt of the onglnal ﬁhng dete nnder
-§ 120. 'Ihe divisional applzcatxons under § 121 would each have a maximum term of 20
years from the ongmal apphcatron ﬁllng date, as in the prevrous example of mltrally ﬁhng
, multlple d1v1sronal apphcatlons | | |
| The prmmpal dlfference would be that 1f one or more of the dmswnal apphcatxons

issues early, and others reqmre appeals consuming up to ﬁve years, a double-patentmg
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rejection could not be posed by the examiner, and a terminal disclaimer could not be required.
For this reason, the ,appellate‘ delay would result in an extension of patent term without the
_-necessity of contesting the propriety of a double patenting rejection.

| 2. - Timing of Applications -

Although simﬁltaneous prosecution will often be the rule under the patent term

amendments, this does not necessarily mean that simultaneous filing of original or divisional
| applications is essential.
One. strategy that is. being discussed as _a_resuit: of the PTO's explanation of the term
| _ __a_:_;_mendrnf:nts85 -is that f_h_e_: applicant can waive benefit-of an earlier application under § 120, in

order to-extend the patent term to 20 years from the filing date of a "non-benefit" - |

- continuation application filed under 37 .C.F.R. § 1.53. According to.the PTO, the applicant

iration date of the patent, but "would have to balance the benefit of
getting -behind some prior art with a specific reference to the earliest application, against . - -
. obtaining a later expiration date. with a specific reference to a later application."®

‘This approach could also be emplbyed‘in filing voluntary divisional applications. ‘In
either case, the patent term can be extended by successive filing of ‘felated applications, |
without claiming benefit of the earlier application(s), so long.as no prior art event.requires

that benefit under. § 120 bé established. .A claim to benefit can be added by amendment at

any time during prosecution, and can be postponed; if desired, until the issue feeina - - -.

- ¥ See, eg, Applzcant Can Control Patent Term with Specific Reference to Prior
Applications, 49 PAT. TRADEMARK & COPYRIGHT J. (B.N.A.) 225 (1995).

¥ Ibid, quotmg Charles Van Hom of the PTO's Office of Leglslatxon and International
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. voluntary divisional is paid. If at that time, no prior art event requires that benefit under -
§ 1.20 be established, the applicant can file a further volun{ary divisional without a claim to
benefit. However, the success of this filing strategy depends on the critical assﬁmption that
all the prior art is known at the time the later appliCation— is ﬁ_led without a claim to benefit.
One thing must be certain if this strategy, or any variant that involves waiver of
benefit under § 120, is adopted to extend the 20-year term. The applicant must be sure that '
the potential benefit of an extended patent term outweighs the likelihood that an- opponent in
liﬁgaﬁon will be able to discover invalidating pribr art that-could have been,overcorr_le by the
.-claim to benefit. If a company's patent strategy is solely to obtain issued US patents, with
fhé cxpectatio'_n. of licensing or cross-licensing, that will produce royalties-or righits for the - |
term of the patents, and plans seldom or never to enforce its patents in litigation, such a - |
| strategy of forfeiting assured protection against intervgning pribr art in order to obtain an
c;itended patent term.may be suitable.. However, if an applicant ever intends to enforce its -
'patents in litigation, the original claim to benefit is likely to be essential in defending against
prior: art discovered by the defendant during litigation. - |
-3 ‘Proposed Regulations
" . The PTO proposes to change the procedures for filing continuation and divisional -
appiicati_bns, by eliminating Rule 60 continuation and divisidnal applications-entirely;_f
retaining only Rule 62 file-wrapper continuation practice.” Consequehﬂy, all divisional
applications would be filed as original applications under Rule 53, and gpplicants_wor;lld have
the option of filing continuation applications l_'eit.her uhder'Rﬂ_e 53 or Rule 62. “The

commentary on the proposed rtule change explains:
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In order to simplify the procedures for filing continuation and divisional
applications, it is proposed that § 1.60 be deleted. The procedures set forth in
§ 1.60 are unnecessary in view of the recent rule change to § 1.6(d) which
‘permits the filing of a copy of an oath or declaration. Applicants may use the
procedures set forth in § 1.53 to file a continuation or divisional application
under 35 U.S.C. 111(a), as contained in S. 2467 and H.R. 5110, by providing

_the Office with a copy of the prior application as filed.

- 59 Fed. Reg. 63955.
- With respect to the use of a copy of an oath or declaration filed years before the
_continuation application, and the duty of disclosure, the commentary further indicates:
This is appropriate since neither the statute nor the rules require a recent
*date of execution to appear on the oath or declaration and the duty of
_:._;_dlsclosure requirements under § 1.56 would apply to the continuing application.
The issue of a stale oath or declaration would be eliminated by appropriately
- amending the p;oc_:_e_dures__ set forth in the Manual of Patent Examining
Procedure. ' ' :
 The imriadse for this formal chahge in the rules appears to Be”a.ldn.ﬁnistraﬁve
- convenience, as further indicated in the PTO commentary: |
' The Office éuﬁenﬂy receives a number of ﬁefit'i.o'ns. re'qu'es'ﬁng. that an
~ application filed under § 1.60 be accepted even though at the time of filing of |
the application, applicant failed to comply with all the requirements of § 1.60 _
due to inadvertent error on the part of the applicant. The deletion of § 1.60 =
will help reduce the number of petitions and will simplify the procedures for
filing an application for both the Office and patent practitioners.. . .
I
" Under the amended tules, applicants may use the procedures set forth in § '_1.5'3 to file
- a continuation or divisional applipation under.35 U.S.C. § 111(a), by providing the PTO with

- acopy of the pridf applibation. The éomr_nehta;y indicates that failure to submlt a .cbmp}ete.

copy of the prior application r_néy be __cqfreqted:by :way of a__peﬁtion under § 1.182.
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With respect to file-wrapper continuations, proposed' § 1.62 would .state that the
procedure could be used for_ ﬁling a continuation, division, or continuation-ia—part' ofa
~ complete application filed ‘under'_ § _1.53(b)(1) but not a provisional application undar
| § 1.53(b)(2).. The proposed rule would Sﬁeéiﬁcally preclude the use of the file-wrapper
continuing proaedures set forth in § 1.62 for filing the first complete application under 35

| U.S.C. § 111(a), which claims the benefit of an earlier filing date of a provisional application.

I

4 Transitional Provisions
_The patent-taﬁn amend_:_nents raquire the ._PTO to pr_ascribe regulations to -Prqvide for
~ the examination of rﬁore than 'aﬁe 'independeat aad dis'finct invention in an application that
- has been pending for three years or longer as of the effective date of §§ 154(a)(2), taking into _
aéc_:oant any reference made in su(_:h application to any earlier filed applicat_ian under section
120, 121-,-;-'or 365(c) of such title. See § 532(_a)(2)(B) og the A;:t.
Inf:-‘;'response to thi_s requirement, the PTO has proposed an extremely restrictive.
| interpretatio‘n'that pennits .the examination of more 'than one i'ndependent'ahd distinct
| mvenuon m an apphcatlon that would normally be subject to a restnctlon requlrement, only
when the restriction requlrement is first made on or after April 8, 1995, and only when the
fe_e for ﬁlmg a new appllcatlon is separately paid for each independent mventlon._ |
- The commentary on proposed 37 CFR. § 1.129 explains:
Paragraph (b) of proposed § 1.129 would provide for examination of
~more than one independent and distinct invention in certain applications
* pending for 3 years or longer as of the effective date of 35 U.S.C. 154(a)(2),
taking into account any reference to any earlier application under 35 U.S.C.

120, 121 or 365(c).” Under the proposed procedure, a requirement for
restriction or for the filing of divisional applications would only be made or
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maintained in the application after the effective date of 35 U.S.C. 154(a)(2) if:
(1) The requirement was made in the application or in an earlier application
~relied on under.35 U.S.C. 120, 121 or 365(c) more than two months prior to
the effective date; (2) the examiner has not issued any Office action in the
. -application due to: actions by the applicant; or (3) the required fee for
. examination of each additional invention was not paid. If the application
-+ contains claims to more than one independent and distinct invention, and no
requirement for restriction or for the filing of divisional applications can be .
. made or maintained as a result of proposed § 1.129(b), applicant will be
notified and given a one month time period to pay the $730.00 fee set forth in
.. proposed § 1.17(s) for each independent and distinct invention claimed in the
application in excess of one. The fee set forth in proposed § 1.17(s) would not
__ be subject to the 50 percent reduction for a small entity. The additional -
“inventions for which the required fee under § 1.17(s) has not been paid would
‘be withdrawn from consideration under § 1.142(b). An applicant who desires. - -
~ examination of an invention so withdrawn from con51derat1on can ﬁle a
.. divisional -application under 35 U.S.C. 121. : :

59 Fed. ch. 63,957. The transitional provisions are discussed in-Section IV.B, supra, but the

“harshness of this position is evident.
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The only significant limitation is that the PTO will not pose a f
- requirement in an application that has been pending fér. three years on the effective date,
'-Without permitting the applicant to pay a fee for examination of the .-independent inventions in
the same application. |
‘Because the PTO has refused to provide broader relief to long-pending applications.

under § 532(b)(3) of the Act, any applicant having an application pending for more than ﬁuee
- yeats, an&-subject_ to a.restriction requirement made prior to April 8, 1995, should |

- immediately review the prior application and all parent applications, to determine if divisional

applications must be filed before June 8, 1995, in order to preserve the guaranteed 17-year

patent term available only for applications filed by June 7, 1995.
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C. . Submarine Patents Float Out to Sea’

In the U S. patent corrrmunity over the last few years, the subject of submarine U.S.
patents has caused qurte a-stir.*’ In parttcular many have expressed therr concemns about
~those U.S. patents reiatmg to technology developed during the mfancy ofa techmcal ﬁeld
such as computer chlps or lasers Typ1ca11y, after a very Iong prosecutlon .perhaps even 20-
30 years;-those patents can emerge from the PTO with very broad patent clalms that dominate
-the contemporary technology of a mature mdustry and w111 be in force for 17 years from
;ssuance_ o _ i L _ :

The clear intertt of tl.te. Act.is that .once a cootinuing (corltinuation or conﬁnuation-in-
 part) or divisional application is filed on or after June 8, 1995, clairning benefit of an earlier-

_ﬁled U.S. application, any patent issuing from it will expire 20 years from the-earliest: = -

application filing date.
" Moreover, the authoritative Statement of Administrative Action referred to-above
: ekpressly';- states that "the term of a patent that results from any application” ﬁled after June 7,
1995 "shall end," if priority to an earlier application or applications is claimed under §§ 120,
’121, -or 365(c) of titie 35, 20 yea.rs from the date of the earliest of such application.. -
- Thus, where an application was filed on December 1, 1980_, and a continuation

~ application was filed after June 7, 1995, the intent of the new law is to limit any patent that

¥ Paul Karon, "Critics Take Aim at 'Submarine Patent’ Amendments," Los Angeles. .
Times, June 1, 1994, at D9; James W. Morando and Christian H. Nadan, "Silent Enemies,"
- The Recorder, May 4, 1994, at 10; Teresa Riordan, "Patents," New York Times, Apr. 4, 1994,
at D2; and Guy Webster, "U S. Patent Boss is Pushmg Cha.nges " Arizona Republic, Mar. 6,
1994, at H4.
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issues to 20 years from December 1, 1980. In a patent that issues in 1996, thét patent would

~ enjoy less than a five-year usable term.* |

-Th'}s construcﬁon of the statute would certainly address the cries that have arisen

- égainst inventors who years after filing obtain submarine U.S. patents with very broad claims
that dominate a particular area of technology and do not issue until others have invested

- substantial sums in commercializing that technology. It is only safe to: a’ssu:'ne-that the statute
will be applied as set forth.in the Statement of Administrative Action. All potential -
submarine patents based on pre-June 8, 1995, filings will ﬁltimately be forced to the surface

~and, if continuation or. divisional applications are filed, will lose .substantia!.:patent term.
+D.. . ~Terminal Disciﬁimer Practice | | |

--. If a.double-patenting rejection is issued by the examiner, applicants ‘must also consider

- the gffect of filing a terminal. disclaimer, where the rejection is based ona pateni having a-

L patent term un_der. the new law that is less than 17 years. from issue.  Where the double-

- patenting rejection is based on an issued U.S. patent, it will.be possible to determine the

o :effect of -a terminal disclaimer. - In this case, where the cited patent issues from an application.

filed before Juné 8, 1995, that patent will have at least a 17-year term from date of grant. . -

. Where the cited patent issues on-an api)licatién- filed on or after June 8, 1995, that patent will - -

‘be limited to 2 term expiring 20 years -from the earliest U.S. application, qt_her...than-.a ;

% This harsh result could well explain why the 20-year term has caused quite a
controversy in the U.S., as evidenced by full-page advertisements and editorials appearing in
recent months in widely read newspapers opposing this provision. For example, see Paul
Heckel, "Before We Abandon the U.S. Patent System, Amencas Innovators Would Like to
Be Heard " The Washington Post, Sept 14, 1994, at Al7. .
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provisional -application, for which benefit is sought, and any terminal disclaimer will similarly
limit the patent term of the affected application.

- However, where the PTO issues a "provisional" double-patenting rejection, based only

- -on a copending commonly-owned application, if a terminal disclaimer is-filed, the term of the

patent cannot be determined until the cited application issues as a patent. If the cited
applicatign is refiled as a continuation épplication after June 8, 1995, the patent term will be

limited to 20 years from the earliest U.S. filing date relied upon-in the continuation -

| application.

- Until an application cited in a "provisional™ double-patenting rej-ection issues, it should

be assumed that a terminal disclaimer could have the.effect of limiting the term of the patent

- issuing in an application rejected for double patentingf.to the abbreviated 20-years-from-filing

expiration date of any patent issuing from the cited application. -
- The problem will be-most acute where improvement patents'are rejected for =~

obviousness-type double-patenting over basic patents offering broad coverage that have been

pending through many continuation applications. - If such basic patent applications are refiled

after June 8, 1995, their term wiil be severely limited, and terminal disclaimers of - =~ -

‘improvements on-the basic technology will be similarly affected. Therefore, in many cases, it

will be necessary to amend the claims or to contest an obviousness-type double patenting -
rejection on the merits, to avoid significant loss of patent term that would not have occurred

under former terminal disclaimer practiée. |
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E. Early Allowance of Narrow Claims
In many cases, in apphcations filed after January 8, 1995, it will be advantageous to
obtain narrow claims to a preferred commercial embodiment early in prosecution to enjoy -
,'beneﬁt of maximum effective patent term. It will be increasingly advantageous to file narrow
claims that may be allowed in a first office action, subject of course to problems existing -
un_d_er the present case law of the Federal Circuit in enforcing such narrow-claims under the
doctrihe of equivalents.
The patentability of broader claims can:be pursued in a divisional or continuation
applieatio_n,- which _might-edvantageot;s_ly___be_\f_i__le__d only if an appeai to ,OYCr_come_the__rejeetion '
- of broader original claims is not euccessﬁzl. An advantage of this procedure is that if the .
- - appeal is successful, an administrative extension of .the patent term up to five years results
_from- the period of a““°a1 to the Board or to a federal court, including the Federa cuit:
~F. - When Should Applicants Claim Benefit?

Until the effective date Vof the patent term amendments, a claim to benefit of earlier-
 filed U.S,:appltcatiohs, extending through a chain of prior. applications, has been automatic,

“because a claim to benefit under § 120 . was sufficient to:overcome any interveni_n_g _prior art
- reference or event ~without affecting the 17-year term of the. patent. | |

Under the patent term provisions. whlch limit the maximum term to 20 years from the

date of ﬁlmg of any apphcatmn for which beneﬁt is clanned the customary practlce of
.clatmmg beneﬁt in every contmuatlon d1v131onal or contmuat:on-m—part is abruptly ended. It

is ev1dent that in many pendmg apphcatlons in which clalms to beneﬁt extend through a long

series of continuation appllcatlons benefit is essentxal to overcome statutory bars such as
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patente issued on earlier applications in the chain, or sale of the claimed products more than
one year before a continuation or divisional filing date. In such cases, if a further
continuaﬁon or divisional application is filed after June 8, 1 995, a claim to‘ benefit under
§ 120 will also be essential. With the exception of continued proseeution permitted under the
transitional provisith'for some applications having a U.S. filing date of June 8, 1993 or-
befor-e‘;»"r9 the claim to-benefit will reduce the effective tetm of the patent finally issuing from a
chain of applications extending for more than three years.
1. A Claim to Benefit is Optional o
A claim to benefit of the.ﬁling date of an earlier application under 35 U.S.C. § -1720 is

not a mandatory requirement, and any. apphcant can- elect to file a "contmuatlon or:
"divisional" application containing the same disclosure as an origiﬁal application under 37 -
C.F.R. § 1.53, without making any reference to an earlier-filed U.S. application under § 120.

~ The PTO has acknowledged that:a continuation aﬁplicax_it has a choice as to whether to
claimbenefit, and if benefit is claimed under § 120, to elect the earlier applieatioﬁ date for
which benefit is claimed.®® The applicant faces the choice between claiming benefit of an
.earli‘er-- application date, and antedating prior art, or waiving bene_ﬁt’ of an earlier application
and date and obtaining a later patent expiration date,”* except in one circumstance, in-which a

" claim to benefit serves no purpose under the patent term amendments.

& Under § 532(a)(2)(A) of the Uruguay Round Agreements Act dlscussed supra Sectlon
B, ..

.+ % Applicant Can Control Patent Term with Specific Reference to Prior Applications, 49
PAT. TRADEMARK & COPYRIGHT J. (B.N.A.) 225 (Jan. 5 1995) quotmg Charles Van Horn of the
‘PTOQ's Office of Legislation and- Intematxonal Affairs. -+ - RN

' Discussed supra, Section VILB.2.
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2. Continuation-in-Part Applications
Continuation-in-part applications, that contain any claim that is not fully supported by
an earlier appliéation, should never claim benefit of the earlier application under § 120 after
June 8, 1995. They should only be filed as separate original applications containing claims
suppoﬁed by the new matter added. If an application is filed containing both claims -
| supported by the original application, and claims supported by new matter added to the C-I-P, -
- the patent will only have a term extending 20 years from the filing date of the first
-application under which benefit is claimed. Claims that are supported only as of the C-I-P "

~_filing date_ﬁll_;_ not be entitled to benefit of any earlier filing date, and these claims should be

-,--présented in a separate Rule 53 application, to ensure that the maximum patent term results.

‘3. . Loss of Protection Against Unknown Prior Art
discussed abov -(Sectio;i-‘v’II.B.Q,}, hie election to waive 'beiiéut under § 120
deprives:an applicant who intends or expects to enforce a patent in litigation of the ability to
defend against prior art that. is unknown at the time a claim to bene'ﬁt. is waived durmg -
‘prosecution. It will not be possible to remove a statutory bar reference or event under
§ 102(b), having an effective date more than one year prior to the filing date for which
benefit is claimed, if a defendant is later able to discover such a reference. For this reéson,
§ery care_ful consideration of the. patent owqgfs.objecﬁves should be. taken into accoﬁnf_before
.'IIt.held.eci_si:on iS made to forgol.g'_claifr_l to B_éneﬁt in any pateﬁf appliéaﬁog. o e

) If .for sb.me.' reaébn; tﬁéﬂ-incfeased ﬁaténf term féssible by filing :a ﬁon'—beﬁeﬁt

continuation or divisional application is considefed to be a compelling advantage, the

applicarit should consider the effective extension o_f patent term that may be accomplished by
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ﬁling a provisional application or through a successful appeal on an issue of patentability,
without sacrificing 'bel.leﬁt of th¢ original filing date.
G. Appeal

A highly significant provision of the patent-term legislation, which will fundamentally
alter t_hé course of prosecution in many U.S. applications, is the term extension provided:'by
- 35 U.8:C. § 154(b). Under this section, if the issue of a patent is delayed due to appellate .
review:by the Board of Patent Appeals and Interferences, or by a federal court, and the patent
is issued pursuant to a decisioﬁ in the review reversing an adverse determination of . ..
i)atentability, the term of the paterit may be extendéd for a period up to five years.”?

The period of extension includes any ﬁe_riod beginning on th'é.date on which an appeal
isuﬁled. under 35 U.S.C. §§ 134 or 141, or on which a district court action is commenced
under 35 U.S.C. § 145, and ending on the date of a final decision in favor of the applicant.®

- -An important limitation that will determine the time for filing such'.an appeal is that
the extension will be reduced By any time attributable to appélléte review before the

expiration of three yea_rs from the filing date of the application for patent.*

2 A similar extension of term is afforded if the issue of an original patent is delayed due
to an interference under 35 U.S.C. § 135(a) or because the application is placed under a - .
secrecy order pursuant to 35 U.S.C. § 181. 35 U.S.C. § 154(b)(1) (1995). The total duration
~ of all extensions under § 154(b) may not exceed five years. Id. § 154(b)(4)..

% 35 US.C. § 154(b)(3)(A).

- % 35US.C. § 154(b)(3)B). The statute further provides that the extension shall be.
reduced for the period of time during which the applicant for patent did not act with due
d:hgence as determined by the Commissioner. Id § 154(b)(3XC).
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1. Applicants' Ince_:htive to Appeﬁl
. An appeal to the Bda:d or to the Federal Circuit will become essential in order to

preserve a 17-year patent term, when prosecution extends beypnd three years in émy
application filed after the effective date.. After the expiration of three years, measured from
the earliest-filed application for which ben_eﬁt is claimed, the time. up to five years spent
| urging patentability before the Board and the Federal Circuit (or a district court). will not be

subtracted from the patent term. In contrast, the same period spent urging the same points in
':prqse;:ution before__the_ examiner will automatically reduce the term of the patent.

.. This exception from the patent-term limitation resulting from extended prosecution
| | will. greatly increase applicants' incentive to appeal immediately after either a final rejection |
ora sq_pqnq_rejec_ti_on_pn the merits of any claim (35°U.8.C.-§ 134). The former practice of .

.
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- parte evidence, amendments, angl arguments will result in an automatic loss of patent term.
a -Appeal to the Board and the Federal Circuit will be the 6n1y area ;where; applicants-
g .will_'.;etain some discretion and effective control over the loss of patent term resulting -from
delay in the PTO. |
| However, if an applicant plans to exhaust the maximum five-year extension in.an
appeal to the Federal Circuit, it is essential that the appellate record be.fully.d'eveloped in the
| :.gégpopse__to the first office action and _that"evcl'y arguﬁlent.-an applicant might later wish to
: -iéisc before the appellate court is supported in the ex parte record and briefed to the Board.
' - ..» Where time and prior art permit, and .ﬁe minimum three-year prosecution period has

not run, it may be advantageous to file a continuation application in order to submit -
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additional evidence or amendments that would be required for success on appeal, rather than
1isk an appeal that is unsuccessful on all issues of patentability and that will not provide a
basis for any _extension of patent term under § 154(b)(2).
~~ 2. - Preparation for Immediate Appeal
Because of the increased importance of appeals, it will be critical to submit any
contemplated amendments, including amendments presenting claims of broader or narrower
scope: to be argued on appeal, and any declaration evidence, in response to a first rejection.
- An immediate notice of appeal from a final rejection will toll the running of the patent term,
- and permit consideration of broader claims argued sépa'rately dn_ appeal. o
- In order to prepare effectively for ‘success in an immediate appeal, it is important to
ensure that the response to the first office action is ‘as complete as possiblle‘, including
~correction of claim language, preséntation of a broad spectrum of claims of interest, including
species claims to most preferred compounds, supported by whatever declafatibﬁ’ev_i_dendé is
necessary for allowability. The 6pportunity to present additional éubsfanti\?e arguments, claim
amendments, and comparative evidence is "severely'restﬁcted afte_r‘ﬁnal' rejection, and the
record both before the Board and the Federal Circuit or a district court may bé limited to
'éﬁdénc’e presented in’fespo_nse'to’ the first rejeétion o'n.- the merits. |
] The importance in chemical cases of presenting and appéaling narrow claims,
_supported by whatever declaration evidence may be necessary to establish patentability, is that
success on appealrwith respect to such a narrow claim should constitute a "decision in the
_ review reversing an adverse detennination qf patentability“ under § 154(b)(2), providh:g a

basis for including the appeal period in an extension pursuant to that section. ™
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If additional e_vidence or amendment is required. for patentability of the broader claims
Ithat_ are not allowed on a first appeal, the appellate review iJeriod will toll the running of the
patent term and provide the applicant and the examiner in renewed prosecution with specific
guidance on these issues. . Particularly where extensive corﬁparaﬂve testing may be required
to- establish the patentability of an important chémical genus, such testing may effectively Be
t;onduct_e_d during the: pendency of an appeal, rather than during a series-of extensions of time
under 37 C.F.R. .§ 1.136 and continuation applications, as under former p?actice. -Even where
.;_such additional evidence is not available in the first appeal, if. narrower claims are:allowed,
i the.appeal should stop the .clock'in_., ex ,parie,prosecutio'n. | |
3. ;P.reparation.ofr.Origin‘al Application .

. If based on an applicant‘s,expt?rience in a given examining group, the br_oadesf
claims presented in an application are not likely to be allowed before final rejection, and
these, broad claims are of significant commercial interest, the applicant should consider a
. strategy ,\for_pr:eparing the application that will _incf,ease both-the l_i_ke_lihood. of success on
'appeql,_ and the chance that at least some narrow.claims will be allowed early in prosecution.

Particularly, if the narrowest claims covering known commercial embodiments of -
current intereﬁt are ailowed on a first office action, a patent ha_ving a maximum enférceabl_e
_term. against 'com_petito;s may issue, that will general.ly ‘be longer than the former 17-year
term. ‘At that time, applicants will have a choice whether to pay the issue fee and file a
continuation containing the 'Broader claims, or to continue prosecuting the original _‘apﬁlicaxion
: ﬁough appeal. - If an adverse determination of patentability wﬁh respect to claims of

| intermediate or broad scope is. reversed on appeal, the appellate review period up to 5 years
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“will provide the basis for an extension of the patent term. If not, and if the narrower claims
were not issued before the appeal, the léngth of patent tenﬁ will be reduced.
In this case, the election to obtain an early patent to the oﬁginal}y"allowe& narrow -
claims, or to continue prosecution of the brdader claims m -1;.he same application, will have a
critical impact. Unless the broader or intermediate claims are patentably distinct from the
_originally allowed narrow claims, it is likely that a double-patenting rejection will be made
. citing any patent to the narrower allowed claims thé.t has issued. Unless the double-patenting
- rejection can'be overcome, the period of appellate review will-nof be available for a term '
extension. However, if the originally allowed_-ci'aims do"nc')t“issﬁe ina Separate patént, and
| prosecution is continued through a successful rappeai with respect to intermediate or broader
~ claims, an extension should be available for the patent that issues. Under the new patent term
‘legislation, as under former law, the patent has a term, and not the individual claims of the
- patent..

- Under tﬁe' new appeal provisions, it will be necessary to balance the commercial -
importance of early allowance of narrow claims with the postponement of issuance and
c:.w;tension.'of term available through a successful appeal.

R Con'd'uct* of the Appeal
Because the statute requires the PTO to reduéé the time of appellate review extension
by any time "during which the ‘applicant for patent did not éét ‘with due diligence," 35 U.’S.C.
§ 154(d)(i), it is particularly important for the appellant to avoid any unnecessary delay. -
_. Even rbutine extensions of time for response to the first -oﬁ‘icé action should be avoided

-unless essential to provide essential declaration evidence. Any request for extension of time
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" under 37 C.F.R. § 1.136 may be considered to be evidence of lack of due diligence by the
PTO, and until this. policy is tested, the expected loss of extension should be weighed in each

case against the potential benefit. Little, if any, advantage is typically expected from

extending the period for response after a final rejection, except for an interview with the

examiner to determine if narrowing or clarifying amendments will be permitted under 37

C.FR. §-1.116(a).- After such a conference, an immediate notice of appeal from final
 rejection will provide two months for further discussion with the examiner and consideration

~ of additional evidence or narrowing amendment if permitted under 37 C.F.R."§ 1.116(b).

_-Extensions after a notice .o‘f -appéal are-the delays'thai are most: qlqsély relé,ted to the
period of appellate review and 'should be avoided at all costs, along with errors such as filing
an incomplete brief under 37 C.F.R. § 1.192(c)-(d).

- 5. Terminal Disclaimers Eliminating Appellate Extension

- Section 154(b)(2) requiring an extension of time to coinpensat'e for appellate delay

. further provides:

" A patent shall not be eligible for extension under this paragraph if it is subject

to a terminal disclaimer due to the issue of another patent claiming subject matter that =

is not patentably distinct from that under appellate review.

Evidently, if an applicant vauiesces in an obviousness-type double-patenting rejection
and files a terminal disclaimer discléiming the term of any pé.tent that may issue on fhe
application that 'woilld extend beyond the texm of an 'i;«;'sue'd' pétent,'ho period of delay

attributable to appellate review during prosecution of that application would be eligible for

~ extension of the patent term.
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This provision alone should provide ample incentive to contest double-patenting
- rejections on the merits and to present comparative and opinion evidence supporting the * -
patentable distinctness of the claimed invention over the claims of the cited patent, unless the
applicant is assured of early allowance of the clairﬁs without the necessity of an appeal to the
Board on any issue. |
Where the possibility of an appeal on other issues is present. in an application, the -
‘applicant presented with a double-patenting ;ejection normally would contest this rejection on
- appeal along with any other is_sues' of patentability, rather than file a termiral disclaimer. .
Success on appeal with respect to the double-patenting rejection would ensure that the term of
- appellate delay is available for patent-term extension—,. rather than being lost from a t‘erminali
. disclaimer.
H. Summary: Changes in Prosecution Procedure

To maximize the patent term under the new law, applicants should consider. the

following:
1. avoid extensions of time; - :
2, o _pr;asent éll c_l'aiﬁis.wi_;hin ﬂﬁee months-of first réjecﬁt;ﬁ;z
-3__.__ . present.all evidence with response to first rejection; - .
.4, . appeal ilﬁmediate_ly on second rejection; and o

..5... . present status inquiry after three months of PTO inaction.
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- VIL . PROSPECTS FOR FURTHER LEGISLATION.
A.  Rohrbacher Bill
.. On Jatluary 4, 1995, Representative Dana Rohrbacher (R-Cal.) introduced a:bill, H.R.
__ 3_59,‘._that would restore the 17-year term. It would amend the patent statute to provide a term
of 17 years from issue or 20 years from filing, whichever is longer. The _bill_attempts to. -
-address concerns about "submarine patents” by providing for automatic publication of .-
.continuing_ applications that claim benefit of the filing date of an application ﬁled.-m_ore than

five years earlier. Prospects for passage are uncertain. | .

IX. IS THERE AMBIGUITY ABOUT THE JUNE 8 1995, EFFE”CT-I'VE DATE?
The mtellectual property provisions of the Act appear in T1t1e V The patent

'orowsmns n tum aonear in "Subtltle C“ and d1v1de out as follows '

I.'rh‘gAct Sectlg_ng_ B T 1e overed -
‘Secion 531  Treatment of inventive 'activit:y‘
Section 532 . ... . ... . Patentterm and internal pnonty
~ Section 533 Patent rights.
... Section 534. : . Effective dates and-application.

o 'Ihe effective-date prov131ons of § 534 essentially carve the statute into two parts:
(1) mventlve act1v1ty and patent rights (§§ 531 and 533) and (2) the 20-year term and pnonty
prowsmns (§ 532). The effectlve-date provisions then proceed to give the. first part one date

the second part, another date.
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Section 534 provides these two effective dates in two aubsections:- "(a)" for inventive
activity and patent rights, and "(b)" for the 20-year term and priority provisions.”® Subsection
(b) is further divided into (1), (2), and (3). As the readers wiﬂ soon see, subsections (a)
[inventive activity and pate'nt rights] and (b) [20fyear term and priority provisions] seem plain
enough, but part (3) in subsection (b) has the potential of wreaking havoc on patent practice
during the next few years.

Section 534(a) ptescribes a one-year effective date for the inventive-activity and
patent-rights provisions (§§ 531 and 533) as follows:

(a) IN GENERAL.--Subject to subsection (b), the amendments

~ made by this subtitle take effect on the date that is one year after
the date on which the WTO'Agreement enters into-force with
respect to the Umted States B N | |

Oddly enough § 531 of the Act (treatment of 1nvent1ve act1v1ty) has 1ts own effectwe
date spelled out in § 531(b)(1). Thankfnlly, it too pegs the effective date at the s,ame time
and "applfies] to all patent appliea_tions that are ﬁled on or after the date thatls 12_ months
after the.date of entry into force of the WTO Agreement with respect to the Umted States.”
Presumably, the "12 months" under § 531(b)(1) and the "one year" under § 534(a) mark the

| same moment in time although one could certainly imagine some astute attorneys engaging in
- some statutory-construetion and e'alendar-interpretation argnments. (Fertunatel_y, leap year

- does not-oceur until 1996.) -

% A slight exception to this division is that new § 154(a)(1), defming contents of a
patent and setting forth the scope of the exclusionary patent rights, is found in § 532. Section
534(b)(2), however, provides that § 154(a)(1) shall have the effective date prowded in
§ 534(a). _
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- As explained earlier, the WTO Agreement r"enter[ed] into force with respect to the |
United States” on January 1, 1995. Thus, the one-year effective-date provision of § 534(a) or
.the special 12¢rhonﬂ1 effectife—date provision of § 531(b) will peg January 1, 1996, as the
first effective date in the dual effective-date scheme.

L ';[he,:second prong of this dual-date scheme appears in § 534(b). Section 534(b)

- primarily carves out the 20-year term and internal priority provisions and makes them
effective approximately'six: months earlier than the entire balance of the Act.” Section
534(b)(1) 'Pr.c')ﬁd.es:._..-_ o | o o

(5 PATENT APPLICATIONS— - ..

(€3] IN.GENERAL--Subject to paragraph (2), the amendments made by |

section 532 [patent term and internal priority] take effect on the date that is 6

months after the date of enactment of this Act and shall apply to all patent
..applications filed in the United States on or after the effective date.: :

_ I?hus,-qn its _féce, § 534(b)(1) indicates that the provisions governing the new United States |
- - 20-year patent term and the internal priority system become effective and apply -tc; all patent
applications filed on or after six months after Congress enacts and the President signs the Act.
. Because the President signed it on D:ecembc;r 8, 1994, the six-month eﬁ'éctive date is June_ 8,
-1995. But all other provisions of the Act will not become effective until "one year" (or "12

months") after the WTO Agreement "enters into forée with respect to the United States." -

Perhaps the patent bar, th_é USPTO, and the courts could ‘__li_ve thh énd sq1f_t out _th_q |
- issues this dual effective-date system no doubt will raise. -But issues of which lapplicat'i_ons.
arc go?érﬂed by.which efféctive -daté are pe:rhap§ not aé'élé‘ar as-initiallf éppea'rs 'ﬁhder o

- § 534(b)(1.). but may proliferate because of part (3) in § 534(b). Quite inexplicébly, part (3)

~ seems to restate the 20-year term provisio
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§ 534(b)(1) and given a six-month-after-enactment effective date) but then applies "the date
- -on which the earliest such application was filed" alternative of new § 154(a}(2) to -
continuing/divisional patent applications filed on or after the effective date described in

§ 534(a), which is one year after the WTO Agreement enters into force.

So that this distinctly strange provision can sink in, here it is in its entirety'-(emphasis
added):--;:t:

(3) EARLIEST FILING--The term of a patent granted on a [sic] application’ -

that is filed on or after the effective date described in subsection (a) and that

contains a specific reference to an earlier application filed® under the -

provisions of section 120, 121, or 365(c) of title 35, United States Code, shall

be measured from the filing date of the earliest filed application. [Emphams

and footnote added] :

Where does one begm in answermg the many questxons th15 prov151on ralses? Several
starting pomts come to mind. Fn‘st § 534(b)(3) apparently-contains a glanng mtstake The
reference to "subsection (2)" should read "subsection (b)(1)."” When one reads the provision
- as is, the result is: internally inconsistent: Part (b)(l) applies a six-month effective date to the
. new. 20-year patent terms of contmumg/dzvxsmnal apphcatlons by incorporating § 154(a)}(2);
part (H)(3) then turns around and defines the 20-year patent term of continuing/divisional

applications filed on or after the one-year effective date of § 534(a), whose patent tenﬁs-'have

| already been defined by § 154(a)(2). In other words, tindet’ (b)"(l) a continuing "apj'alieé.tidn

% Read literally, this makes very little sense because it is not. the earlier application that
is filed under the provisions of one of the sections under discussion. The drafter must have
intended "earlier filed application," i.e., the precise language used in new § 154(a)(2). -

. For another interpretation, see the discussion in text following this footnote.

. This error, however, could not be corrected by amendment because the Act was ..
presented to the U.S. Congress under the fast-track provisions.
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- . from continuing/divisional applications is 20 years from the earliest-filed application,

filed after the six-month effective date has a 20-year term measured from the earliest filed
application. And in even more words, under (b)(3) a continuing application filed after the
one-year effective date has a 20-year term measured from the earliest filed application.

But, in view of (b)(1), the practitioner would think that the term of patents issuing . -

- beginning with all continuing/divisional applications filed at the six-month date. Why then -

does (b)(3) immediately turn around and state that the term of .patents;issuing from

‘ continuing/divisional applications is 20 years from the earliest-filed application but now
beginning with continuing/divisional ap_plications,ﬁled, at the éneAyéar‘,date?- ‘- Greater intemél |
inconsistency is indeed hard to imagine. -

s ----éecond,-eveh if the "subsection (a)" reference is a typographic.al‘errqr, one can only.-
woncielj wny § 534(b)(3) exists at aii.l “Section 534(b)(1) refers to the 20-year term provisibns
of new ,§-;1"‘5.4(a)(2)fand gives: that provision an effective date of six months after enactment.

.Scctio.ﬁ' i:lgérl.(a)@)', -in turn, directly. applies to chtinuingldivisional applications and provides-_ |

for the measurement of the te_rrrlx from the "earliest such application." But, as explained |

- above, § 534(b)(1) also directly applies to continuing/divisional appliéation‘s and also provides'

for the measurement of the term from the "earliest such applicatibn.-“_ . Thus, even with a -

_co__rrec'tion' of the believed typo, part (3) adds absolutely nothing to the statute. It merely

repeats what § 154(a)(2) already does.

Third, this "repetition” is not even an identical repetition. The patent term as

measured by new § 154(a)(2) is 20 years "from the date on which the earliest such -

| application was filed." But the patent term as measured by the repetitive § 534(b)(3) of the
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Act is 20 years "from the filing date of the earliest filed application.” Presumably, this. -
different terminology was intended to mean the same thing,

Fourth, the fact, however, remains: The statute clearly contains part (3) and it
explicitly refers to any continuing/divisional apialication "filed on or after the effective date
.described in subsection (a) . . . ." Those continuing/divisional épplications filed after January
1,-1996, will measure the 20-year term of their resulting patents from the date of their
earliest-filed parent applications. .

: . Fifth, § 534(5)(3), when read literally, possibiy applies not to-all continuing/divisional
applications but only to-those having at least three levels, that is, only those having-a - |
gran.dparent application in their family trees. The iaﬁguage of § 534(b)(3)- states that it
applies to a "patent granted on a[n] application . . . that contains a specific referencé. to an
earlier application filed under the provisions of section 120, 121, or 365(c) . .. ." The only
IWay‘.for-:a'n application to contain a reference to an "earlier application filed under the -
_provisions of section 120, 121; or 365(c)," is if that earlier application itself is some kind of
c;mtinuing application having at leastk.a parent. Any application referring to it would -

- necessarily be at -ieast a grandchild application. - Why this narrow class of - |
contiﬁuing/divisional applications would be singled out for separate effective-date treatment
 most likely cannot be answered by anyone. -More likely than not, the ‘draftér ﬁras attempting
- to parrot the language of § 154(a)(2), but failed, creating a host of dilemmas. for the patent -
bar. | | |
| Sixth, all provisions of § 534 except § 534(b)(3) are purely procedural provisidns. .

They govern only the effective date of all of the Act. But § 534(b)(3) goes further and
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contains substantive provisions defining the measurement of the 20-year term for p'at‘énts' filed
on or after the one-year effective date of § 534(a). All other substantive provisions"of the

Act are enacted to appear as amendments to Title 35, which is itself one of the "enacted"

" titles of the United States Code.®® Yet § 534(b)(3) does not appear as an amendment to Title

35, raising the interesting question of whether it will (or, indeed, can) even ;be published in
title 35 or will sit alone in the Statutes at Large.

- The crucial question thus Becomes: Hoﬁ will the USPTO and the courts and the
 patent bar deal with those conﬁnuing/diviSibnal‘"applicationé filed, not after the one-year
__.'_'.effect._ive date of § 534(a), but in the window of time beginniné After thé six-month effective
date of § 534(b)(1) and ending on the one;)'f'ear effective date of § 534(a)? First, we will look
to the statute itself and to general legal principles for co'ris'truing legislation. 'Thei'eafter," we'

"—1}‘ considér what light can be found in the Statement of Aamuusuauve Action. As the
“following discussion will show, this window of time could become the_ '“Twilight Zone" of
United States patent law, |

- One inferpretation'rcould run like this: In order to give full effect to the new 20-year
term provisions of new § 154(a), the courts will use § 534(b)(1)_ as the primary effective-date
provision. - Thus, any patent applicatioﬁ containing a reference"to-§§ 120, 121; or 365(_6) ﬁled

‘on’or after six months after enactment will have the term of the resulting patent measured

% Titles enacted into positive law as of January 3, 1989, include 1, 3-5, 9-11, 13-14, 17-
18, 23, 28, 31-32, 35, 37-39, 44, 46, and 49. All other titles of the U.S. Code are unenacted.
R The difference has to do with evidence of the wording of the law. A party may prove the
wording of an enacted title by citing and quoting the U.S. Code. But to prove the wording of
an unenacted title, one must cite and quote the United States Statutes at Large See Royers,
~.dne. v. United States, 265 F.2d 615, 618 (3d Cir. 1959).
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"_ﬁ'orn the &ate on which the earliest such.application was filed" as set forth in § 154(a)(2).
Of course, under the pro.vi_s_ions of § 534(b)(3), any such cbntinuing/divisiona1 patent
application filed on or after one year after the WTO Agreement enters into force also will
have its paténj: term measured "from the filing date of the éa_rliest filed application.”
§ 534(b)(3) of the Act. As noted earlier, the two measurement descriptions are presumably
the same.

A problem with this approach is that it fails to give any effect whatsoever to
§ 534(b)(3),_ rer_;derihg it total-s.u;fplusagé. _After all, any scenario covered by (b)(3) (the one-
- year pf@visi,on) is on its face 'alregdy covered by (b)(1) (the six--month‘provision).
o Consequenﬂy,- another interpretation could run like this: First, § 534(b)(1) states that
t1_1e 20-year term provisions of § 154(a)(2) take _effect_ six months after enactment. Second,
.§ 154(a)_(2), in turn, pegs the measurement dé_te disjunctively to any patent-applicatiqn’s date
. of filing or to any continuing/divisional_application's date of filing of the earliest application.
Thlrd § 534(b)(3) then expressly refers to the. "or pért" of § 154(a)(2), singles out - = - |
' contiﬁuing/divisiona_l applications filed on or after the § 534(a) effective ‘date, and proceeds to
- define their date of niegsureme_nt-_ from the "first filing of the earliest filed application." =
Foufth, be‘cause § 534__(b)(3)_ specifically refers to contmuing/diviéional applicatioﬁs, by
implication it takes the "or part”-of § 154(a)(2) away from § 534(b)(1), .thereby.greating é‘ :
* separate effeétive date for the measurement of the 20-year term of continuing/diviéional
.applicatio'ns, which is one year aﬁgr the WTO Agrgemept enters .i_'nto. fqrcg.“ Flﬂh, an.d:ﬁnally,

co_nt_inuing/divisioh_al applications filed before the one-year date but after the six-mqnth date
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- will therefore be treated as regular patent applications and have their 20-year terms measured
from the date of filing of the continuation application.
An anomalous result, to be sure. But how else can a court or the USPTO give any
effect whatsoever to the pr0v1510ns of § 534(b)(3)? -
One answer to ﬂ'us quesuon is found in the Statement of Admlmstratwe Action, which
. 'was submitted to the Congress on September 27 1994 Section: 102(d) of the Act provides as
follows: | |
The _siatenie_nt of administrative action approved by the Coﬁgress
under section 101(a) shall be regarded as an authoritative -
_expression by the United States concerning the interpretation and . .
application of the Uruguay Round Agreements and this Act in-
- any judicial proceeding in which a questlon arises concermng
- -such interpretation or application. - SRR :
In the _Statement of Administrative Action, there is.no express reference to the -
- effective-date or to effective date provisions. - However, the following example is given::
. The term of a patent that results from any application that is
-+ filed on or after the date that is six months after the effective .
..+ date of this Act shall end twenty years after the date said -
application was filed, or if priority to an earlier application or

. .applications is claimed under sections 120,121 -or 365(c) of Title .-
© 35, 20 years from the date of the earliest of such applications.

Accordmg to. thls example, any patent resulting from an apphcatlon filed between June

8 and the end of December 1995 would have a term ending 20 years from either:the: ﬁhng
,d_ate-.or, if priority benefit is claimed under any one of §§ 120, 121, or 365(c), from the:date-
of the earliest application. Thus, one can argue that this example overrides the blatant

' confusion found in the statutory language.
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How authoritative will the courts actually consider the Statement of Administrative
Action? For example, one of the statements given in the Statement of Administrative Action
reads as follows:

As foreign inventive activity may now be considered in a
determination of which inventor was the first to invent, fairness

- to both U.S. and foreign inventors demands a certain identity of
treatment with regard to reliance on inventive activity in the

- United States and abroad. Consequently, the inability of an

inventor to rely on a date of invention in the United States
where the invention has been subsequently abandoned,
suppressed or concealed the invention under patentability
determiinations under Section 102(g) should apply equally to the
inventor relymg on fore1gn mventwe activity. - :

As explamed earher in the coursebook § 102(g) was never amended'
Notmthstandmg a total lack of statutory basm the PTO is urged in accord with the Statement
of Administrative Action, to entertain "abandonment, suppression, and concealment”
allegations agai"nst..a party to-an interference that is relying on foreign activity.

Thls can be a:gued to. be totalIy arbnra.ry and capncwus and could cast into doubt Just
how authontatwe the Statement of Adm1msu'at1ve Action wﬂl turn out to be Thus although
-one could argue that the Statement of Adm1mstrat1ve ACthIl renders a clear mterpretatlon of
effective date and ehmmates the Tw111ght Zone, the opposmg argument attackmg the
- authoritativeness of the Statement of Ad:mmstratlve Action might prevall By all means,
however, one must, for actions that can be taken before June 8, 1995, take those actions on

. the assumption that the Statement of Administrative Action will control and that the T\'Nilight

Zone will never exist. .
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Let's consider an example that raises these issues. Assume that an original U.S. patent
application® is filed on June S, 1995, and resuits in issuance of a U.S. patent from that
application or from a later continuing or divisional appi_ication. ‘If the patent issues directly
from the original patent application, it appears fairly certain that the patent term is 20 years
' from the filing date of the original U.S. patent application. This seems quite clear from the

sﬁbstantive‘ provisions of new § 154(a)(2) and.the effective-date provisions.of § 534(b)(1) of
the Act.

But let's cha:_ig_e the assumption. Assume that the patent issues from a -
continuing/di\fisional application of the original patent application. Does the patent term then
depend on when the continuing/divisional application is filed? |

Secﬁog} 154(a)(2), the-basic 2_Q-y_ear term provision, if it applies to this situation;. .- -
which i -s ‘ ..-.lv what the _q.a.:m..nt of Administrative Action suggests
the filing qf ' fhe'carlig:s_t application _(here the original application) as the commencement date
) __of.the."%o.-ieéﬁr___patenr term, irrespective of when the conﬁnuing/di?isional- application is filed.
This of couiée raises the very issues discussed above.

-As assumed above, the original U.S. appli_cat_ion is filed on June 8, 1995. Then
| 'gssume_ two, distinct alternatives: - (1).a _cohtinuihg application, claiming benefit under § 120
of the original application, is filed on December 29, 1993, and later directly issues asa

patent; or (2) a continuing application, claiming benefit under § 120 of the original

% Ag used in this section, an "original" U.S. patent application is one not claiming

~ priority to an earlxer—ﬁied application under §§ 120, 121, or 365(c), whether or not priority is
claimed under §§ 119, 365(a), or 365(b). Section 154(2)(3) makes it clear that such priority .
under §§ 119, 365(a), or 365(b) is not taken into account for determining the term of the

. :patent
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~application, is filed on January 2, 1996, and later directly issues-as a patent. What is the
term of the patent in each al—ternative?- ' |
For Alternative (1), some would argue that the patent term expires 20 years from June
8, 1995, urging that in view of ;the Statement of Administrative Action, the substantive
provisions of § 154(a)(2) and the effective-date provisions of § 534(b)(1) control l"jecause-the
parent :application was filed on June 8, 1995, that is, after the six-month effective date. The
substantive provisions of § 154(a)(2) expressly provide, in case of § 120 benefit, for the new
20-year patent term to begin on the filing 5at_e of the e_'arliest'-ﬁied:'appiica‘tion,'wh'ich is the
parent-application. | |
The patentee could argue, however, that § 534(b)(3) is a more specific section and
" expressly refers to applications that are filed after January 1, 1996, and that claim benefit
" under one of §§ 120, 121, and 365(c). ‘Furthermore, § 534(b)(3) proceeds to define the 20-
year termi for continuing/divisional applications. The patentee could also argue thatthe o
Sta.lte'ment"of- Administrative- Action is so arbitrary and capricious as to be rendered useless as
an interpretive aid.

_ : Following this reasoning, the term of any patent issuing from an original patent
application ﬁled'beﬁyéen June 8, 1995, and Decemﬁer.Sll-, 1995, is measured 'ﬁdﬁ' the filing
date of the application filed, irrespéctive of whether that application claimed § 120 benefit

| from an earlier application filed affer June 8, 1995. Under principles of stafhfory
construction, it can be argued that notwithstanding the implicit referencg to §§ 120, 121, and

3_65(¢)_ ixi.§”'534(b_)(1) through the incorporation of .'new.§_ 154(a)(2), the express reference to
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| -those sections in § S34(b)(3), which clearly has a later effective date than § 534(b)(1)
_ovemdes the implicit reference in § 534(b)(1) to new § 154(a)(2) and mandates this result.
~ The coexistence in the statute of (b)(1) and (b)(3) is sufficiently conﬁlsmg such that
the patentee might prevail with this line of reasoning, particularly if the patentee successﬁtlly
~ attacks :the authoritativeness of the Statement of Adntinistrative Action.

For further support, the patentee could point to the policy behind the Act: to
implement GATT/TRIPs Article 33, which requires that ther patent term extend at least 20
years from the filing date. The patentee could then urge that by principles of statutory

_construction § 534(b)(3) takes precedence over § 534(b)(1) and- results ina patent term that
extends at least 20 years, which: comports w1th Article 33, |
- As'stated above, however, no one should, under-any conditions, depend on the |

tence of the Twiligl ¢ Z
 there is a.Twi_ligh_t Zone however, ther.e is no downside other than ct)st to:filing inthe PTO_
on December 29, 1995, (December 30 and 31, 1995; and January. 1, 1996, are holidays) .a o
-continuation application of every .original patent application filed between June 8, 1995, and
- December 24, 1995. At the worst, the resulting 20-year' patent term will be measured from
the eatlier filing date of the onglnal patent apphcatton

At best, the patent term will be measured from the later ﬁlmg date. And for a patent

-covering an FDA-approved drug, up to a six-month difference in the patent term on a $71
billion annual drug could dramatically affect total revenue.

Now consider Alternative (2) where a continuing application is filed on Januatry 2,

1996, claiming benefit under § 120 of an original application filed on June 8, 1995. Section
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534(b)(3) seems clearly to apply, and the resulting term would run 20 years fro‘ﬁx the June 8,
1995, filing date. if the Twilight Zone really exists, a delay in filing a continuation of one
"real" day (D'eéember 29, 1995, to January 1, 1996, being periods when the PTO will be
clb_sed) could result in a sobering loss of more than six months of the ultimate patent term.

* Thus, cbnsideration should be given to filing such continuation applications on December 29,

1995.

X, CONCLUSION
| - The patent term provisions of the U.S. GATT 'leg_isia_tion_.wil_l lfﬁndamentally chaxige
_.U.S. prosecutidn practice. It is essential for applicants to review their pending applications:
and to-make any ﬁecessary filings. before June 8, 1995, in order to preserve the 17-year patent
fen"n afforded to these applications under:current lavf.' This review is expected to result in the
filing Of'-lafge'nu;nbers of Patent-. applications before the effective daté,'-Wiih unexpected =

| pressure on corporate patent departments and budgets, that require immediate. coriSidera’tion._

. - It will be necessary to devise new strategies for prosecution of applications in order to’

obtain the maximum patent protection and avoid unnecessary loss of patent term. -
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