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URUGUAY ROUND AGREEMENTS ACT - OVERVIEW
| (by Professor Irving Kayton)
A .. The Principal Provisions
The new statute embodies four major provisions, each having several subsidiary -
provisions, with various ones of all of these c-oming into force successi;feiy beginning on.
December 8, 1994, on June 8§, 1995, and on January 1, 1996. -
1. On January 1, 1996:
(a) All World Trade Organization (WTQO) countries, i.e., Gene;'al :
Agreement on Trade.&_Té'riffs (GATT) signatories which pass enabling legislation, becﬁme
. —_éxemp; from the strictures of 35 USC §. -1.04 as did Mexico .and Canada earlier under NAFTA.
As a c__:pnséqu_e_npe, acts outside the United States in a WTO.country can be used to prove a
date of invention in USPTO or court proceedings in the United States. . If, however, the WTO
country does not provide for discovery comparable to that which is available:in the U.S. =
p;_oéeeding, the tribunal involved "shall ;dr,aw.appropléiate. inferences . . . in favor of the party
that __r_equested.t_he_i_nfonﬁation_ in the proceeding.” 35 USC § 104(a)(3).
. () _'-Infijingement under 35.USC § 271 is-to mclude an "offer to-sell,"
- as, well as the mere "importation” iﬁto the US of: (i) that which is claimed, and (i) fhe o
| 'p_;oc__hgct of a ia_ro_ces__s that is claimed. However, the offer to seI'_l___i_-s an actionable infringement
" only. if the sal'_é is to take place dm‘ihg the patent's term.. . |
| 2. bn June 8, 1995:
(a) The term of a patent issuing from an application filed on or after

that date, will begin to run on the day of issue and extend for a period of 20 years from the




application's effective filing date, Wh;'ch includes the filing date of any § 120, § 121 or
internationai application asserted for priority in the application. The longer the prosecution
period, the shorter the patent's life. Prosecution longer than three years, theréfore, results in a
pafent term less than 17 years from issue. However, prosecution delays (up to five years)
which are due to interferences, secrecy orders and successfully appealed rejections to the
‘Board of Appeals and CAFC are excluded from the 20 year period. 35 USC § 154.
(b) A new form of 12 month domestic priority (analogous to foreign
 priority under § 11_9)'based upon filing a "provisional application” can be obtained; these 12
mqnths are not included in measuring the 20 ye’a.:f..term. 35 USC“§ 111(b).
3. Effective December 8, 1 994, because of activity prior to. Jure 8,\ 1 995:
(a) Every patent in force on June 8, 1995, and every patent which
issues directly from an application filed prior to that date, enjoys the longer of two terms -
- either 17 years from issue or 20 years from filing. |
- - (b) “An opportunity is provided for a_pplications' at Jeast two yé'a:s old
that are in being on June 8, 1995, to continue in prosecuﬁon after a ﬁnal,fejec’tidn és though
the rejec_tion were not final (thereby permitting extended prosecution without need for appeal
or filing a continuation); and for applications at least three years old to have a cldse-to;juné
' 8th restriction requirement waived. These two oppo_rtﬁ_n_ities are in the rule-drafting sté.gg-af

the PTO, which is nearing completion. -
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B. The Political and Economic Rationales for the New Patent Term'

The above are the major provisions and the date_upo‘n which they become effective in
our lives. ‘There are many subsidiary provisions, presented -and discussed below, which will
: si‘gniﬁcantly affect daily practice considerations and actions.. '
 Only the § 104 exemption for WTO countries and the new forms of acts of
" infringement under § 271 are required by GATT. The patent term of 20-years-from-filing-
date' that comes into effect on June 8, 1995, and which will almost always result in a patent
term less than the familiar 17 years from issue (as will be shown below) is a sufficient
"conditi.on to s'ati_sfy GATT." GATT, Article-- 33, .state's: |
“The term of protection available shall not end before. the
expiration of a perlod of twenty years counted from the ﬁhng _
-date : S

Thus GATT spectﬁes that 1o less a term that 20-years-frorn-ﬁhng Its a requrrement
'To meet GATT's Artlcle 33,a patent term of the greater of 17 years from issue or 20- years; _
from-ﬁhng could have been enacted as many patent practltloners counseled and continue to_ _
: counsel Indeed that is preclsely the provrslon we a’o have dunng the trans1t10na1 .penod'.‘
‘le., for patents that issue after June 7 1995 on appltcatlons ﬁled before June 8 1995 Th.ts
] part of the statute is legal because 1t is JuSt as cons1stent w1th Artrcle 33 as is the srngle 20—
.years-from-ﬁhng patent term. R | |
o The Democratlc Admzmstratlon. rnade the new, s1ngle 20-years-from-tilrng patent tertn
'of June 8 1995 part of its "fast track" leglslatlon for GATT 1mplementat10n, rather than the
: dual optlon terms of the transmonal penod Moreover Comrnlssroner of Patents Lehman had

' earher publicly proclarmed "_he" would do $0 as part of an agreement with Japan to 1nduce the
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Japanese Patent Office to accept applications from U.S. applicants in English (we had long -
and to end the JPO's qeauentlal pre-issuance opposition
proceedings (the patent injustice to patentees of which is something the U.S. never had the
temerity to ever consider let alone attempt to institute). And there was no public discussion
mvited or permitted on what is one of the most philosophically monumental changes in our
patent system this century. Yet it is Commissipner Lehman who had earlier been holding
public hearings atl over the country (to his credit) on-half a doze_n.patent issues of lesser
stature. | |

For the Republicans to have acceded to this Draconian 'precedure is somewhat strange.
In November 1994, they carried out a landslide electoral routing of the Democrats precisely
on the issue of the .need to get the gov.emr.nent'out. of the lives of 1ts citizens. Yet in
December 1994, they accepted a patent term, which is a rtght of prlvate property, the length
of whlch is now dependent v1rtua11y excluswely on. a government agency's effect1veness,
xmtlatwe and the 1nd1v1dua1 trammg and goodw1Il of each patent examiner. The USPTO in
these respects is about average among govemment agencies -- which is to saty, not t/ery good.
_ As a close student of the USPTO for over 40 years, | have w1tnessed dozens of its
.mstltuttonal defects whlch would bear s1gn1ﬁcantly negattvely on the Iength of term a |
censcxenttous and dlhgent epphcant could obtam under the new regnne One such defect can
be described wnhout current embarrassment to anyone in the USPTO becauee it was rectlﬁed
yeers ago For a period of about two years bracketmg 1973 the mall room in the USPTO

was in such d1sarray that it took an average of three months for an apphcant's commumcatlon

aﬁer it was received in the PTO rnail room, to travel -from the mail roor_n to _the examiner's art
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unit in the same building. I remember this well because the then Commissioner of Patents
.t.(.)ok the opportunity PRG had pre_sénted him to speak on "Fraud and I_neqﬁitable Conduct in
Pate_r;f Procurement," to speak instead on.how _h_e_was working on decreasing the mail room
| pendenqy_time. ) |

_Iprfaime.ss to both the Republicans and the Democrats, thé following was reported in
. The Wall _.S‘treet Journal the day after the_:klbip_artisan_ vote in December. 1994, Senate Majority
- Leader Robert Dole urged, and said he would later submit, an amendment to the Act which
jwéu_ld m;t_ke_.the dual term option the law not only during the transitionalrpf;riod but fof al.;.
time. President C_lin_top was reported to havc said that he would not oppose :éuch an
amendment in the 1-04th Congress (which statement was made while he was courting Senator
. Dole's support for the p_e,n_gi_ing GATT vote).
| Po pot hold your brcéth while awaitiqg passage of such an amendment. (Rep. Dana
.- Rohrbacher (_R-_quif.)_ i_ntrodﬁc,éd .suchsla_b_ill ‘_(HR35_9) on January 4, 1995.) - The major
- _go_xporatiqns in the world.(especially those in the United States and Japan) are infent: on the
20-years;f'r_(:)_rn-ﬁling térm remaining the law.__ _Quit_e_ undcrstandablf, they are disturbed
_ wheneve; ;a:patcnt__iss_ugs: after 20 years or more of secret prosecution the i__nvéntion of which
they have used wittingly or unwittingly to establish major product lines or even entire
.i_ndustn'__e,&;T ‘lf:x_c_essi_ve, but _gqmp_letely 1¢gal?_u§e {or abgé_;e ih some peoples’ view) of .-
c_ontinpir_lg applicatipn_practic_g? can .cor_l_tribute_, tq_this_rrc;suit_. _These "submarine" pa’;ents_ must
be eIiminated, in the viéw of many large corporations .(at this time there are 67_3 applications
pending that are more than 20 years Qld, but many of them are of this age because they are .

- under secrecy orders).




Consider, hov#ever, the revolutionary inventions which, through no fault of the,
applicani nas no
choice but to copy claims frolm' later entrants who -are trying to claim. the pioneer's inventions.
The laser is the classic example. It could not issue earlier than it did because every Tom,
Dick, Harry, Mary and Jane was trying tp grab a piece of the action. The laser has
revolutiohized medicine, computers, communications technology -- .it ‘is ﬁbiquitous. .Yet iﬁe
patent took over 30 years to issue. The inventor, Gordon Gould, his_ invé_:étors,' and. his patent
attoi'neys, finally did get"their ‘well-justified but long awaited reward. Un'd_er.th'e current 20-
.years-from-ﬁling regime, with solely a five year waiver for interference delays, they woiu'ld |
not have gotten a single' penny for their magnificent contribution to soci'et}'*'-s well-being.

| Moreover, how genuinely ‘subrnerged are "submarine” 'paiténts? In the case of the
 laser, technical publications and populgr n'ewsjﬁ.apér articles abounded with exquisitély detailed
descriptions and discussions of the invention for decades; and all pétenf practitioners knew
abouf the i’interferencés in prog:r'es.s'. ‘Despite this knowlecflge,. éommercial exploifation of the
laser was vigorously instituted in miost cofporﬁte quarters -- and the only *'penalfjr" to those
‘who have so benefitted from that invention is the payment of a reasonable royalty.

Can such a scenario have really justified changing our patent system to ohe wherein
the life of the patent p_ropefty'is largely in the hands of a 'goverrmicht agency wherein pﬁvate
R séctqr type personal and economic in’cé_ntives to pursue cach day's actiVitieS'ﬁﬁh vigor are
. 'notewdfﬁiy by their absence? |

" Conventional wisdom's perceived "evils" of submarine patents will, in any event,

largely disappear next year without the new patent term goad. Legislation will almost -SiJré_ly_ D
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be enacted in the 104th Congress. requiring publication of all U.S. applications 18 months -

- after their filing dates (pr'c;vis‘ional applications excluded). With such publications, the

' sﬁbmarine will always be in view on the ocean's surface. All can contemplate how to toriaedb
1t or how to take advantage of it -- and if both wise and honest, how to prepare reasonably

" to pay for that advantage |

C Intended and Umntended Consequences of the Acts New Patent Term and
Its Subsidiary Provisions :

,T_he purposes of this book and the two-day PRG course which it serves, are:
_ _,.(1)__t0 make clear in detail that which the new amendments_ to the statute
_.':e;-;{pressly. étate, and what 1s thereby required of practitioners by those express.statements; and
| _(2) to make clear in detail what the new amendments require. of practitioners
that is not expressly stated but which necessarily is implicit in those explicit provisions if
' practitioners’ clients' interests are to .be served properly. .
In short, _bpfh the intended consequences.of the law,.and the unintended consequences
(to the fullest extent discerned by the authors and faculty) will be presente_d.- ‘No doubt the-
audience at the course, with its wealth of practice and experience will further enrich our
perceptions of the unintended consequences. The result should be an exquisitely detailed
- 'protchl of optimmn daily patent practice which a_I_l_WiH likely wish to institute thé day after
tﬁe_course ends. |
iBu:t before going to the specifics and details of the interided and unintended
: _' consequences of the Uruguay Rouﬁds Agreement Act, two all-encompassing-and unintended
- consequences should be considered which, unfortunately, will largely vitiate the effectiveness

of the U.S. Patent Office and the U.S. Court of Appeals for the Federal Circuit, for at least a

Vil




~decade to come. That two such vital patent institutions will necessarily be so adversely

. response to legislative fiat.

1. First Hlustrative Set of Unintended Cénsequeﬂcés (the Unsuspecting
USPTO) '

Every patent that issues from every application filed after June 7, 1995 will no

longer enjoy a life of 17 years from issue. Rather its life will be 20-years-from-filing, with

filing measured from the date of any domestic priority date asserted in the application.

Genuine, effective diligence ‘in prosecution would appear to promise a windfall if the god_s

‘smile and the post-June 7th filed applicationi issues earlier than three years after the effective

filing date. (Twenty years minus a period briefer than three years provides a patent with a

term greater than the traditional 17 years from -issue.)

For patentees in technologies in which commercial value of inventions blooms

~ late or lasts for a long time, or in which either could occur, the new regime promises a

greater return because of the potential for increased life of the patent. -
By the same token, a pendency period in excess of three years will result in a
patent term less than the heretofore available 17 years from 1ssue.

Can this latter truncated term happen? Not only can it happen, but it most

certainly will; it will be the rule rather than the exception. Moreover, the .pendency period

will be greatly in excess of three years; the term of almost all patents will be considerably

shorter than 17 years from issue; and this 'will be the state of affairs indefinitely for v_ii‘t'u_&lly_ _

every application filed after June 7, 1995.
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‘The culprit in this unhappy state of affairs is the law of unintended
consequences. 'Rec.og_nizing this unintended consequence requires only considering the new
patent term in relation to grother part of the new statute.

| Effective this very minute (first breath having been drawn on December §,

1994) and until midnight June 7, 1995, any patent that issues on any and every appiiéation
filed during this officially denominated "transitional period" is entitled to a term of either 17 |
years from issue or 20—years-frpm-ﬁ1ing, whichever is greater (indeed, this could have been
the law even after June 7, 1995, had the Senate and Housé SO dréft_ed the statute, because . .
::-‘suc_:h'a result is completely compatible with Article 33 of GATT).
It behooves patent practitioners to take advantage of sucﬁ a no-lose situation in
.Cfcv_ery way available to them, economic and financial conditions permitting. Consequently, for
- every invention disclosure in being during the transitional period on which an application
could be filed, one will be filed (or certainly should). Every one .of those diéclosurcs with a
 plurality of patentably distinct inventions therein should be filed (and likely will) as a

| plﬁralz’ty-qf_ applications to preclude having to be divided after June 7th. Every application in
B ;:being pr_i_Qr 10 June 8, 1995, with restriction requiremeﬁ_ts outstanding will or should result in ,_
| 2 ;iiyision_él application from every re_:stricted.inv'c__gtion__d_eﬁned: by the examiner. Every .
_. ‘application. in being prior to June 8, 1995, with a plurality of patentably distinct inventions
ei’.chc_r_disclos.ed or claimed or both, will or should have a plurality of divisional applications
 filed thereon gré,tuitously even without a restriction require_r__nept in being, prior to June 8,
1995. To do cherwise would mean the applications listed above ultimately would be filed -

after June 7, 1995, with only the probl_ematic 20-years-from-filing term as _the' sole reward. |
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~ ‘The consequence of these two separate patent term parts of the new statute thus

e il o

I P IR, I . g, 1- R,
guaraniees that myriad numbers 0 : fi

patent : ur monih
period between-the start of this course, February“), 1995, and midnight, Jine 7, 1995. The

' only real life constraints on the number of applicatiéns are the numbers of :Working hours
- patent practitic'mers' can work until June 8th and the willingness and financial capacity of their
clients to take advantage of the transitional period's no-lose opportunity.

Realistically, what is the number of applicafcions'that can reasonably be

expected to be filed before Junie 8, 19957 | | |
| | On any given day, approximately 250,060 appiiéétiéﬁs are pending, i.c., are in
. 'some state of prosecution in the.USPTO'; "How many of those have restriction requirements‘to
which one or more divisions may yet be filed, and how many not-yet-restricted ‘applications
disclose or claim a plurality of patentably distinct inventions? It is not difficult to' generate a
reasonable quantitative estimate. Since the 1984 aiﬁendment to 35 USC § 116, acclef)te“d |
p_ractiée strategy .prop_el."ly dictates including as many independent and distinct but related
inventions as is feasible in a single ‘application, thereby to provoke ﬁ'USPTO restriction
fequjrement which, then, provides the protective umbrella of 35 US-C § 121. Of the 250,000
pending applications, it is enfirély feasdnable, therefore, to estimate 125,000 to 175,000 have
| the potential for having one to four divisio’n;s filed from'éach._' A range of 125,000 to 700,000
‘applications, beyond 1995's i'egtﬂax 180,000 énticipaﬁd fillings, wi.Il'.coriceivany. be dumped
 upon the largely unsuspecting and olblivious'USI.’T.O. The filing of 300,000 to“400;0.0.0'
previously unanticipated'appiiéati"ons is a reasonable prospect. Please recall that filing a

division is largely ministerial -- it is not a time consuming activity. Prosecution of the




division, however, is a full scale undertaking. And these numbers do »or include the multiple:
application filings on invention disclosures having multiple batentably distinct inventions
:whi'ch until now woﬁld:ﬁave Beeﬁ filed as a single application. Mereover,'as will be seen in
the detailed analysis below, there can be good tactical bases lwhic.h.der:ive frorﬁ the new
w.transmonal penod sections, for ﬁlllnc continuations for é Iarge fractioﬁ of the apphc'atl.ons

now pendlng, and these also are in addmon to the 300,000 to 400, 000 apphcatlons estimated

> 'above.

| Average penAency will climb p.rémpt_l:y to at leeet four years and.‘.t;eyor.ld.n.:lt.
‘will continue that way for a least a decade, absent a massive influx of instantly traiﬁed _
_'eXarﬁiners into the USPTO exémihiné eorps '(w.hi.ch Lis as likely to eccur as'is.tllle sun's rising
~ in the west a'm.:l.setting in the east). | | o
The ﬁrst set of 111ustrat1ve unmteﬁded patent .term censequeﬁces therefore is: .
(a) Vlrtually every patent that issues on an appllcatlon filed
'. after June 7 1995 W111 have a term 31gn1ﬁcantly shor“ter than 17 yea:s from issue, desplte the
- 'utmost cqnsc1entlous dlllgence in prosec_utlon on ever_y apphcant's part, and thls state of '
'.affairs will coiﬁinue fer.ma.ny year.s; ) | |
| ()] '-Virtu.ally every :bafent fhat iseues on an aﬁﬁlicetiexi ﬁledn B
duriﬁg the .traﬁsi.tienuaﬂ-peﬂod. will h_éﬁe a :tenﬁ .nc‘). .great.e.r fhan 17 years from issue.despite- .

. utmost conscientious diligence in prosecution (but that is a lot better than a term shorter than

- 17 years from issue); and

(c) The USPTO begmnmg on Ju.ue 8 1995 will quahfy asa -

federal disaster area.
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S22 Second Illustrative Set of Unintended Consequences (the
Unsuspecting CAFC) .

The ciebacle looming for the U.S. Court of Appeals for the _Fede%ai Circuit (and
the PTO Board of Appeals) comes not from the hundrecis of thpusands of additional, 7
| unanticipated applications.that will be filed by Jun.e 8, 1995; at least not as a first mégnitude
effect. Rathér it comes from a third part of thg_stafu‘;e which gfants, beginning June 8, 1995,
an aut’;matic.extensioﬁ (but only up to five years) of the 20;years-frc;m-ﬁling term fo% time.
| spent ;ﬁccesgfull)z appealing an advers_e pate_nt_ability decision to the Board of lAppeais and to
the_CAFC. | R
. -Caﬁéider ﬁe following fact pattern which illustrates-what this term extension -
“potential will mean in évery day patent prosecution practice. Aﬁer a first Office action
rejecﬁop, the practitioqer responds thoroughly and .compl‘etgly. to demons_trfct:te the allowability
of all. _c.lai.ms, or to put them in conditiop for aIlowance, or bgth. There is no serious doubt in
the .pr..ellctitioner’s_ mind that the claims as they now stand are pﬂatentable. | The examiner
réspoﬁaé, however, witﬁ a final rejection of all claims or of_ .'the broagigst claims_l(.an extremely
-comm.on. occurrence, as most practifionerﬁ will agree). Alerted fo_ the new way of life, the
_ dpcketing clerk physically hands the .practitioner _the fmai_ %ej.ection on the very da}; it arrives
in the office, and cioes s.o within minutes a_fter the mail has been opf_aned and the document
has been date stgu_nped. What_ is.the p;éctiti_oner to dQ n response fo suqh a ﬁnal rejection
 beginning Juné 8, 1995. - “ | - | |
a The answer is unambiguogsly _si;ﬂnple and .s.t}'aightforwgrd — assuming the
_practitioner wishes to secmé ihe longést p;tent term available under the 20-years:ﬁom-ﬁling

| regime. He or she must immediarely prepare a notice of appeal and get it into the mail that
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very day with a ce’rtiﬁcate of mailing. By so doing, the patent term diminution clock stops
running that day -- at least contingently. Should the appeai be lost and no further appeal
taken to the CAFC, then the .clock is seen to have actually continued to run de jure. Should a
successful appeal be taken to the CAFC, the clock will be eeen:to have been stopped from the
filing date of the first notice of appeal and can stand still for up to five years.
| ‘Had the practitioner:engaged in the typical post final rejection prosecution
tactics of the past, the life of the patent would have steadily and inexorably diminished to a
'_ s'l.lortened't.enn, the length of which would have been controlled by the reasonable or
" unreasonable behavior of the examiner. | |
It takes little imagination, therefore, to predict that the oi%erwhelmihg rhaj"ori.ty
of patent practitioners will soon become very adept at taking appeals to the PTO Board of
..Appeals and to the CAFC. |
Consider what will happen after June 7th, 1995, to the backlog of cases at the
r‘nBoard and the CAFC Under past practlce appeals to the Board ‘were taken in not more than
-_-a small fractwn of the. apphcatlons inder ﬁnal re}ectlon “The number that went on  to the
- CAFC was minuscule compared to the total of ‘applications under final. After June 7, 1995,

virtually everjapplication ui;der ﬁnalwﬂl be 'appealedjt'q_ ,th_e Board and, of those, virtually

" every one in Wthh the exarmner 1s sustamed w111 have to be appealed to the CAFC or the

-patent term wﬂl be severeky curtalled
Bamng mterventlon far too sophisticated for current political ineﬁtutions, the

'CAFC and the Board will cease to exist in the forms that we know them.
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For patentees, the Court's and Board's backlogs may well be so great that the

five year statutory extension period for successful appeals will be less than the actual time

taken on appeal. For applicants whose appeals fail, tfle life of whatever patents issue to them
_could,_ conceivably be measured in months rather than years.r
Of course, _whg:n those backlogs grow to th_e dimension estimated above,
practitioners may consider going back to téking their chances with the examiner after final
' rejection, even to the extent..of filing a continuation, in the hope of the examiner's goodwill
expedition in handling the case. But this would be a practice of dubious value. . Whe_ﬁ
practitioners view their clairns‘to be patentable as they stand, a change in even one word of a
clgim at the request of the examiner creates a prosecution history estoppel which virtually
preclu_d_és_ a bolding of infriqgeﬁent_ in litigation against an alert infringer under well .
established CAFC law. PRG's th:eé-day course, “Designing Around” Valid US._Patents; has
established this truth virtually without cavil. | |
) D | "Efenial Verities" of Patent Practice inich Must Be Kept in Min.a.l |
While Scrutinizing the Trees in the New Patent Term Forest
1. Validity v. Length of Term

. Not Claiming the Earliest. Effective Date in a Continuing
Application Will Almost Always Be a Serious Mistake

An in\}alid.patéﬁt‘ w1th a 19.54years¥frdm-is§ue _terfn 1s as worthless as an
invalid patent with a one month term. | One hundred per cépt_ bf _zei"d is p;;qiséiy' éqﬁal- td |
.OOCOI per cent of ze'lro‘.'. Cbrriprbmise_s in p_rosééﬁtion, thaf éré now pos.s;i.‘tl)le: .under'the new
‘statlllte., .having.the .p'l.'(zablemat.ic; promise ofa lolnge'r te‘rnll. Ithzllt.s.ér'iéusiy“ t.h-r..e;tex;ll é. future |
-~ holding of validity in litigation must be eschewed. | A good, solid,'_hea_l'thy validity—Bird_ in the
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~hand is woﬁh far more on a rational probability basis than two anemic birds-of-"longer term,” -
the adult potential sizes of which -are unknown, scurrying about in the bush. Which is worth
more to the client, a valid patent with a 10 year life or an invalid patent with a 16 year term?

In a continuing application, the term of its patent can be lengthened, under the
20-years-from-filing regime, by not asserting the earliest ancestral date possible in a § 120
| chain. Were we omniscient (and perhaps élairvoyant) about prior art extant in the world, we
could profitably choose the filing date upon which we wish to rely as the earliest one needed
to avoid the prior art but which is simultaneously the latest one to give us the longest patent
term. In fact, only .God is in a position to make such a determination. |

We mortal patent practitioners must await patent litigation and the concentrated
. prior. _art-s_eekipg efforts of the infringer to know which ancestral filing date was the correct
~one for us to have asserted years ago i_n resolving our validity versus length of term
dilemma. |

I suggest that the correct resolution will_-_aiways be to.elect to assert the earliest
_ﬁlix_ig date -- thereby to opt for the greatest likelihood of validity in future litigation.

| Such an approaph optimizes the possible economic return to the client. . -
2, Infringement v. Length of Term

Concentrating on Gettihg Narrow, "Commercial” Claims to
Issue Early May be a Relatively Unrewarding Undertaking

Among the considerations presented in this book and course will be techniques .
to obtain "commercial" claims early in prosecution which "cover" the invention and which -

will have a longer term than the broader claims.
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- If the nairow c:@aims are "commercial,” the broader cldims are co.mmercial a
.fortiorz'. Moreover, the narrower claims will.be the ones most readily "designed around" by
the forthcoming infringer. -
| Based upon well-established lines of CAFC cases, both precedential and non-
precedential, .unless a claim is infringed literally, it will ‘be held not infringed on sunémary
judgment in eight times out of nine. PRG's three day course, two volume text and thir_d volume
of non-precedential cases, "Des-igning Around” Valid U.S. Patents; 'derﬁonstrate that a
s'ustained holdi_ng of inﬁingefnent -unde_r-the. doctrine of equivalents is a Fara avis.
Consequently, obtaining allowance of a huge spectrum of claims, starting with the broadest’
‘claim that known érior art‘permits and with each claim spaced in scope narrowly from its |
next adjacent claim, is the only way to secure 4 reasonable chance of enforcing patent claims
that are admittedly valid. *
A long patent term matters not if th'e__ patent is invalid. A long termed valid
patent m%itt'ers not if an infringer can avoid it wﬁh impunity.
R ‘To focus prosecution efforts, time and money in getting narrow Claims to issue

carly often will be a feckless undertaking.
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IMPLEMENTING GATT/TRIPs: :
NEW U.S. PATENT TERM EXTENSION AND DIMINUTION PRACTICE1

I . | THE CONTROLLING STATUTORY TIME FRAMES
The United States has chan_ged its patent laWs iﬂ fundamental respects to fulfill

its obligations under the General Agreement on Tariffs and Tfade ("GATT") and specifically
‘under the accompanying Agreement on Trade-Related Aspects of Intellectuai Property Law
:("TRIPS") These changes became U. S. law on December 8, 1994, when Presuient Chnton
| signed into law the Uruguay Round Agreements Act ("Act"). On January 1, 1995, the
'drganizai::ion known as the GA'I.‘T'ceased to exist and was succeeded' by the '.new_WT(.), or

' World 'Tréde__Organization:. o - | |
" The statutory changes take effect on'two different_effective dates; The

provisions relating to patent term and to patent applications (inclhding provisional

b This treatise has been prepared at ‘the behest of and under the auspices of
“Patent Resources Group, Inc. for educational purposes to contribute to the understanding of
American intellectual property law. Thus, the authors and their law firms cannot be bound,
either ph:losophxcally or as representatives of their various present and future clients, to the
comuments expressed in this article. Indeed, the co-authors disagree among themselves as to
some of the opinions ‘and interpretations presented in this treatise.
_ The authors express their appreciation to Carol Einaudi, Jean Fordis, Ed Good,

Jeffery’ Ka:ceskl, Stephen Kalinchak, Teresa Moton and Audra leson for their help.

2 During the Uruguay Round of Multilateral Trade Negotiations under GATT, -
_about 115 countries participated in the TRIPs agreement and other trade agreements. The
Final Act Embodying the Results of the Uruguay Round of Multilateral Trade Negotiations,
"-concluded December 15, 1993, was signed by participating countries at the Ministerial
Meeting in Marrakesh, Morocco, on April 15, 1994. A copy of the GATT/TRIPs Treaty is
“-included in the Appendix.

3 Uruguay Round Agreements Act, Pub. L. No. 103-465, tit. V, subtit. C, 108
Stat. 4809, enacted on December 8, 1994 ("Act"). Portions of the Act relevant to patent law
are reproduced in Appendix C. Changes to the Patent Statute
are shown in Appendix A. :




applications) will take effect on June 8, 1995 (_“é"ix months from the date that President Clinton

The GAT"f/TRIPs agreement obligates the U.S. to make changes in its patent
“law. The most important c_hané,es to U..S. patent law were required to conform to Articles 27,
28, and 33.4. For éxample, Article 27 of TRIPs r_equires that all WTO countries make patents
available and patent rights enjoyable withput discrimination based on _the pI_&lc—e of inyent_ion.
To comply with _Article 27 the U.S. has revise_d 35 U.S.C. § 104, which fpnnerly, :
discriniiriated de facto albeit not dejure) against foreign inventors. The U.S. has expaﬁdcd the
- definition of patent inﬁingement bébause Article 28 mandates not only th_c__ enforcement rights
that were already ava_ilabk in the U.S., but also new right_s to prevent oth_ers from offering for
sale or impoﬁing a patented invention, .including the product of a patented process. .
| Numerous ché.nges to the law goverﬁing the terms of patents in the U.S. were
e.nacted'.to'comply with Article 33 of th¢ .Tﬁ_IPs_,' Whi_ch ;équirés ._that_.t'he ‘ténn of _protcétion
shall not end before the t:}-_;piration"bfz a pégi_od of 20 years, counted from _fhe ﬁiing date. |
Aﬁiélé 70 extended the benefits of TRIPs to pro_tect_ion fo r éxisti_ng pate.pté. Therefore,
beginning on June 8, 1995, all U.S. patents then 'in'_'fo"rce will be enﬁﬂed to a term that does
not expire before at least 20 years from the filing date of the application. As a result tﬁe
terms for some existing pat_ents will_Be Vr¢ISet _bey_b_nd their 'cﬁfrént term of 17 years from issue.
In‘additio_r;, a new domesﬁg 'pr'iqrity.s):zs‘tgfr_l _will becpme availéble on June .8, 1995,_: as part .of

the new patent term provisioﬂs of the Act.

4 . These Articles of TRIPs are reproduced in Appendix B.
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‘It will be a challenge for patent practioners to determine the best course during
the complex uénsition period when applications ﬁlec{ before June 8, 1995, will have the
possibility to issﬁe wifh a term of 17 years from the date of .issue, whereas all applications
filed on or aftér June 8 wili be iimited to fhe new 20-year term. .

The changes to U.S. patent law will affect owners of existing patents, as well
as pending and future patent applicants. Patent owners and applicants should undertake a " :
comprehensive review of pending applications to plan a strategy that wﬂl ensure the - |
maximum t_emi of patents that will issue under the new law, and to prevent séfious loss of

.'patent term.. For many patent applic_ants, it may be essential to complete this review and to --
. file riew. patent applications before June 8, 1995, in order to preserve the opportunity to-obtain
. a patent with a term of 17 years from the date of issue.
~A..  WTO Provisions Taking Effect on January 1, 1996
- WTO entered into effect with respect fo the United States on -January'l,', 1995 .
fhe:Uruguﬁy Roundé Agreement Act, § 531(b), .prdvides- that the effective date of the
amendment to 35 U.S.C. § 104 and for the expanded definition of infringement is January 1;
1996,' one year from the date of entry into force of the WTO Agreemeﬁt with respect to the -
United States. . | | |
o o §.531(.b)“
- BFFECTIVE DATE.— -
(1) IN GENERAL.—Except. as provided in paragraph (2), tﬁe. :
amendment made by this section shall apply to all patent
applications that are filed on or after the date that is 12 months

after the date of entry into force of the WTO Agreement with
_ respect to the Umted States S




(2)  ESTABLISHMENT OF DATE.—An applicant for a patent,

or a patentee, may not establish a date of invention for purposes
of title 35, United States Code, that is earlier than 12 months

after the date of entry into force of the WTO Agreement with
respect to the United States by reference to knowledge or use, or
other activity, in a WTO member country, except as provided in
sections 119 and 365 of such titie
~ Thus, as of January 1, 1996, inventors in WTO countries will be able, under
~.amended § 104, to begin to rely on inventive activity outside the United States to prove a
date of. invention earlier than their U.S. or PCT application filing dates.® ‘In addition,
patentees, as of January 1, 1996, will be able to sue for infringement in the United ..States
based onﬁh_offers to sell or importation of a patented invention and of the product of a patented
- process. |
| The new § 104 will not be retroactive but will apply only to all patent
appliciations filed (in or after that date. In other words, the 'new-§ 104 will not apply at all to
- pending appliéations or patents in force before the effective date. -Most signiﬁcantly, the lac:i<
of rnfi'oactivity is not just "procedural” but "substantive." . That is, the non-U.S. inventive
activity, even if it occurred -before January 1, 1996, i?vill only establish an invention "date" of
January 1, 1996.
The practical conseqnences of the amendment, therefore, will only be felt later
in time, at the earliest approximately January 1, 1997. In particular, consider patent

aPplications_ﬁ_led in 1996 that are based on non-U.S. inventive activity. At least a year or so

will likely pass before these applications wind up in interference proceedings or in ex parie

’ Members of WTO countries will thﬂé jbin members of NAFTA countries |
{Canada and Mexico), for whom the effective date was December 8, 1993.
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prosecutions where they may need to overcome prior art through the use of a Rule 131
affidavit.

Thus, it will be some time before patent applicants with inventive éctivity in
WTO countries will be able to reap thé benefits of the amendment to § 104. In all likelihood,
this will begin to occur no-earlier than 1997, but only. if these potential patent applicants, in
‘the felatively near future, lay the necessary groundwork to take advantage of the new -
provisions.

- B. ‘Patent Term and Application Provisions Taking Effect on June 8,
1995

June 8, 1995, will be a watershed in United States patent law. It is the date on
”Which the 20-yéa: term prbvisibns of the Act take effect. | As used here, the "20-year term" is
| Shorthand for the term deﬁned by new 35 U. S C § 154(a)(2)

TERM. ﬁSubJect to the payment of fees under this title, such grant
shall be for a term beginning on:the date on which the patent
- issues and ending 20 years from the date on which the

- application for the patent was filed in.the United States or, if the

~application contains a specific reference to an earlier filed

- application or applications under section 120, 121, or 365(c) of . .-
this title, from the date on which the earliest such apphcatmn

. was filed. :

- Thus, a "20-year term" is not a‘texfm'of 20 ‘years, but rather the 20 years is measured from the

- date of filing, or if the app_lication from which the patent issues is a continuation, from the

“earliest application for which benefit is claimed under 35 U.S.C. §§ 120, 121, or 365(c). We




will refer to the application from which the 20-year term is computed as the "original" U.S.

Du:ihg the transition different classes of patents will be treated differently:

(1) Patents already in force on June 8, 1995, will have their terms reset to 20
“years from filing of the .original application (subject to terminal disclaimers) if the reset term
would be longer than the current 17 years from the date of issuel‘

(2) Al patents issuing directly from applications filed before June 8, 1995,
(without filing any subsequent continuing applications after June 8) will be entitled to the
- longer of a 20-year t.erm from filing or 17 years from issue.

(3) Patents that issué from applic_e_tt_i_ons filed on or after June 8, 1995, including
those that are continuiﬁg applications of pﬁent applications that were filed be_:fc_;re June 8,
1995, will have 20-y¢ar terms, meésured from tlr}er_or_ig_inal filing. Terms measured as 17
years from _is_suanc‘e -ﬁill no longer be g:anted. | | |

On -June 8, 19?5,‘ the terms of ce;tai_ﬁ_ patents in force will be 'feset by operation .
of law. Because GATT/TRIPs ;equireé tha':t_ all pafents must have; a term of at least 20 years,’
and this provision must be apialied to "existing" patents,’ the term of any U.S. patent which
~issued in less than threé. years from its effective ﬁling'date will be reset so that the patent will

expire no earlier than 20 years from the original filing date. Patents that issue dii'éctly'from

As used here, the "original" U.S. application refers to the first regular
application, from which benefit under §§ 120, 121, or 365(c) is claimed in the application that
issues as a patent, and does not include a prov1310nal U.s. appllcatlon from which benefit is
claimed not under § 120 but rather under § 119 -

6

7 o Article 33.

8 - Article 70.




applications pending on June 8, 1995, will also be accorded the longer of a term of either 17
years from date of issue or 20 years from the first US. ﬁlitlg date, taking into account, if
applicable, benefit claimed under any of §§ 120, 121, and 365(c) ("earliest effective U.S. =
ﬂling date"). " |

-.The term of patents issuing from all new applications filed on or after June 8,
1995, (including continuations, divisionals. or continuations-in-part of pending applications)
will be 20 years fronrt the earliest effective U.S. ﬁling date.’ The option of 17 years from
- date of issue-will no longer be available. - |

| -~ Beginning on June 8,1 995, a new type.of patent epplication, ‘the provis_ional.
application, will come into being. Provisional applications; which will not be examined, will
- provide applicants with an inexpensive and simplified opportunity to establish "domestic”
priority. |

~C. . The Important Transitional Period Between Now and June 7, 1995
Until June 7, 1995, we rzvill be in-a transitional period during: which .~

“applications filed may have benefit of the longer of either the 17-year or 20-year term. -
Specifically, patents that issue directly from applications filed by June 7, 1995, '(i_ncluding
. continuations, divisionals, and continuattions—in-_part of currently. pending applications) wili be
entitled to the longer of a 17-year term. from the date of issue or a 2(0-year temt from the date
of original U.S. ﬁhng - A fundamental purpose of this course is to explore the strategles
determlmng whether patent apphcattons of all kmds if- there is a ch01ce should be filed either

‘before, or on, or after June 8', 1995. :

? But see Section III.A.6.c, infra.




.D. Interpretation of the Act

Tha TTmigiiay Rannd Agresmante At 1
L UIUgudy nOuiild ARieCliviis A

hearings or meaningful review by the patent bar, and was passed under a fast-tra;:k agreement
Which prevented amendment or correction of the text drafted by the Patent Office and
submitted by the Administration. The ambiguities and apparent errors in the statutory text are
compounded, particularly w:tth respect to the effective date provisions, by the use of language
that -departs without explanation from the terminoiogy of the former patent statute.

In rthe absence of hearings or legislati\-/e committee reports on the meaning.

: intended 'bsf Coﬁgres’s, interpretation of the Act will depend to an unusual extent on t.he-.f'plain.
language” and grammar of the new law. Interpretafion of the statutory text will be further
complicated by its genesis in the TRIPs agreement and the treaty obligations that are fulfilled

by .the Act. Where the treaty imposes certain minimum legal obligations, such as the
requirement bf -providing a patent term of at least 20 years, or-of 'affprding national treatment
té foreign applicants, the courts should attempt to interpret the Act in a manner that avoids
violating these requirements. - |
1. Act §102(d) -
. One guide to construction of the Act'is speciﬁcélly provided in § 102(d), which
pfqvides: | | |
 STATEMENT OF ADMINISTRATIVE ACTION.~The statement of
administrative action approved by the Congress under section
101(a) shall be regarded as an authoritative expression by ‘the- _
United States concerning the interpretation and application of the
Uruguay Round Agreements and this Act in any judicial ~— =~

proceeding in which a question arises concerning such
..interpretation or application. -




Under thé above-referenced § 102(a) .of the Act,’® Congress approved the
statement of administrative action proposed to implement the agreements that were submitted -
to the Congress-on September 27, 1994.

2. Statement of A_dministrative Action

“The portions of the Statement of Administrative Action relating to 'intellectuall

- -property are reproduced_in Appendix D. -.As-discussed in the following chapters, the brief

- explanation provided by.the_PatentOfﬁce and-approved by Congress'is little more than a

- paraphrase of the statutory sections. Moreover, the ambiguities and errors in the statutory

1anguage;-which_we;e overlooked by its: drafters, similarly éscapéd their attention in the
statement of a&ministrative-intent.- |
3. Proposed Regulations Implementing: 20-year Term =
.- .The most comprehensive guide to interpretation of the patent term provisions
- .(except for the present text) is'the extensive commentary accompanying the regulations
~. proposed by the Patent Office to .implement the new legislation, published at 59 Fed. Reg.

63951 (December 12, 1994). - These proposed regulations, which are reproduced in Appendix

APPROVAL OF AGREEMENTS AND STATEMENT OF ADMINISTRATIVE ACTION
Pursuant to section 1103 of the.Omnibus Trade and Competitiveness Act of
. 1988 (19 U.S.C. 2903) and section 151 of the Trade Act of 1974 (19 US.C.
o 2191) the Congress approves—
(1) the trade agreements described in subsec‘uon (d) resultmg from the
Uruguay Round of multilateral trade negotiations under the auspices of
. the General Agreement on Tariffs and Trade, entered into on April 15,
1994, and submitted to the Congress on September 27, 1994; and
(2) the statement of administrative action proposed to implement the
agreements that was submitted to the Congress on September 27, 1994.
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E, explain the interpretation proposed by the Patent Office in much greater detail than fhe
brief Statement of Administrative Action.
Although the PTO proposed regulations provide extensive guidance with

| respect to such provisions as the new provisional applications, and the "transitional"

. provisions permitting continued examination beyond final rejection and examinatioﬁ of more '
than:one invention in certain applications, they do not cover important provisions such as the. (
oxtensi_on of .torrn provided for patents in force, and the infringement amendments.

4, Plain Statqtory Language .
In interpreting the meaning of:urifamilia_r or ambiguoﬁs langUagé in the new

- patent provisions, extreme caution should be exercised in relying on any of the available

- administrative interpretive materials.

The Federal Circuit has clearly announoed its intention to adhere to the literal
| lénguage of statutory texts, and to ignore any Patent Office interpretation that does not .agree
‘with:the cou;'t's reading of the "plain language” of the statute. In Glaxo Operations UK, Ltd.
v. Quigg,' the Federal Circuit explained that the PTO interpretation of "drug product” was
entitled to no deference, since the operative terms of the statute, "individually and as
.combined in the full deﬁnition, have a common and unambiguous meaning, which leaves no
_gap to be filled i in by the admimstenng agency.” niz

' Partxcularly in thc-: context of the regulatory term extensmn prov1310ns of 35

U S.C. § 156 the court has repeatedly dlsagreed w1th PTO Interpretanons of the earlier patent

" 894F2d 392, 13 USPQ2d 1628 (Fed. Cir. 1990)
A 894 F.2d at 398, 13 U.SP.Q:2d at 1633.
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'ferm provisions, .and has adhered to an interpretation divining the plain meaning of the statute.
| This method of statutory exe;gesis places principal reliance on dictionary meanings and
_ principles of grammar; and disregards contrary legislative history or administrative
. interpretation.
For example, in Hoechst, AG v. Quigg,” the Federal Circuit held that the
| applicant was entitled to a "windfall" extension of 6.8. yeais, despite the unquestioned intent
- of Congress to limit the maximum period of extension to 5 years.'" Applying rote calculation
according to the formula of -§ 156(g)(1}B), the co_urt_found that 1t was undisputed that a 9.5- |
j/ear regulatory review period resulted, which was reduced by § 156(c) to yield a 6.8-year - |
_term extension.”’. With_resPe_ét to the cap imposed under § 156(g)(6), the court determined
that Congress had simply overlooked the class of patents that ;eceived approval. fewer than 60
days. before enactment of the Act and for which an ex_e_mption' had been applied for as of that
date, and _had_.neglect_gd to assign any limitation on the length of a term extens_ion for these
patents.'® The PTO cOrll_s_truction,dunder which no "regulatory _r_evieﬁv,. period” had occurred,”

- was disregarded on the basis that "this court must reject administrative constructions of the

B 917F2d 522,16 USP.Q2d 1549 (Fed. Cir. 1990).
W 917 F.2d at 529, 16 U.SP.Q.2d at 1554. |
1 917 F.2d at 524, 16 U.S.P.Q.2d at 1550-51.
s 917 F.2d at 528, 16 U.S.P.Q.2d at 1554. Each of the circimstances specified

in §156(g)(6) was inapplicable to the Hoechst patent, since the patent did not issue after the
date of enactment (§156(g)(6)(A)), the exemption had been applied for prior to the date of
enactment (§156(g)(6)(B)), and the product had already received regulatory approval at the
time of enactment (§156(g)(6)(C)). 917 F.2d at 525, 16 U.S.P.Q.2d at 1551.

7 917F2dat 523,16 USP.Q2d at 1550.
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statute that are inconsistent with the statutory mandate, [and] we give no deference to the

e mand Amsmaliagiame 18
Il Gliul CULINAIUDIVEID,.

There is no reason to expect the court to grant any more deference to the PTO
interpretation of the new patent term provisions, particularly where there is no clear statement
of legislative intent that could support the administrative interpretation.

 Moreover, where the laﬁguage of the statute is hopelessly confused, or even
“where the language of the statute contradicts the plain and unequivocal intention of Corigress,
the Federal Circuit has indicated that its job is not to fix what the legislature has broken. In
Hoechst, the court recognized that the 6.8 year eXtén_sion" was contfary"to express 1e_gislative
~ intent, but in_structedihat it is not for the court "to 'fix' ‘hat COhgreSé either intentionally or
" .Unintentionally failed to anticipate."””  Similarly in Asgrow Seed Co. v. _Winterboer,zo' the -
" Federal Circuit adopted an interpretation of the farmer's crop exemption in the Plant "'Variety
Protection Act that eliminates the nominal protection offered td rthe plant variety certificate
- owner, by authorizing _purchasers.of prdteqted see d to go .into business as coinpeting seed
 companies. The court recognized that "without meaningful IimitatiOns,'the crop exemption
CQuld undercut much of the PVPA's incentives."' However, cons‘.[rui.ng the-statute in

‘accordance with principles of grammar, the Federa_l Circuit held that this unfortunate result

® 917 F.2d at 526, 16 U.S.P.Q.2d at 1552.

O 917F.2dat 529, 16 U.S.P.Q.2d at 1554 (citations omitted). |
» 982 F.2d 486, 25 U.S.P.Q.2d 1202 (Fed. Cir. '1992), reversed, 63 U.S.L.W.

(Jan. 18, 1995). |
M 982 F.2d at 491, 25 U.S.P.Q.2d at 1206.
12
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followed because the statute "as written . .. contains no ensuing crop limitation” when parsed

by the appellate court.”

The Supreme Court reversed on the basis that "marketing" is an otherwise

undefined term that must be given its ordinary, dictionary meaning, which does not require

extensive or coordinated advertising or merchandising activities, .b'ut' instead is defined by

some dictionaries as meaning simply "to sell." The Supreme Court thus applied a different

dictionary definition to the statutory language, though it conceded that the meaning of the

farmer's crop exemption was far from "plain."

For this reason, it should not be assumed that the courts ultimately will adopt

the interpr’efation set forth either in the Statement of Administrative Action or the PTO

regulations as finally adopted. Particularly where the language of the statute as.eﬁacted

requires or permits a different interpretation, the construction of disputed provisions cannot be

" resolved until the Federal Circuit rules on the plain meaning of _thé' Act.

IL. - STATUTORY PROVISIONS THAT WILL TAKE EFFECT ON
- JANUARY 1, 1996 . '

A, WTO Countries Become Exempt From 35 U.S.C. § 104
The patent system of the United States is unique among the developed

countries. In essentially all other countries, whoever is “first to file" a patent application has

the superior rights to the invention. In the U.S., the inventor who is "first to invent" has

ta
-

~ 1bid.
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priority rights to an invention. A U.S. patent applicant's ability to prove date of the invention

" becomes crucial, therefore, in at least two situations:

1. to prdve priority of invention in a U.S. patent
' interference under 35 U.S.C. § 102(g) and

2. to remove references as potential prior art in a
‘patent prosecution under 37 C.F.R. § 1.131 (Rule
131).
_ A patent interf_ere_née is an inter partes litigation in the PTO to decide which of
two:.o_r more parties claiming the séme patentable invention is entitled to the award_of a
‘patent. Whi_chev«:r party establishes that it invented first will ._generalzly prevail. ;Thus, the
ability to prove ‘_nhg earliest date of invention can be crucial to the outcome of a patent
| interference. |
The ability to prove the date of an iﬁvention can also spell success or failure in
a regular ex parte pr_osecgt_ion of a U.S. patent application. If the patent ekamipe;r cites Iprio_r

art (a printed publication or another patent) that anticipates the invention or renders it

14




obvious, it is sometimes possible under Rule 131 to remove this prior art by proving that the

invention predates the publication date of the article or the filing date of the other patent® -

Until GATT;’TRIPS, only inventive activity in the United States could be used

to prove a date of invention. Activities in other countries were excluded by 35 U.S.C.

§ 104, which provided that parties could not generally prove a date of invention by relying

on inventive activity occurring outside the United States.” The restrictive nature of § 104

meant-that inventors in other countries generally could only rely on the filing dates of foreign

23
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In pertinent part, Rule 131 reads:

" When any claim of an application . . . is rejected on reference to a domestic

patent . . . or on reference to a foreign patent or a printed publication, and the
inventor of the subject matter of the rejected claim . . . shall make oath or

. declaration as to facts showing a completion of the invention in-this country

before the filing date of the application on which the domestic patent issued, or
before the date of the foreign patent, or. before the date of the printed
publication, then the patent or pubhcatlon C1ted shall not bar the grant of a

_patent to the inventor .

‘Generally, Rule 131 can be used to antedate or "swear behind" a reference that

is prior art under 35 U.S.C. § 102(a), (d), and (e), as well a reference under, 35 U.S.C. § 103
dated less than one year before the applicants filing date.” Rule 131 cannet be used to
~overcome a reference that is prior art under 35_U.S.C. § 102(b).

35
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In pertinent part, § 104 before the new Act read as follows:

In proceedings in the United States Patent and Trademark _Ofﬁc'e,
in the courts, and before any other competent authority, an
applicant for a patent, or a patentee, may not establish a date of

invention by reference to knowledge or use thereof, or other

activity with respect thereto, in a foreign country other than a
NAFTA: country except as prov:ded m- sections 119 and 365 of
this title . :

Under the recently enacted North American.Free Trade Agreement (NAFTA),

~ inventive activity in Mexico and Canada is exempted from the prohibition. Also, filing of a
convention priority application abroad meeting the requ1rements of 35 U. S C §1l9or § 365
can be a constructive reduction to practice. - - SR

15




. priority applications to establish a date of invention in U.S. patent prosecutions and

many of these situations, patent applicants could have proven earlier dates of invention
outside the United States. |
| Similarly, only those facts that show "a completion of invention in this
cpuntry" can be relied on to remove otherwise fatal prior -art under present Rule 131, Thus,
although U.S. law allows inventors of any country to file U.S. patent applications under the
'.'ﬁrst to invent" system, those inventive activities were geographically circumscribed in a de
facto discriminatory fashion. | | o
B The United States has np plans to chatrtge its "first to invent" system at this

time,” and nothmg in Article 27 of TRIPs requlres the U.S. to abandon its "first to invent”
system. However the de facto d1scr1m1nat10n agamst non-U.S. inventive act1v1ty tradltlonalty
perpetrated by § 104 is unacceptable under GATT/TR_IPS whlch expressly prohlblts
'dlscrlmmatton based on place of invention.*®

| To 1mplement GATT/TRIPs, the Act amends § 104 to allow proof of date of

invention by showing inventive activity in ‘an_y WTO nation. As amended, § 104 now reads:

7 - Press Release by the UsS. Secretary for the Department of Commerce Ronald

Brown, January 24, 1994. In announcing that the U.S. would not seek to resume negotiations
~ of a treaty harmonizing the world's patent laws, Secretary Brown stated, "While other
international negotiations continue, we will maintain our first-to-invent system while keepmg
~open the optzon of full patent harmonization in the future " '

% . Article 27, § 1 of TRIPS provides:

. ‘[Platents shali be available and patent rights en_]oyable w1thout
discrimination as to the place of invention. ‘

16




§ 104. Invention made abroad
- (@)  IN GENERAL.—

() PROCEEDINGS.—In proceedings in the Patent and Trademark
- Office, in the courts, and before any other competent authority,

-an applicant for a patent, or a patentee, may not establish a date
- of invention by reference to knowledge or use thereof, or other
activity with respect thereto, in a foreign country other than a
NAFTA country or a WTO member country, except as provided
. in sections 119 and 365 of this title. _

. {2) RIGHTS - If an invention was made by a person, civil or
military—

(A) while domiciled in the United States, and
-serving in any other country in connection with
operations by or on behalf of the United States,
(B) while domiciled in a NAFTA country and -
_ serving in another country in connection with
operations by or on behalf of that NAFTA
country, or -
(C) while domiciled in a WTO member country
and serving in another country in connection with
operations by or on behalf of that WTO member
country,
- that person shall be entitled to the same rights :of priority in the
United States with respect to such invention as if such invention
- had been made in the United States, that NAFTA country, or
- that WTO member country, as the case may be.

(3) USE OF INFORMATION.—To the extent that any information in a
NAFTA country or a WTO member country concerning
knowledge, use, or other activity relevant to proving or
_disproving a date of invention has not been made available for
- use in a proceeding in the Patent and Trademark Office, a court,
‘or any other competent authority to the same extent as such
information could be made available in the United States, the
Commissioner, court, or such other authority shall draw
appropriate inferences, or take other action permitted by statute,
rule, or regulation, in favor of the party that requested the
. information in the proceeding. ' :




(b) DEFINITIONS.—As used in this section—

(1) the term "NAFTA country" has the meaning given that term

TTETT S

in section 2(4) of the North American Free Trade Agreement
Implementation Act; and

.'(2) the term "WTO member country”" has the meaning given’
that term in section 2(10) of the Uruguay Round Agreements
Act. : c -
1. Applies to Applicaﬁbns Filed After December 31, 1995

The effective date provision that applies to new § 104 reads as follows:

§ 531(b)

(b) EFFECTIVE DATE.—

(1) IN GENERAL.—Except as prov1ded in paragraph ), - h
the amendment made by this section shall apply fo all patent IR b
applications that are filed on or after the date that is 12 months s
~ after the date of entry into force of the WTO Agreement w1th '

respect to the Umted States o

The effective date for the new § 104 will be January 1, 1996. The new § 104
wiﬂ not be retroactive but will apply only to all ﬁatent ap'plieations_ filed on or after that date.

Therefore, the new § 104 will not apply at all to pending applications or'patents in force

before the effective date.

2 Members of WTO countries will thus join members of NAFTA countries
(Canada and Mexico), for which the effective date was December 8, 1993.
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2. Cannot Prove Invention in WTQ Countries Before
January 1, 1996

The Jack of reiroac_tivity is not just ”p.roced‘urai" but "substantive,” that is, the
non-U.S. inventive activity itself will not be recognized as effective for proving a date of
| invention before Januazy 1, 1996 Section 331(b)(7) of the Act is clear on thls pomt
: | (2) ESTABLISHMENT OF DATE.—An applicant for a
patent, or a patentee, may not establish a date of invention for
purposes of title 35, United States Code, that is earlier than 12_
"/ months after the date of entry into force of the WTO Agreement -
ye w1th respect to the United States by reference to knowledge or .
‘use, or-other activity, in'a WTO member country, except as
provided in sectlons 119 and 365 of such title.
The new § 104 w1H not recogmze any non-U. S. inventive actlwty occumng
" before January 1 1996 as provmg a date of 1nvent10n before January 1, 1996 The practical
B consequences of the amendment, therefore, will only be felt later in time. Applicants ﬁhng
U.S. patent applications b_ase'd.-on noﬁ-U.S.: irivehti\}e- 'aetivity will not be able to prove a date
of invention earlier than January 1, 1996, and f_hus,.i.t- will not be possible based on such
proofs to antedate prie_r_ art"-'_that has itself an effective date (e.g., is published) before January
1, 1996.
Asa practic:al .‘ma_"cte_r, such rejecti_o_ns_y\_dll- not, ertise until after January 1, 1996.
Even more time will likely pass 'Befo_re the need to prove a date of invention arises in
| interference _proceedings.
-TBUS, it will be some time before patent epblicants with inventive activity in
WTO countries will be able to 'reép the benefits of the amendments to § 104. Inall

likelthood, this will not begin much before 1997; however, the ability actually to prove a date
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of invention will only exist if these'petential patent applicants, in the relatively near future,

Tomer 4 RN, R
3 y ELi IVEVY U I

| 3. Penalty for Inadequate Discevery in WTO Counfry
The change in § 104 end di_scriminatien against foreign inveﬁtors in-proving a

date of invention. This change, however, raises the spectre that inventors in countries '\.)vith
restricted or inadelquet.e discovery could actually end up with an advantage over American
igventors in interfereﬁce proceedings end in court. It is coneeivable that for_eign inventors
would be abl.e to use U.S. ciiscovery procedures to obtain fﬁe informatien needed te attack the
_ American inventors' pr10r1ty proofs, whﬂe taklng advanfage of the 11m1tat10ns on discovery in
 their o% countrles to Shleld the1r own proofs from similar scrutmy Te prevent thxs problem,

new § 104(a)(3) was added:

To the extent that any information in a
NAFTA or WTO member country concerning
knowledge, use, or other activity relevant to
‘proving or'disproving a date of invention has.not_
been made avallable for use in a proseedmg in the
competent authonty to the same extent as such
information could be made available in the United
States, the Commissioner, court, or such other
-authority shall draw appropriate inferences, or take
other action permitted by statute, rule, or

" regulation, in favor of the party that requested the
information in the proceeding.

. This discovery language appears to impose a mandatory requirement on the

PTO or a court to "draw appropriate inferences" when evidence relevant to the date-of-
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invention issue cannot be o.btained from a party, or perhaps even a third party, in a WTO '
member country. At this-tidle, the practical implementation of this erovision is unclear.”®

One-question that immediately arises is whether the "could be made available”
Ianguege refers to the scope of discovery allowed in a particular United States forum, or to
some general standard of discoverability in the United States. Discovery in 'interferences_r
before the PTO is generally very limited and bears little resemblance to the much broader
scope of discovery available in U.S. district courts.

The authoritaﬁ\.fe_ Stafement of Administrative Action sheds light on this issue.
| Specifically, the Statemeﬁf .I.Jrevideég B | .

Section 531(a) extends existing safeguards in section 104 of
‘Title 35 to ensure fairness to U.S. inventors.” Under the current
section 104(a)(3) which was added by the NAFTA
Implementation Act, when a party in a proceeding before the
Patent and Trademark Office, a court, or another competent
authority requests information in Mexico or Canada relevant to
the date of invention by an opposing party, and-the information
is not made available to the same extent as it could be made
available in the United States; the adjudicative body must "draw
appropriate inferences” or-take other action permitted by statute,
rule, or regulation in favor of the party that requested but could
not obtain the information. The implementing bill makes this
provision applicable to information in any: WTO member
country S '

| It thus appears that the scope of discovery deﬁmng the could be made

evaiiable language should depend d1rect1y upon the type of proceedmg where the date-of-

30 On October 25, 1994, the PTO issued a Notice of Proposed Rulemaking.
(Appendix F) Included is new proposed 37 C.F.R. § 1,616 (Rule 616). This Rule suggests
“that if an administrative patent judge or the Board orders information regarding date of
invention to be produced, but it is not, then some rather severe sanctions under Rule 616(a)
can be imposed, such as preventing a party from filing any paper. 59 Fed. Reg. 50,181
(1994) (to be codified at 37 C.F.R. § 1.616) (proposed Oct. 3, 1994).
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invention issue arises. Thus, in an interference proceeding before the PTO, a narrow scope of
discovery would‘deﬁne the t};pe of information that "could be made available." Ina U.S.
district court, on the other hand, the scope of discovery is much broader; and so therefore
would the information that "could be made available" in the United States.

In an interference context, this interpretation seems consistent with proposed

Interference Rule 616(c):

(©) To the extent that any information under
the control of an individual or entity located in a
. NAFTA country concerning knowledge, use or -
other activity relevant to proving or disproving a
date of invention has been ordered to be produced -
by an administrative patent judge or the Board
- (§1.671(h)), but has not been produced for use in *
the mterference to the same extent as such
information could be made available in the United -
States, the -administrative patent judge or the ©
- Board shall draw such adverse inferences as may -
. be appropriate under the circumstances, or take - -
. such other action permitted by statute, rule, or
* regulation, in favor of the party that requested the
. information in the interference, including
imposition of appropriate sanctions under -
paragraph (a) of this section. =

.4. | .Effect n Illlt'e.rferences
Beyond doubt, the change in § 104 should have an e_noﬁnoﬁs impact on
' .inte.rferlence practice. Héretbfofe, the foreign .alpplica.nt. lwa-.s élmost always limited to reliance
on the fore‘ign..ériority dﬁcuﬁlent as a éonstru;:tivé reduction to practi.ce of the inventién. No
more! '
Now the foreig_n'applic_axllt will be able to prove a d‘ate‘. of invention ;'if:lying on

inventive activity occurring outside thc' United States. In all rlik'e_lihcﬂ)o‘d this will complicate
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interference proceedings, since now both parties to the interference will have the potential
.. -ability to present briority proofs.

1t_also seems likely that more interferences will be declared: For example,
assume that U.S. patent applicant 4 claims subject matter that interferes with thaf claimed by
- (German applicant B. The U.S. applicant’s_U.S. filing date is January 10, 1997, and the
Germén_.applicant's priority date is April 15, 1997. |

* Under the old law, the PTO would most likely reject the German application

- over the U.S. application under § 102(g). To provoke an interference, the German applicant

would have had to make the rigorous showing required by 37 C.F.R. § 1.608(’0); which -
‘basically requires a showing of prima facie entitlement to judgment. It would be highly
unlikely that such a showing could be made because the German applicant, ﬁnder the old law,
. would :be_r.pr_ec_iuded from relying on her German activity.

- .. Under the new law, however, assuming the conditions discussed above are met,
the German Lapplicant can rely on her German activity to demonstrate prima facie entitlement
.to judgment. . Logically, therefore, more interferences should be declared uﬁdgr the new law.

| | 5., Effect in: Antedating Refere:ii:es ﬁnder Rule 131
a. Changes to Rule 131 |
Rule 131 provides a-procedure for removing otherwise patenf—défeéting prior
art by showing a date’ of invention before the filing date of the domestic patent or the
publication __date. of a foreign patent or publication. To comply with Article 27 of TRIPs, Rule
_,_13}_,must be amended to allow a par_ty--fto: rely c m inventive activity in-any WTO country to

prove a date of invention.:
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The PTO proposed an amendment to Rule 131 in 59 Fed. Reg. 49,876 on
September 30, 1994. The changed language will read: "The oath or declaration must include
facts showing a completion of the invention in this country or in a NAFTA or WTQ Member

"

country . .. .

For example, assume that a U.S. patent application discloses subject matter that
a U.S. patent examiner applies under § 102(e) or § 103 to reject claims by a German
applicant. The_ref_ercnce'appiicatio_n was filed in the U.S. on January 10, 1997..

_ ’fhe German applicant's priority date is Apfil 15, 1997, and the Gefrnan‘s U.s.
filing date is April 15, 1998. We further assume that the January 1_0, 1997, application 1s
issued as a patent on March 10, 1998. We also assume that the German applicant can prove
_ c.drnpletién of the invention in Germany in July 1996.

| Under the old law, there would be virtually no way for the German applicant to
antedate the U.S. application's filing date because the applicant was precluded from relying on
her inventive activity in Germany. Under the new law, however, assuming the conditions
discussed above are met, the German applicant can rely on her 1996 German activitj to
antedate the U.S. application. Clearly, a foreign applicant’s ability to obtain a U.S. patent is
enhanced. | | | ..

6. Pfoving a Date of Invention
~~In changing § 104, the amendments provide new opportunities for foreign

patent applicants t.o' prove. adts_ of invention based on inventive activity outside the United -
States: As explained above, the impact from these changes will probably not surface -qntil at-

least 1997. Nevertheless, foreign applicants need to position themselves now so that they -
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may prove i?wentive acts as of January 1, 1996; .These applicants, therefore, must become
aware of U.S. practice: the types of proofs-and the standards of proof, the concepts of
"conception” and "reduction to practice,” and the varying rules of practice in interferences and
-Rule 131 practice.
For example, in the United States, n.o acts of invention--including conception,
diligence, énd actual reduction to practice--can be proved in an interference solely by relying
‘on the testimony of the inventor r:;r inventors. Instead, the inventor's acts of invention must
- generally be comoborated bv a noninventor. Therefore, documentary evidence of dates of
'invention, sli_ch aé_laboratory notebooks, are commonly witnessed by at least one noninventor.
- Muitinational companies should familiarize themselves with the detailed rec'ord-keeping :
procedures and standards of proof generally deemed sufficient for proving and corroborating
_dates of invention. Armed with such knowledge, beginning on January 1, 1996, applicants
with inventive activities outside the United States should be on equal _footi_n_g with their--
United States counterparts when trying to prove dates of invention.
7. Effect as § 102(g) Prior Art |
: .a. . Interference Estoppel
. The language "in this coun_try" also appears in § 102(g), which was not-

amended by the Act. Section 102(g) provides that a person is entitled 10 a patent unless:
"before the applicant's invention thereof the invention was made in this country by another °

who had not abandoned, suppressed, or concealed it." . . .
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Some believe that the "in this country" language should be changed to comply
with GATT/TRIPs. Otherwise, some strange
interference proceedings.

Suppose that a party loses a patent interference to another inventor who proved
a date of invention by relying on inventive activity outside the U.S. but within another WTO
country. *That losing party nonetheless might be able to obtain a U.S. patent for the same
claims lost in the interference. How could this possibly occur?

After the interference, upon returning to the ex parte prosecution before the

'. exéminer, the examiner would no doubt reject the lost claims under the doctrine of

interference estoppel. The losing party would argue entitlement to a patent unless, under

_unamendéd § 102(g), "the invention was Enfde in this country by another who had not

| .aba_ndon:.;:_d, .suppressed, or concealed it" or unless other prior art provided g"basis to reject the
claims. In particular, § 104, the "invention madc abroad" provision, has never been
conside}'eé to be a priqr art section.

.- If some prior art basis under § 102 is required to deny the losing party the
claims, we would be left with an intolerable situation: A party denied a patent under a PTO
interference proceeding would be entitled to oné because the other invention, which prevailed
iﬁ tﬁe interference under amended § 104? was not "in this co@nt:y-" under unamended

- § 102(g).
The doctrine of interference estoppel might'dbviate ﬂlis problem. The PTO
and others likely would argue that intcrferénce estoppel precludes this p’ossibilitif.

Specifically, in the authoritative Statement of Administrative Action, one finds the following:
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The implementing bill does not change present practice
regarding the effect of a determination that establishes which of
two or more inventors was first inventor. This practice
precludes the losing party from separately patenting the

© invention in dispute, even if the invention of the winning party
was not made "in this country”, pursuant to application of
- section 102(g) of Title 35, U.S. Code. Thus, a losing party is
and will continue to be precluded through interference estoppel
. from separately patenting the invention in dispute or an
- invention that is not patently [sic] distinguishable from the
invention in dispute {see /n re Deckler, 24 U.S.P.Q.3d 1448
-(Fed. Cir. 1992)).

Is thé Deckler case 'realllyl a complete ans;?v'er‘? In Deckler, the party Deckler,
although .ﬁrst to reduce the iﬁverﬁtion df the count to pfactice, suppressed the -i.nventio.n untii
a.fter the (ﬁhéf party's priority date; which ‘was obtained by ﬁliﬂg a. foreign patent a;.Jp_li._caticn.
_ Aﬁer return to ex parte prosecutioﬁ, numeroﬁs rejectiohs .Wére' api)afently made, .but the only
| oné sustained by the Board was based on the ground that thé rejected claims defined thé same
.i.n'\}ent'i‘o‘n. as .thé interferenée couﬁt. | | |

.Deckler, in his openiﬁg brief before the. Féderal :Circuit, Ci.lallenged' ﬂ1e Board's
conclusion that the rejected claims were not patentably distinet frdm the s.ubj.e:c':t Iﬁattei of .the
j.'lo.st .count. In his feply brief, hoWever, Deckler in e.-ffect' conceded that the ;:llaims were not
rseparately patentabie | | | | |

" The Federal Circuit upheld the Boards reJectlon which, it pomted out, rehed
-on principles of res judicata and collateral estoppel. However, a portion of the opinion is
‘telling: o | | |

Since Deckler has in effect conceded that the subject o J

claims in his applicafion df¢ patentably indistinguishable from -
his clalm corresponding to the interference count, the Board

properTy conchided that the mterference judgment barred Deckler
- from obtalmng a patent contammo those claims.. :
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24 U.S.P.Q.2d at 1449.

and Hilmer C.C.P.A. cases, one can u;ge that Deckler is limited to a‘ situation where the
interference loser admits that the claims are not separately patentable from the lost count. A
losing party would be we}l advised to avoid such an admission upon return to ex parte
prosec_pltion. | | | |

| The losing pérty's position might be even further enhanced if, during' the
mterfefence she moved for no mterference in fact or for a Judgment of separate patentabﬂlty |
for the claims in issue under 37 CFR. § 1. 633((:)(4) Unless § 102(g) is amended before |
Japuary 1, 1996, the effective date of the amendments to § 104, then the above scenario will
probably have td be resolved in .the courts. | | |

. Co_ngress can still act, however. In light. of the inevitable delajf in the I_im_pact
of new §. 104, Congress has pleﬁty of time to amend § 102(g) if it ﬁnds the arguments in
favor of ‘amendxl'nent persuasive. | |

Yet, noththstandmg that § 102(g) was not amended Congress has approved a .
blzarre 1nt81pretat10n of the Act that de facto amends § 102(g) as applied against forelgn
apphcants att_empt;ng to prove an earlier Qate of mvennc_)ln in an 1pterfe_rence based on foreign
activity'. | |
| .Speciﬁcally, the Statement of Aaministrative Action, which was express;y _
approved by Cohgress in § 101(a)(2) of _'_the Act, Stétes_: ) |
| ' A.Sl 'foreigniinVentive activity nﬁa}.r nbw be considered in a
determination of which inventor was the first to invent, fairness

to both U.S. and foreign inventors demands a certain 1dent1ty of
treatment with regard to reliance on mventlve activity.in the
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- United States and abroad. Consequently, the inability of an-

inventor to rely on a date of invention in the United States

where the invention has been subsequently abandoned,

suppressed or concealed the invention under patentability

determinations under Section 102(g) should apply equally to the

inventor relving on foreign inventive activity,

The Ianguag ¥ the im-entton under patentability determinations” is unclear and"
appears to be 2 typographicai érror,' but the PTO is apparently urged to entertain |
uabandonme-:nt,: suppression, and .concealmen.t". alIegatians against a pa:ty to an interference
that is relying on foreign acttlvity. The possible result, of course, is that the reliant party
could contest éuppression and concealrﬁent allegatians Eased on lat:k of statﬁtory basis.

._Again, abéent an amentiment tt) § 102(g) befota t_heae issuea a_r.i.se, it.is. likety th_at this. issaé
will have to be litigated. - - .. |
| o b. Thlrd Party Secret Pr:or Art
There is yet at.if;.:ast another pecuhanty that ﬂows from the failure of Congress
| .‘to amend § 107(g) Spec1ﬁcally apart from the context of mterferences and any effect of
interference estoppel resultmg from an mterference it ts clear that the ablllty to prove an
earher date af invention out31de the Umted States has na effect as offenswe prior art.

For example, -assume that a patent m.a U.s. dlstnct court patent 1aftlngement
su1t claims a green and red box, the patent havmcr 1ssued from an apphcatlon ﬁled on January
2, 1999 F urther, assume that the alleged mfrmoer takes deposmon testzmony 1ndlsputabiy
-showulg the actual reductlon. to practu:e in Bmgges, Belglum of a green and red box on
December 24, 1997, i.e., more than one year before the U.S. filing. Assume, howevar, that

‘no activity associated with the Belgian green and red box falls within any subsection of

§ 102. Assume it is indisputable that if there were an interference, the Belgian proofs would
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suffice for proving priority. It is further indisputable that the Belgian box embodies every
limitation of every claim of the patent in suit. |
Thus, there is no basis under § 102 for invalidating the patent in suit based oﬁ
the Belgian box, éven if the box is the work of the alleged infringer.' For sure, § 102(g) does
r;ot apply because there’is no activity "in this country." Accordingly, even though the -
Belgian work could have formed the basis for prevailing against the pateﬁt in an interference,
it has;no éffect as p;ior art outside the confines of an interference. | |
It is believed that this example reveals a major reason why Congress did_ not
amend § 102(g). Sirhply put, there was concern abolut.exposing U.S. patents to bossible_ |
invalidity based on ‘AV\}orld.wide" secre.t.pl.'io; art. |
On the other hand, perhaps there was a I_éss restrictive alternative. Congress
could have simply amended § iOQ(g) to .remove the "in this country” limitation with respect
1o iht_erferences. Such an amendmént Woﬁld a(.ic.lre.ss' the concerns expressed above abqut what
the ldsing party mlght d;:; after an .interfere.:nce wifh respect to claims that dﬁring the
ihterfc;rence had been designated as corresﬁonding to the count. Further, the mggdment
would not expose U.S. patents to "worldwi.de" secret prior art. | | |
| In any event, as loﬁg as the prevailing. ﬁolicy 15 not to. allow unlimited use of
éecret prior.art to in\.ralidate US patents, there will be a éertain lack of symfﬁetry' in the law. |
.' In other words, foreigﬁ éctivity sufﬁéi_e’nt to prove an éarlier cié.te of in\}ention will not qualify

as disabling prior art outside the context of an interference.
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B.  New Definitions of Infringement are Incorporated Throughout Title
35 of the U.S. Code

Until January 1, 1996, it will not be an act of infringement to offer a patented
product for sale, or to import a patented product into the United States. On that date, the law
of patent infringement will change to make either of these acts a violation of the patent |
OWner's rlghts In accordance with this revision, the patent statute has been generally
amended by the Uruguay Round Agreements Act, as illustrated by 35 U.S.C. § 154(a)(1)
deﬁnmg the patent nght and § 271(a) SpCle}fan acts that mfrmge th1s nght

§ 154. Contents and term of patent

(a) : IN GENERAL.*

| (1) CONTENTS.—Every patent shall contain a short title
. -of the invention and a grant to the patentee, his heirs or assigns,

of the right to exclude others from making, using, offering for

sale, or selling the invention throughout the United States or

importing the invention into the United States, and, if the

-~ invention 1s a process, of the right to exclude others from using, -
offering for sale or selling throughout the United States, or '
- importing into the United States, products made by that process,

referring to the specification for the particulars thereof.

§ 271. Infringement of patent

(a) Except as otherwise provided in this title, whoever without

. authority' makes, uses, offers to sell, or sells any patented

invention, within the United States or imports into the United

States any patented invention during the term of the patent '

therefor, infringes the patent

This fundamental revision of U. S patent law was requlred by the TRIPs
agreement and affects most statutory provisions reiatmg to patent mﬁ'lnoement Article 28 of

TRIPs defines the scope of protection a patent must confer. Where the subject matter is a

' ~ product, the patent must confer the right to exclude others from making, using, offering for-




sale, selling, or importing the product for these same purposes.  Where the subject matter 1S a
process, the patent must cont;er the right to prevent ottlc:rs from the act of using the process
and from the acts of using, offering for sale, seIlmg, or importing for these same purposes at
least the product obtained directly by that process.
1 "Offer to Sell” Claimed Inventicn

Under prior law, it was well settled that neither an o.f‘f.er lof sale of a pate.ntecii
product nor promotional activities aimed at such sale constituted an act of patent infringement
or prov1ded a _]lli‘lSdlCthl‘lal basis for a patent 1nfr1ncement action in federal district court.
m];aitram Coifp.__v. Cambridge Wire Cloth Co., 919 F.2d 1579, 16 U.S.P__.Q.Zd 1929 (Fed. Cir.
1990), cert. denied, 113 S. Ct. 97 (1992). Under.traditional patent law principles, it was not -
an act of infringement to threaten future .infringement, or:even to contract to make a patented
invention, and to b.egin.its cbnstmction,.l‘}ecause_{g‘ 271 did "not cover acts other than an
. actual making, using or :s'e:lling. of the'paténted.invention'-.'. in its complttted forrn. Eli Lilly &
Co. v. Medironic, Inc., 915 F.2d 670, 16 U.S.P.Q.2d 2020 (Fed Cir. 1990) (cmng Lang V. -
3 I_ Pacific Marine & Supply Co., 895 F. 2d 761, 13 U.S.P.Q. 2d 1820 (Fed Cir. 1990))

a, When Offer is Made |

The new act of utﬁ‘mgement resultmg from an offer of sale is quahﬁed by an
important 11m1tat10n mcluded in new 35 U. S C.§ 271(1) Whlch prov1des

As used in this section, an "offer for sale" or an "offer to sell"ﬂ

by a person other than the patentee, or any designee of the

patentee, is that in which the sale will occur before the

- expiration of the term of the patent.

For this reason, an offer to sell a patented product, or an offer to sell an -

unpatented product produced by a patented process, will infringe only if the sale will occur

32




before the patent expires. An offer to sell a patented inventiqn that specifies a date of sale

after expiration of the patent, or solicitation of orders or advertising of an infringing article,

without m_o_re,‘ would not constitute infrin_gement under § 271(1).

A_Jl.interesting issue of subject matter jurisdiction will arise with respect to the

question of whether an offer to .seli a patented invention, or unauthorized promotion of a

patented product, will constitute an act of infringement that may be enjoined prior to its

~ actual sale._

The new act of infringement méy ensnare offers for sale, and contracts for -

- production of an infringing article, such as the contract to build a. S;hip's hull.at.issue in 'Laﬁg
v. Pacific Marine & Supply Co., 895 F.2d 761, 13 U.S.P.Q.2d 1820.(Fed. Cir. 1990), where
the contract or offer specifies a date.of completion or delivery. of the infringing article before

~ the patent term expires. - |
| b. When Sale is Made -

For this reason, the central question in determining infringement resulting from

| ‘an offer of sale will be whether the s_éle'-takes place prior to patent expiration. Section 271(1)

clearly _p_rdvi_c_les that a sale during the term of the patent is required for an offer to sale to
iﬁfringe, and the requirement of a sale during the term o.f_ the patent does not appear to differ
in Ia.ny significant extent from the former requirement for infringement of a sale during‘ ';he
térmhoilf~ ‘a. :pétenf..' | | | o | |

. _in--éﬁalyzing. fhe .qu.estion' of Whatr. con.ét.i_t_u_tes a ”ﬁale" under .the patent laws, it
has generall:y. been considerea that.ai.l infﬁnging sale. cannot occur _wi__tﬁout transfer of title and

possession of the infringing article, as extensively discussed in Ecodyne Corp. v. Crallé e

133




Reynolds Eng’g:Cb., 491 F. Supp. 194, 197, 206 U.S:P.Q.2d 601, 603-04 (D. Conn. 1979).
For this reason, an rinfringing offer of sale under the amended statute may require transfer of
title during the term of the patent and possibly also delivery of the infringing aﬁicie.

For this reason, it appears that actual production of the completed infringing
article i-s required under the new infringement provisions, just as under former law. See
Paper Converting Mach. Co. v. Magna—Grap.hics Corp., 745 F.2d 11, 223 U.S.P.Q. 591 (Fed.
Cir. 1984). If this is the case, an offer of sale under the infringement provisions of the patent
statute differs in a"signiﬁcant respect from an offer of saie that will be sufficient to raise a
 statutory bar under 35 U.S.C. § 102(0).” In UMC Elec.tronic.'sto. V. Unitéd Stqfe.éf?.the :
Federal Circuit held that reduction tolpractice, by construction of an actual phyéical' "
embodiment of the claimed invention, is not required for an .o_n-sale bar to arise. Little
guidancé ié provided by the court's instruction that a mere conception is not an invention that
can be .placed on sale, but that "the on‘-éaie bar does not necessarily turn on whgther there
- 'was or was not a'feduction topractice of thé claimed invention."*

Based on the conflict in recent Federal Circuit precedent illustrated by Magna-

- Graphics and UMC Electronics, it is not possible to p'n_édict with reasonable certainty _what '

i ~ Section 102(b) provides that a person shall be entitled to a patent unless:

the invention was patented or described in a printed publication in this or a
foreign country or in public use or on sale in this country, more than one year
pnor to the date of the apphcatmn for patent in the United States[.]

2 g16F2d 647, 2 U.S.P.Q:2d 1465 (Fed Cir. 1987), cert. denied, 484 U. S. 1025
(1988). | | -
®  2USPQ2da 147172,
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specific activity will be required for a sale to occur before the expiration of the term of -
patent. . In this area as well, litigation will be required to provide an answer.

- The main effect of including an offer of sale, coupled with a later sale during
the patent term, as an act of infringement appears to be that an infringing act technically
occurs as of the date of the original offer.. A patentee who can prove loss of sales to -
customérs who accept the offers of sale of a patented invention from an unauthorized source
may be entitled to relief, such as interest, from the date of the original offer of sale rather
- .than the eventual delivery date. - Further, where an offer of sale specifies a:delivery date -

- within the _term.of an unexpir_e.d patent, a declaratory judgment action may be maintained, and
injunctive relief -gwarded, where jurisdictio.n would have been ‘aBsent under former law.
2 B Mere Importatlon of Clazme.d Invent;on Into‘the United '
States e
With one exception, treated in the .following:section,'it had no_t been an act of
infringement to import .into the Unitéd States an article covered by a patent, without "making,
.u,sir_l-g or selling” it in the United States. -
- For example, in Genentech, Inc. v. Wellcome Fozmvar’ation,34 the claimé' related
'Vto_a cell culture capable of expressing human tissue piasminogen activator (t-PA). The patent
| -owner urged infringement on thg-basi_s that defendant had transferred a portion of its master
| "_cell bank to the United States, where the imported cells were maintained ina frozen state.

- The maintenance of this imported cell bank in the United States provided-a backup cell

34 14 U.S.P.Q.2d 1363 (D. Del. 1990) reversed on other gToundS, 29 F.3d 1555,
31 U.S.P.Q.2d 1161 (Fed. Clr 1594).




culture in the event that the original cells in the United Kingdom were destroyed or

contaminated, and further provided an available source of recombinant t-PA for commercial

- production facilities, when these later became operational. Relying on the absence of any

evidence of actual use of the imported cell culture, the district court granted summary
judgment of noninfringement based only on the importation and storage of the accused culture
in the United States.”

This activity would clearly infringe after January 1, 1996, undef the ameﬁded

statutory provisions, without further use or offer of sale. The amendment of the patent statute

to provide that importation per se of a patented.invention constitutes infringement, without

- making, using, selling, or offering the invention for sale, is a more basic revision than the

"offer for sale" provision. It reaches conduct that was completely exempt from infringement |
prior to the Act.
~7 . Although infringement by importation alone is established, the question of the -

remedy that may be awarded is less clear. Where no sale or other use of the imported -

" infringing article occurs, it is unclear what damages would be adequate to ‘compensate for the _

infringement under 35 U.S.C. § 284. Indeed, the reasonable royalty ﬂoor for damages under
the statute is expressly tied to a royalty "for the use made of the invention by the infringer."
Under these circumstaﬁces, relief may be limited to.an injunction prohibiting further use or
sale of the patented inyention during the term of the patent, or requiririg it to be removed

from the United States.

B34 at 1371-72.
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- Where the imported article is later used or sold by the importer, the patentee
may be able to urge that interest on damages should accrue from the date of importation,
rather than the eventual date of sale or use, based on the economic- value ultimately derived

from infringing use of the patented invention. It would not be necessaxy to await such

' eventual use or sale to brmg an 1nﬁ1ngement action, whlch poss1bly could be mamtamed even

before the mfnngmg artxcle clears Customs and comes into possesswn of the defendant

B 3 Importatlon of Product of Patented Process Protected Under
Former Law L : : R _

..~ Even prior to the Uruguay Round Agreements-Act, it had been an act of

-~ infringement to import into the United States the unpatented product of a process patented in

the United States and used abroad. As amended in 1988, 35 US.C. §§ 154 and 271(g) made

it an act of infringement to import a product that is made abroad using a process patented in

-the United States.”

‘However, this remedy was circumscribed with numerous qualifications to
protect "innocent” infringers, who are persons without notice that a patented process was used

to produce the pfoduct. For example, liability for infringement is generally limited to

. manufacturers, wholesalers, or distributors by the provision that "no remedy may be granted

for infringement on account of the noncommercial use or retail sale of a product unless there

. See Bristol-Myers Co. v. Erbamont, Inc., 723 F. Supp. 1038, 13 U.S, P.Q.2d
1517 (D Del. 1989), where the district court held that importation of the product ofa
patented process occurred on the date when the accused product was physically brought into
the United States from outside, without regard to clearing Customs, payment of duties, or sale
or use in the United States. /d. at 1044, 13 US.P.Q.2d at 1522.

3 The process patent amendments are dlscussed in Chapter 14 of K.J Burchﬁel

' 'Blotechnology and the Federal Circuit' (B.N.A. 1995).
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is no adequate remedy under this title for infringement on account of the importation or other
use or sale of that product.” 35 U.S.C. § 271(g). Further, the statute provides that a product
made by a patented process will not infringe after -

(1) it is materially changed by subsequent processes; or
)it becomes a trivial and nonessen'tial component of another product

The Uruguay Round Agreements Act does not appear to expand the remedy
prov1ded‘by law for 1mportat10n of an unpatented product of a patented process or to alter the
statutory scheme limiting the avallabllrty of this remedy.

4. Offer for Sale of Product of Claimed Process Invention
. ‘Section 271(g) was amended by the Uruguay Round Agreements Act to specify -
that. an loffer of sale of the product of a patented process similarly constitutes an act of
infringement, along with § 295, which establishes a pres’umption'thzit--’tﬁé product offered for
.-sale is nrade by a patented process, if a substarrtial likelihood exrsts that this 'is the case, and
the paterr_t .'owner made a reasor_lable effort to determine the process actually used, but was
“unable to do so. : | | |
5. Marking of _Goods Offered for Sale or Imported
"The Uruguay Round Agreements A’ct"irnpoées new duties on patent owners as
well as infringers, by requiring. that patentees and persons-offering for sale or i'mporting any
patented product mark the product offered for sale or irnported-in order to sue for _ I_
_ mfrmgement darnages, unless the mfnnger recerved actual notlce of mfnngement under. 35
- Us. C.§ 287
| A parallel change to 35 U S.C. § 292 makes it an offense falsely to mark 2

| product that is imported or offered for s_ale witho_ut the aﬁthori____z_atit;n of the patentee, with the
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intent of counterfeiting or imitating the mark of the patentee, or of deceiving the public and
inducing them to believe that the thing was oﬁ'e_r_ed for sale or imported by or with the
consent of the patentee. o
6. } 'Inte_rvenin‘g Rights
Patent term extensions and feviyal of ekpired and.in'valid'-patents have been
familiar in United States pat.ent law since the early days of the republic. When enacting
'. legislation that extends or revives patent rights, Congress has typicaliy provided for the
interferiing rights of 'purchasers or users of the patented technology, whose acts became
izifringing only as a result of the term extension or restoration of patent fights. The
' infringement provisiorts' of tl{e Urtigﬁay _R_Qlind _Agreetﬁen'tsl -Act; are'n_o_,exception to this rule,
and in extending the_‘ﬁatent.ﬁght_ to 'i.ncllu"de the _'right_'tc.)' exclude others from offering for sale
or irhporting a patented invention',“Cei_tgre‘ss:_aiziended t_he reissue and"reexa_ihination statutes
to provide relief to persons who committed these acts prior to reissue or reexamination.*®
'As'att-ﬁended the seéond‘pé:ag.raljh of 35USC § 252 provides:
_ A reissued patent shall not abndge or affect the nght of
_any person or that person's successors in business who, prior to
the grant of a reissue, made, purchased, offered to sell, or used
- within the United States, or imported into the United States,
. anything patented by the reissued patent, to continue the use of,
.. to offer to sell, or to sell to others to be used, offered for sale, -
or sold, the specific thing so made, purchased, offered for sale,
used, or imported unless the making, using, offering for sale,

or selling of such thing infringes a valid claim of the reissued
- patent which was in the original patent. The.court before which

- Intervenmg rights under the reissue and reexamination statutes is a separate

~ topic from the intervening rights and compulsory license ptovided to persons whose acts -

_ become infringing as a result of the resetting of patent terms under 35 U.S. C. §154(c)(2),
discussed in Section IIL.A, infra. '
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such matter is in question may provide for the continued -
manufacture, use, offer for sale, or sale of the thing made,
' purchased, offered for sale, used, or imported as specified, or
for the manufacture, use, offer for sale, or sale in the United
~ States of which substantial preparation was made before the
grant of the reissue, and the court may also provide for the
continued practice of any process patented by the reissue that is
practiced, or for the practice of which substantial preparation
was made, before the grant of the reissue, to the extent and
under such terms as the court deems equitable for the protection
of investments made or busmess commenced before the grant of
the reissue.

' _The intervening rights provision under the reexamination statute, 35 US.C.
§ 307(b), was amended as follows:

Any proposed amended or new claim determined to be
“patentable and incorporated into a patent following a
reexamination proceeding will have the same effect as that
* -specified in section 252 of this title for reissued patents‘on the R
right of any person who made, purchased, or used within the
" United States, or imported into the United States, anything
patented by such proposed amended or new claim, or who made
‘substantial preparation for the same, prior to issuance of a
certificate under the provisions of subsection (a) of this section.

| A significant distinction _is_l thus created between the intervening rights of the
pﬁor user of an invention paten;ec’l__id a reissue patedt and a"reex.amined -pa'tent.. The reissue
: provision immunizes prior effers of sale or impo;tédon of 2 pat__ented é;tiqle, ‘while the
feex_amination provision is lirﬁited tq _p_ersoes who mede,"‘ purchased, used, or imported the
patented mventlon 1nto the United States o | L |
| The further intervening rights provision governing patents revived after lapsing |
for failure to pay the maintenance fee is amended to provide intervening rights for those who

_oﬁ'e_r for sale or _ﬁnport the invén_tion:
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35 US.C. § 41(c)(2):

A patent, the term of which has been maintained as a
result of the acceptance of a payment of a maintenance fee under
this subsection, shall not abridge or affect the right of any person
or that person's successors in business who made, purchased,

_offered to sell, or used anything protected: by the patent within
the United States, or imported anything protected by the
patent into the United States after the 6-month grace period but -
prior to the acceptance of a maintenance fee under this
subsection, to continue the use of, to offer for sale, or to sell to
others to be used, offered for sale, or sold, the specific thing so

' made, purchased, offered for sale, used, or imported. The
court before which such matter is in question may provide for
~ the continued manufacture, use, offer for sale, or sale of the '
- thing made, purchased, offered for sale, or used within the
. United States, or imported into the United States, as specified, ' -
- or for the manufacture, use, offer for sale, or sale in the United
-, States of which substantial preparation was made after the 6~
month grace period but before the acceptance of a maintenance
-+ fee under this subsection, and the court may also provide for the
continued practice of any process that is practiced, or for the

_practice-of which substantial preparation was made, after the.6-
month grace period but before the acceptance of a maintenance
fee under this subsection, to the extent and under such terms as
the court deems equitable for the protection of investments made

- or business commenced after the 6-month grace period but
‘before the acceptance of a maintenance fee under this subsection.

This provision, like the reissue provision, distinguishes between the absolute-
- right of a person who made or imported the patented article to continue otherwise infringing
icts of sale, offer for sale, or use of articles that came into- his possession during the period

when such conduct was not infringing, and the right to continue importing the infringing

- product. ) In each case, whether intentionally or not, the statute provides only that a court may

provide for the continued manufacture, use, offer for sale, or sale of the patented thing after
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revival or reissue, without similarly stating that the court may authorize continued importation
of the patented article to the extent that it is equitable.

.The earlierh syznmetry of the various .inter.vening-statutoty rights provisions is
thus removed by Ithe reeent amendments, without explanation of the dispari_ties that ate
introduced into the statutory language. ”

| 7. Appheatlons for Regulatory Approval

7Tl1e c.omple).c statutory provision of 35 US.C. § 271(e) exempts from patent -
.infringement clinical niale of drugs ol' .rn.edical detrices 'where submission of the data obtained
s -required for federal regulatory approval of an mfrmgmg drug, process or dewce
Under the clinical tnal exemptlon ﬁom mfnngement the subrmssxon of an
. Abbrev1ated New Dmg Appllcatlon (ANDA) for a generic drug isa hlghly artificial act of
zmngernent that pernuts a patent owner to sue for rehe that the genenc drug may not
receive regulatory approval unt11 the explratlon date of the patent :

In accordance thh the: general amendrnent of the patent mfnngement
. provisions, § 271(e)(1) is amended to clarify that it is not an act of mﬁmgement to offer to

sell or import into the United States a patented drug or medical device solely for uses |
..reasonably related to the development and subnnssmn of information under a federal law that
regulates the manufacture, use, or sale of drugs. |
Further, with respect to such noncommercial activity, no injunctive or other

- relief may be granted that would prohibit the offering to sell or importing into the United

» The exemption from infringement under 35 U.S.C. §271 is the subject of
chapter 15.of K.J. Burchfiel, Biotechnology and the Federal Circuit (B.N.A. 1995).
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§ 271(e)(3).°

- States of a patented invention for the purposes specified in-§ 271(e)(1). 35 U.S.C.

The conforming amendment of § 271(e) does not appear to materially change

or broaden the regulatory approval exemption. Even prior to the amendment, it was

 established that the pre-expiration prornotion or offer of sale of a patented drug or medical
- device was exempted from infringement, and that such pre-commerc1al promotlonal activity

| .may be soler for uses reasonably related to the development and submissmn of regulatory

mfonnatlon.

In T electromcs Pactng .S)zstems 2 Ventrztex, Inc “ the Federal Clrcult held that

extensive promononal activities, mcludmg sale and 1mplantatlon of a deﬁbnllator for clinical

‘trlals, demonstranon of the deﬁbnllator at medlcal conferences and dlssemmatlon of cl1mcal

data to mvestors analysts, and _]ournahsts were all act1v1t1es solely for uses reasonably

related to obtalmng FDA approval“ under § 27l(e)( 1) 2

% The commercial offer to sell or importation into the United States of an

approved drug is an -act of mfnngement that may be enjomed or form the basis for an award

of damages. -§271(e)(4)(B)-(C).
“a 982 F.2d 1520, 25 U.S.P.Q.2d 119 (Fed Cir. 1992)
@ 982 Fodat 1521-22, 25 US.P.Q.2d at 1197.
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1L - PROVISIONS AF FECTING PATENT-TERM BECOME EFFECTIVE ON
JUNE 8, 1995

Under traditional United States practice, a patent ptotects an intrention for a
tenn o.f 17 yeats, measured from the date of issuanee of the patent. :The ﬁling' date of the
application nlays no role in measuring the patent's tet'm | Preeent practice, .however,. needed to
be changed to comply with the provisions of GATT/T RIPS | | | |

- Article 33 of GATT/T RIPS requires that the term of patent protectlon "shall not
end before the expiration of a penod of twenty years counted from the filing date." The_

- Article permits member countries to provide longer terms, but the minimum allowable tenn is
,”20 years from the date of ﬁhng ” | | o
| The Umted States has now changed the patent term.frorn the fonner penod of
17 years from the date the patent issues to 20 years from the date of ﬁhng the ongmal | |
apphcatlon The end of the 20—year term under amended 35US.C. § 154(a)(2) is measured
from the:date of filing of the original U.S. appltcatlon, that is, the first apphcanon ina s_erles
of continnat_i_qn, divisional, or continuation-in-part applicat_ions. Applications from which
_priority' is claimed under § 119, i.e., foreign priority applications and the provisional U._S_.
| applications created by the Act, are not counted in determining the term of the patent.
The new statute, 35 U.S.C. § 154(a)2), provides:-
o Subject to the payment of fees under this title,
such grant shall be for a term beginning on the
“date on which the patent issues and ending 20
. years from the date on which the application for
- the patent was filed in the United States or, if the
~application contains a specific reference toan

earlier filed application or applications under
section 120, 121, or 365(c) of this title, from the
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- date on which the earliest such application was
filed. -

The patent-term provisions take effect on June 8, 1995,* and will apply to all
U.S. applications filed on or after that date, including continuations, divisionals, and

continuations-in-part of applications currently pending Thus, if a continuation of a pending

: appltcanon is filed on or after June 8 1995, the patent that issues from that continuation will
not have a term -o_f_ 17 _years from the date of issuance, as would have:. been. the case if the
3 continuation had not- -beehi-.tiied and_-the parent appltcation'had been successfully prosecuted to
| ‘issuance Instead the term of patent that issues from the conttnuation:t:iled after June 8, |
_ 1995 ‘must be assumed to have a term that is 20 years frotn the date of the orlglnal

| apphcatlon ﬁ'om whtch the continuation cIauns pnonty under 35 U S C § 120

Some change in the U.S. system had to occur. After all some patents issue
rather qmckly SO that the 17 years of protectlon added to the tune requtred for prosecutlon

would not total the minimum 20—year term mandated by GATT/T RIPs The Umted States

: could have comphed smply by amendlng § 154 to provxde a term measured by 17 years from

the date of issuance or 20 years from the date of ﬁhng, whtchever is longer

' But the Act does not adopt this sxmple approach Instead the Act amends

§ 154 essentially to prowde a maximum 20—ye_ar- term, measured frorn the date of the filing of

©  Uruguay Round Act, § 534(B)(1).

“ - Id. § 534(b)(1); 35 US.C. § 154(a)(2) (1995).

® . In fact, on January.4, 1995, 56 members of Congress mtroduced HR 359
which proposes such an amendment to-§ 154. - : : _ o
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the patent applicatien, or, if earlier patent applications are referenced, from the date of the |
earliest application. |
| A. Issued Patents
E Under the amendments; new § 154(c)1) covers patents in foree on the
effeetive date or patents ttlat result from applications pending on the effective date _and states:
| The term of a patent that is in force on or that results from an

application filed before the date that is 6 months after the date of

the enactment of [S. 2467] shall be the greater of the 20-year

term as provided fherein], or 17 years from grant, subject to any

terrmnal disclaimers.

Asis readlly apparent from the face of the statute, in conformlng U. S law te
- GATT/T RIPs thrs provrslon resets the patent term to any U.S. patent in force as of June 8
1995, 1f seventeen years from issue occurs before twenty years ﬁ'om the earlrest filing, R
- 1 | Resettmg of Term of Some Patents in Force |
Thrs .signif.icant provrsl'on will reset the terms. of man}r patents in ‘force The
- ._new legrslatton resets the term of already-lssued U S t)atents to the greater of 17 years frorn
.' the date of grant or 20 years ﬁom the date of ﬁlmg the ongmal apphcatron 4 In any patent |
.'m which prosecutron took Iess than three years ﬁom the date of ongmal ﬁhng to issuance,
the patent term will be automatlcaily reset to explre at the later date.

- Appatently, the PTO w111 not take any action to reset the patent terrns of anjt

existing patents. The Uruguay Round Agreements Act is essenttally self-executing with

respect to patents that are entitled to the longer of the 17-year or 20-year patent term.

- % 35U.8.C. §154(c)(1) (1995). This term is a maximum. and is sub_]ect to
hrmtatton by temrmal disclaimer, as under current law. Jd :
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The. statute thus provides a windfall for all patent applications that had a short
pendency, and particﬁlarly for applicat_ions.: that were allowed on the first action. |

To qualify for the new minimum statutory term of 20 years from filing, a
previously granted patent must be in jbrce. on June 8, 1995. There is no statutory-. definition
_of “_pét_cnts in force." It clearly includes all unexpired patents, - Several complicating factors
. exist.

- According to § 154(c)(1) the 2_0—year_ patent term will be subject fo terminal

disclaimers. A typical terminal _di_sclaime; disclaims the terminal portion of a patent beyond
-the date when another patent, refer_e_nced. in the terminal disclaimer, expires.

- _ -_The term of a patent in which a terminal disclaimer is filed is thus pegged to
the term of the réfere_nce_d patent. - While the date at which the referenced patent expires may
be i_;_lcrca_se:d by .operation of 35.U.8.C..§ 154(c)(1), the link between the date of expi_;ation of
the referenced patent and the (iisclaimed patent remains. | |

. . Thus, whether the term of a disclaimed patent.is reset depends.on a three-part
determination. First, under § 154(c)(1), is the disclaimed patent eligible to have i_ts_ term
reset? _.‘I.f so, the second cie_te_rmination is whether the term of the referenced patent has been
feset and whether the patentee of the disclaimed p.gtént disclaimed.to 'é-da.t_e certain. If the.

_' referenced patent is given a longer term, and if the disclaimer did not use "date certain"
‘language, the disclaimed patent can have ité expiration date reset to expire on the same day as
the reﬁ_erenced pateht.

:Howgver, the third: determination is whether s’étting'fhe patent term of the‘

- disclaimed patent to the new expiration date of the referenced patent results-in a term of the
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disclaimed patént that ‘exceeds 20 yearé from filing. If so, the term of the disclaimed patent
presumably can only be reset to the 20-year term date.

Mos’t terminal disclaimers are filed to overcome obirioﬁsn_ess-type double
patenting rejections. Basically, a patent subject tb_' a terminal disclaimer pegged to the
expiration of a referenced patent will get a patent term reset depending on the outcorhe' of the
three-part determination described above. |

"~ What about a patent that otherwise quali_ﬁes_ for a reset term, but the térm of
which has been disclaimed independenﬂy of ‘any other patent?*’ The Stafement of
Administrative Action states: "A patent whose term has been disclaimed under 'Sect_ion 253
of Title 35 independent of another patent shall be .reduced by the length of the Qﬁginally
‘disclaimed period." Presumably, therefore, ﬁnless the disclaimer disclaimed past a date |
éert'ain','thé‘ patent-wiﬂ' have its term reset according to-the new law, minus the fength of the
-_-'6iiginally disclaimed period. | |

- One ﬁay to summarize the effect of a terminal disclaimer when patent terms -
are reset by operation of 35 U.S.C. § 154('0)(1)”is to remember that under the previous 17-
yéar term system the referen;:.ed.pate'n_t_ would always expire before the disclajmed.paten't.

Otherwise; a terminal disclaimer would make no sense.

Y It is possible to disclaim part of a patent term for a reason unrelated to a
referenced patent, For example, the patentee could voluntarily dedicate the patent to the
public on a specific date before the normal expiration of the patent. In such a situation, the
patent would expire on that date, and the term would not be affected by 35 U.S.C. §
154(c)(1). o
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When the terms are reset, there will be certain basic situations. First, the term
- Qf the referenced patent is not iﬁcreased but remains 17 yeé.rs from date of issue. In that |
case, the term of the disclaimed patent does not change either.

Se_ponc}, the referenced patent was originally -ﬁled before the disclaimed _pa_tent,
and because the complete prosecution of (the referenced patent took less than three years, its
term risz reset to 20 years from the date of its original filing.

In that case, assuming the disclaimer did not use.“daté certain” language, the
~ term of .t_h:e dlsclalrned patent can be.reset to expire on the same day as the referenced patent,

as long g_s_thc reset term of the disclaimed patent is not greatér é._20—year,t._e1_m for the -
disclgi;ned patent. |

Finally, the application for the disclaimgd:_ patent may have been filed before -
.thg_ agpij_caﬁon for the refer;nqed pa,t_enj:,_bu_t n_everthclcss_:_issued later than the referenced
patent. If the term of the rﬁf_e_renced patent is reset, then.ﬂle_.fenn of the disclaimed patent,
assuming absence of ,‘"‘dat_‘e_ certain” disclaimer language, can also be reset to as late as the -
'Inelw cxpipat_iqn glgte_ .of‘_._the rgfercgced patent. Here, however, the original filing date of the -
- dlsclmmed patent must alsq__be considered. It is concetvable that the 'new expiration date of -
_the.referenced patent is later than 20 _years_. from the qriginal filing date of the disclaimed -
pat@pt.‘“f_ ‘In thz_i__t__case, the term of t_he_ digciaimcd patent is still reset, but it is .not entitled to
t.hgl ﬁgll_‘incrgase, i.e. same expir_ati__op ldaté; as the referenced patent. .I_ns.tead,: the term of the -

disclain_;ed patent is reset to 20 years from its own original U.S. filing date.

S N * This hypothetical example assumes that the reference patent does niot claim -
beneﬁt of the earlier-filed original application for the disclaimed patent.
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Let's look at a cbﬂcrete example.

‘Assume we are dealing with two patents: Patents 4 and B. Patent ‘4 was filed
on January 2, 1978, and issued on Jahuary‘.’Z, 1979. The normal 17-year term IWOuld';'ekpire
on January 2, 1996. Twenty years from filing, however_, would be .Taniiary 2, 1998, so the
' _pateﬁt term is reset to expire two years later. - | |

Patent B was filed on January 2, 1979, and issued on Januéry 2, 1980. No
benefitito an earlier filing date was claimed. |

* However, a terminal disclaimer was filed in Patent B, disclaiffﬁﬁg tﬁe portion

© of the term beybnd the full statutory term of Patent 4. Thus; one 'yéar".of paten't.; termi was

- disclaimed iﬁ Patent B, and its patent term after grant would be 16 years, i.éf, until January
-2, 1996, which is 17 years after filing.
| ' T\‘wenty years from filing for Patent B, Which'fs January ﬁ, 1999, .is later in
‘time than ‘17'y'ea:s— from issue, which is January 2, 1997, and also later in time than 16 years

" from issue, which is January 2, 1996, factoring in the terminal disclaimer. Without the

- _tehninal‘dis_claiﬁiér; the owner of Patent B would otherwise have beéﬁ_énfiﬂéd to a reset term
o fhat'is:three_y'eal_'s' longer than the disclaimed term. In other words, it appears that PatentB, '.
but for the terminal disclaimer, is eiigible for a reset tenﬁ. ' e

" 'However, because of the terminal disclaimer, the térm of Patent B can 6nly'be

o ~ reset to the reset expiration date of Pateﬁt _A,'which'is January 2, 1998. Thus, the terminal

disclaimer prevents the term of Patent B from being reset to a full 20 years from filing.
As mentioned above, terminal disclaimers are filed to overcome obviousness-

type double patenting rejections. While the date of expiration of a disclaimed patent is
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generallf determiried_by the date when a referenced patent expires, the papers filed in the
PTO to disclaim a portioh of the patent term might refer only to a date certain, i.e., thé éctual
date when the referenced patent was expected to expire.
Let's assume that the terminal disclaimer filed in Patent B, referred to in the ° _

. -example above, disclaimed the portion of the term beyond the date certain,'Jahuary 2,1996.

- In other words, tﬁeterminal -disclaiﬁler used a date certain rather than merely referring to the
' expiration date of Patent 4. In this éase, it is less clear that the térm of Patent B would be -
réset at-all.: -

Where an appiicant has already filed a terminal disclaimer in-a pending |

'application, the exact wording should be reviewed before the patent is issued to ensure that
the disqlai_mer is linked not to a date certa-in but to the full statutory term of the un’derlying.
 patent.
Can a terminal discl_aime.r in é;l.;lifeady-iésued patént bé affected by any"
- 'subsequent remedial actiérié :T-he. apparent rer.tslled‘y;w;o‘ui.(:i be reissue..:-‘ -
On another: poiht, 3if, -a§ descnbedm -;[1=1e .abtn-fe' .exm‘npl‘e., the term of Patent Bis
~ reset, should the patentee take any affirmative action?: Apparently the PTO.does not plan to
require any action by any patent owner, However, the patentee should '(::onsidef filing a
. request for correction to-set forﬂ1 Athe_ reset 'expiration date.

| In 'r.nos_t-:_cals.es _tlilé;é”v.\lrould éppeaf@ﬁe more adﬁntages fhan disadvantages to
- getting the PTO on record as to what the reset term will be. A patent owner might prefer

_. .having this matter litigated with the PTO rather than w1than gdve:sé;y_ in‘a_r_l_.infringem_ent

action in court. .
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2. . Intervening Rights
Along with the reset-term provision, the Acf provides intervening rights for
persons whose acts become infringing as a result of reset patent terms® but requires payment -
of "equitable remuneration" to the patent owner if such act.s are "continued."*® The statute
thus establishes a compulsory license with respect to certain patent rights accruing from reset
terms. - However, "equitable remuneration” is not defined by the statute and is'not necessarily

a reasonable royalty.”"

When infringement commenced before June 8;-1995, or for which - )

 substantial investment was made before then, the only remédy is "equitable remﬁnerat_ionf," as_. '

' .detc;mi_n_qq___by .thg courts, which provides essentially -a qompulsc;ry. _license. . |
| _ The .relevﬁnt.sta.tutes:readfas follows:: B

.35 US.C. § 154(c)(2)

.REMEDIES.-The remedies of sections 283, 284, and 285 of t}us
 title shall not apply to Acts whlch— o

(A) were commenced or for whlch substantlal
investment was made before the date that is 6
months after the date of the enactment of the
Uruguay Round Agreements Act; and .

(B) became infringing by reason.of paragraph 1. -
35 U.S.C. § 154(0)(3)
REMUNERATION.—The acts referred to in paragraph (2) may be -

continued only upon the payment of an equitable remuneration to
the patentee that is determined in an action brought under

® 1 35USC § 1540
W 35US.C. § 154)03).
i The damages remedy of 35 U.S.C. § 284 is excluded by § 154(c)(2), along

with injunctive relief under § 283 and attorney fees under § 285.
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.. chapter 28 and chapter 29 (other than those provisions excluded.
- by paragraph (2)) of this title.

Consequently, when the terms of some patents are reset on June 8,'19.95,. from
17 yeers efter issuance to 20 jrears post-ﬁllﬁé, there Icen be an important limitation on the
rights of tlle patentee duting the period ef the eittra "tvindfell" ternt... The.limitatierl protects
8 comﬁetltors who eommeneed infrinéement or made substantial investments based on the
'bel.ie.f that the ;ﬁetent:weuld ekpire oh a ep'eci.ﬁc date, .only to.ﬁnd belatedly that tlle term hae
“been increased. However it also protects 0pp0rtt1t1istic competitof's'Wllo_W‘lll -seiz.e: upon t.l1e
Act to obtam an otherw1se unobtmnable compulsory hcense | |
| One of the questzons relatmg to this part of the Act is whether an mfrmger has
zeor.hmeﬁcecl eommercmhzmg or made a substantlal 1nvestment"' in connnerc1ahz1ng the
petentetl eueject matter. Whe_re eueh comrltercialieation or sﬁbstarltial irtvestmeﬁt as .'of the
| "Jur'xeé__‘date llas‘been.found te exist, then the tighte of tl'le ownet' ofa platent with a reset term
will l.)ejl‘i“).:lﬁted with respect to these "invested infringers." ) |
Such inltestei:l inﬁingere are effectivelj'.awardetl e.licerlse Untier § 154(c)(2),
the normal remedxes a patent owner has under 35 . S C. §§ 283, 284 and 285 do not apply
. Thus, patent owners will not be entltled to damages mjuncuons, or attomey s fees agamst
.mvested mfnngers. An mvested 1nfrmger or hcensee of r;ghts wil] be able to continue
otherwise lnﬁinging activities.upon payment ef an "equitable remuneration” to the patentee.
Section 154(c)(3). expressly provides that whether a party has .comn_lene_ed or
made the requisite substantial invéstment, and the measure of the "equitable remuneration,” )
R . .I.I_lll_St.bc. determined in an action in federal district cotlrt. Presumably, obtaining this rei:ief _

- would require that the alleged infringer prove to the court that the prerequisite conditions of
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§ 154(c)(2) exist.” Thus, a whole new species of "equitable'remuneration" lawsuits will no
| doubt be spawned.
In view of the possibiiity of becoming an "invested infringer," it is possible _
_some compames may make strategxc demsmns between now and June 8 to commence or
‘make substantlal investment to commence acts that becorne mfnngmg as a result of this _ '
_retroactmty prov151on of § 154 The benefit of domg so is the abthty to obtaln a compulsery
hc_ense and avoid the spectre of an mjunctlon.
| | The Act ptovidee Iitt]e or nolguidance as to how the .equitable remune:atioln.
'wﬂl be deterrnmed The remedles of § 284 that expressly do not apply mclude rleaeonablle
royalty " There is also very httle 1f any, guldance in the Statement of Admlmstrat;we Actton .
as to what an eqmtabie_ ;emuneratlon is intended to be. Courts, therefore, will be left pt'etty
much to their own devices to figure out this remedy. Perhepe eome guiel_nnee wﬂlbe _ebteined
| 't‘rom .t.;leci_sions.- o'n .intervening rights in teissue cases. | - | |
| When 1nﬁ1ngement commences on or after .Tune 8, 1995 and there was nn..
| substantlal mvestment made before June 8, 1995 all standa:d remedles are appllcable ie.,
damages, injunction, attomey fees.

3. Does this Compulsory Llcensmg Scheme Contravene the
: ‘ Treaty? B : ,

~ The potential total effet:t, therefore, of this series of provisions is to 3ptovide"

- compulsot'y licensing with respect to what may be a large group of U.S. patents. Articles 30
and 31 of GATT/TRIPs place limits on compulsory licensing. Article 30 allows for limited

| exceptions to the exclusive rights conferred by a patent, provided that such exceptions do not .

tinrea_sonably conflict with a normal exploitation of the patent and do not unteaSonany
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prejudice the legitimate interests of the patent owner, taking account of the legitimate interests
of third parties. The special considerations of new § 154(c)2) and (3)._may-meet this test. If
not, the provisiens of Article 31 apparently apply and impose stringent.conditions on
_cempﬁlsory licenses.
| The Statement of Administrative Action points out that U.S. law currently
provides for issuance of compulsory lieenses under three statutes: the Atomic Energy Act,
| .. ‘the Clean Air Act, and the Energy Policy Act. Presumably, therefore, the Administration's
position would be tha_t_ new § 154(0)(2) and- (3} are not compulsory licensing provisions, |
_providing additional GATT/TRIPs .issues for clarification by future litigation.
- 4. " Effect on Existing Licenses-
.Patent owners should review their portfolios to determine whether patents: - -
issued on or after June 8, 1978, are subject to the term-reset provision and whether'existing-' |
licenses are affected by the new legislation.*

.3. . Patents in Force Due to Regulatory Extension Under 35
US. C. § 156

Some patents that would have expxred by June 8, 1995 WIH stlll be in force on
| :"that date solely because the1r tenns were extended beyond 17 years from the date of issue.
For example under 35 U. S C.§ 156 patents for certain regulated medlcal products, such as.

drugs and medlcal devmes, can obtam extensions for delays in the regulatory process

%2 -Such patents are "in force on" the effective date under 35 U.S.C. § 154(c)(1)

- and are therefore automatically subject to the new term provision. The status of patents filed

on or after June 8, 1975, and issued before June 8, 1978, is unclear. These patents will

- expire before the effective date of the new legislation, but there is an argument that they
might be revived beginning on the effectlve date, because they resulted from appllcatlons

filed before the effectlve date. :
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These extensions partially restore patent term that was esse’ntiaily‘lost because
the patent owner could not rtdarket the patented product until the product was approved: for
| marketiﬁg. A handful of other patents have also received extensions through other
mechanisms such as private bills passed by Congress.

. The new administrative patent term extensions under 35 U.S.C. § 154(b), which
will be ‘discussed: later, are "separate from and in addition to" the regulatory patent-term
extensions under 35 U.S.C. § 156. Therefore, § 156(a)(2) was amended to make it clear 'the;t_
an administrative extension does not preclude a regulatory extension under § 156.

Both the Statement of Administrative Action and the comments to the propoéed
PTO rules make it clear that the same patent could be extended under § 154 for up to five
years for administrative delays in the PTO and also for ‘an additional five years under § 156
for regulatory delays.” (The independence of administrative and regulatory extensions is
‘discussed m detail in Section [I11.C4.a., infra.) |
| Both the Act and the legislatiire‘histery are si'len't however, on other important

questzons about the 1nteract10ns between the new patent-term provisions and regulatory

- extenswns under § 156 One quesﬁon is whether and how the term will be reset for emstmg

patents that are entltled to an 1ncrease of tenn under § 154(c)(1) and have had their terms .

' extended under § 156 The notlﬁcatlon from the PTO grantmg an extensmn under § 156

' deﬁnes the extension by the number of days added to the patent term and does not spec1fy the
expu_'atlo_n date. Thus, there i is no_.g_tudance as to Whethe_r or not these days should be added

“to the reset expiration date. -

% 50 Fed. Reg. 63,952, 63,957; Statement of Administrative Action at 334.
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There are thus thre¢ possible ways that the expiration date of a patent in force

with a regulatory extension could be determined. First, the period of § 156 regulatory

. extension could be added to the longer of the 17- or 20-year patent term. An argument for

“this approach is that regulatory extensions under § 156 and the resetting of expiration dates

under §:154(c)(1) are independent of-each other, and a patentee should be entitled to the full

-restoration of term afforded by the regulatory extension on top of the full patent term to

which it is othe_rwise entitled.

Second, the period of regulatory extension could be added to the original

-expiration date of patent based on 17 years from issuance. This is at least a possible

interpretation of the words "original expiration date" that appear in § 156(a).

- Third, the extension under § 156 could be recalculated and the recalculated

-extension could beradded to-the.longer of 17 or 20-year patent term. Under this 'alter@iative,
- for example, the patent could remain subject to the limitation in § 156(c)(3) that the extended -
patent term with the regulatory ektension may not exceed 14 years from the date of regulatory -

| approval.

- These questions are of enormous practical importance. All patentees with

products regulated by the FDAmustnotlfy the FDA of the patents that'co:\fe_;l"_apprbired__: '_: -

products, including express notification of the date when those patents will expire. The notice

of the expiration dates by the pa"tenjtge_" plays a major role in deférminiﬁg'.Whéi;her an ANDA

- will be approved.

The period near the end of a patent covering a pharmaceutical product is often

- the most Valuab'lc part of the patent-term. Therefore, it seems almost '_inévithﬁle"ﬂiat_ there will
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| be liﬁgation to determine when patents with reguiatory patent term extensions and resettable
terms will actually ‘expire.
6. Revival of Patents
Some patents that ere not actually in force on June 8, 1995, may be - |
s_ubseqﬁently brought back to life. Patents that have lapsed for failure to pay a maintenance.
fee may be revived in some cases. In addition, some patents may have been foend- by a court
'.to be invalid or unenforceable on June 8 but subsequently determined to be valid 'and

enforceable on appeal.

- a _ Reversal of Holdings of Invalidity or Unenforceability _.

Both the Act and the Statement of Administrative Action are silent as to -
- whether patents that are under a judicial holding of invalidity or unenforceability on June 8,
1995, but that are subsequenhy reversed on appeal or have the. basxs for unenforceability -

purged, are "in force" as of J_u_ne.S.s“ It is conceivable that a court would hold under all these

54 As part of the movement toward closer harmonization with the practice in other
- countries, the U.S. is considering a proposal that U.S. patent applications be published 18
months after filing. Legislation authorizing pubhcatxon of patent applications was introduced
in the 103rd Congress, but did not pass. In anticipation of that similar legislation will be
introduced again, the PTO has issued a notice of public hearing and request for comments on
the 1 Semonth pubhcatxon of patent application. This not:ce is ,reproduced in Appendix G

_ One of the issues to be conmdered in connection with publication of patent
apphcatlon is whether publication should be coupled with a provisional rights. Under this
proposal, if a patent issues from the application, then the pre-grant provisional rights would
allow the patentee to recover a reasonable royalty for the use of his invention from the time
~ of publication to the time of grant. This would give the applicant some measure of protectlon
 during the period between publication of the application and the day when the patent issues.
In Europe and elsewhere where prowsmnal nghts exist, this aﬂ'ords a patentee 19%; years of
'enforceable nghts
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circumstances that the -patent was not "in force" on June §. On the other hand, a court might
" hold that the subsequent reyersal or-purge places the patent Ain_fo_r’ce as of June 8 nunc prb
. fune. |

- One could imagine that a court might deteﬁni-ne thata patent is in force nunc
pro tunc by focusing on whether or not the reason the patent was not in force on June 8 was
the-fault of the patentee. - Under this analysis, patents where a misuse was not purged as of
June 8 would not be "in force." On the other hand, a patent not in force on Jun_e385 solely
.-be,c,ause of an eﬁoﬁeous judicial holding, which is subsequently reversed, should in fairness
be found to be in force. .

* Because the outcome is uncertain, it would behoove p_atent-ownefs' in this
situation to take every possible action, before June 8, 1995, to remove any issue of whethér or
not the patent is "in force" on June 8. | |

- -With respect to pending appeals, which will presumably be before the Federal
Circuit, the patentee might add-to the a;ﬁpeal a request for the Federal:Circuit; if it reverses, to
rule on the "in force" issue. With respect to a holding of pétent misuse and subsequent.:.
purge, a patentee would be well advised to try to document that the purge occurred before’

-June 8. Otherwise, subsequent litigation might be required to test the "in force” issue.

Publication of pending applications at 18 months coupled with provisional
rights of this type would not, however, eliminate the need for administrative extensions of
- patent terms for delays during prosecution. This is because the availability of a reasonable
royalty is not fully equivalent to the exclusivity provided by a patent ‘which mcludes other
rights such as the availability of injunctive relief. - : SR . Sl
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b. Failure to Timely Pay Maintenrance Fees .

A patent that lapées for failure to pay a maintenance fee can be reinstated\if the
delay in payment was either unavoidable or unintentional. If late payment of the maintenance
fee is accepted, the statute_fequ_ires that the patent shall be considered as not being expired at
the end of the grace .period, subject to intervening rights set forth in § 41(c)(2). Thus, the
. revived patent could be considered to be in force on:June 8 and treated as any other patent in
force-on that date.” |

'_ .Unde_l-' 35 US.C. §§ 41(b) and (c) and 37 C.F.R. § 1.378, the Commissioner
" may accept late payment of maintenance fees for an issued patent if certa_in conditions are -
met.  First, the applicant must submit the required muintenance' fee as set forth in 37 C.F.R.
8§ ,1’.20(c)¢_(g).___ Second, the applicant must subnﬁt the surcharge set forth in 37 C.F.R.
: .. § ‘1.20(i). |
- | "--Finully, the applicant must make a showing that thé deiay was unintentional or
__uuavoidabie. since reusonabie care was taken to ensure that the maintenance fee would be
timeiy-paid. The petition to accept an unintentionally delayed payment of a maintenance fee
- must be made within 24 months after the six month grace period provided in 37 CFR. =
§ 1.362(e). In other .words, the petition to ac'cepi an.-uniﬂtentionully.delayed payment qf a
maintenance fee must be ﬁled before tﬁe conclusion of the 6th, 10th, or 14th anniversary of

-the issue date of the patent. The 24-month limitation does not apply to petitions to accept an

® Charles Van Horn, in the v1deotaped AIPLA CLE Program Uruguay Round
Agreements Act anticipated that this would be the case. -+ -
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unéVoidably delayed payment of a maintenance 'fee. Centigram Communications Corp. v.
* Lehman, 862 F. Supp. 113, 114-16 (E.D. Va. 1994)." |
-. ¢. - Are Expired Patents Revived?
The retroactive patent-term provision applicable to issued patents has twb '
clauses; one .:applying to patents "in force" on the effective date; the other, to patents that
"result from an application filed before" the effective date.” " It-is clear that the "patents in
forcef' provision applies to existing :patents that-have not expired on June 8, 1995, but this -

category of ‘patents does not exhaust the class of issued patents that may be subject to RRRE

recalculation and extension of term under the Act.

(1) - Patents Filed on or After June 8, 1975, and
Issued Before June 8, 1978

By its plam language the statute prov1des that the term provxs;ons apply to
patents resultmg from apphcauons filed before the effectlve date, which necessanly includes
patents othit than those it force onJune 8, 1995. Specifically, patents filed on or after June
8, 1975;' (the date 20 years before the effective date of ‘the.‘Act) and _issued before June 8,
1978, (which therefore expired 17 years after the date of issuance and before the effective -

~date) are included in a first residual 'categdry- of patents that are expired on the-effective date.

Te 35 USC § 15400

- DETERMINATION.—The term of a patent that is in force on or that results
from an application filed before the date that is 6 months after the date
of the enactment of the Uruguay Round Agreements Act shall be the
greater of the 20-year term as provided in subsection (a), or 17 years '
from grant, subject to any terminal disclaimers.
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If these patents are indeed subject to the extension of term provided by the Act,
on June 8, 1995, they \;srill bé revived by operation of law .to enjoy a term of potentially three
years beginning on the effective date, depending on the time required for prosecution of the
original application. | |

By separately providing for patents "in.force" and for a patent that "results"
froman application filed before the effective date (using the present tense), the statutory
language may exclude a 20-year term for expired patents that "resulted" from applications -
filed long before the effective date. It is not possiblé to predict which. interpretation will . - |
appear more "plain” to the courts, if Congress overlooked the laﬁer cétcgory_ of expired
patents. However, this does.not end the inquify, since the scope of patents ."_il‘l force" must
- also be considered. - | .

(2)  Patents Filed on or After June 8, 1969, and
-Issued Before June 8, 1972 . >

A sécond-‘ ambiguous pfdvision of .§ 154(c)(1) is the application of the,.ter_m
provisions to patents "in force” on the effective date. The spgciﬁc_ question with respect to
“this statitory term is whether expired patents can ever be "in force,” or whether the ciéss of
patents "in force" is .completely occupied la:nd exhausted by issued patents that have not
expired on June 8, 1995.. ..
| The tenn' "patents in force" is not defined in the statute, and ﬂaere is no
indication of what Congress meant in selecting this term to define t_hé class of issued patents
subject to extension. - | | |
There is a reé_sqnablc__ar_gt_l_ment that "patgn__ts.' in force" ‘does not mean the same

~ thing as "unexpired patents," based on the circumstance that a patent is enforceable, i.e., that
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an actiop for damages-for infringement may be maintained in district court, up to six years
after the patent expires. For this reason, a second residual category of patents potentially -
_subject to the extension provisions is the class of patents filed on or after June 8, 1969, (26
years before the effective date) and granted within three years of filing. Norrhally, the 23-
year term of enforceability (17 years plus six years) for patents issued on or before June 7, -
1972, would have expired on June 7, 1995. No action for infringement could have been
maintained in district court based on these patents on June 8, 1995.. |
. The PT‘_C_)‘.gvidently considers that the term Qf,pétgnts that expire b_efqrc June 8,
-199_5_,: is not affected by the extension provision and that these patents are not subject .-to_
‘revival. One dlfﬁculty with .this interpretation is that the PTO has no competence with -
respect to the term extension of issued patents, which autornatically occurs by operation of.
law, as indicated in the proposed regulations. 59 Fed. Reg. 63,957. Because the PTO‘has no
statutory ﬁ:on_ipetence_with respect to the term of patents in force, its views apparently would
_not be enﬁﬂéci to significant weight in_-,c_o_nstr.umg the tenn-extension provision. -
... A further and more significant issue of statutoryrconstmction is that Congress.

“could easily have specified that the term-extension provisions apply to "an unexpired patent” -

. (rather than "a patent that is in force") on the effective date or to a patent that "results from

an _app}ication pending on" (rather than one that results from an _applicaﬁzon.f‘_iled before") the
_. qffective__ date. Congress kqew_when to specify patent expiration as ﬁe operative event in the
iﬁew statute, as in new § 271(). By deliberately choosing nonl_irﬁiting language with respect
to the extension provisions, Congress has provided for an extension that is not limited to the

classes of unexpired patents and applications pending on the effective date.. .. ... ..o
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A second érgument in favor of interpreting "patent' in force" to include a patent
: that has expired but that can be enforced in a federal district court infringement actic;n is the
distinction between reissue and reexamination of expired patents. In [n re Morgan, 990°F.2d
123_0,' 26 U.S.P.Q.2d 1392 (Fed. Cir. 1993), the Federal Circuit held that the PTO has no
statutory authority tb reissue an expired patent, based on the language of 35 U.S.C. § 252,
which permits the Cbmmissioner to reissue the patent "for the unexpired part of the term of
the original patent." However, the court approved the PTO's practice of conducﬁng o
reexamination of pafents after expiration, since 37 C.F.R. § 1.510(a) provides that
' reexamination may be r_equésted at any tilﬁé_du'ring the period of ehforceability of the iaatént._ E
A _disfi_n’ction fhe'r'efore exists between patents that are unexpiféd and those that .'are |
‘enforceable, a distinction recognized by the PTO regulations and approved by the Federal
f.'Circ.u'it. S |
| - " The statutory interpretation uﬁdei‘ which the term"'paténts in force" are not
| 1ﬁnited to “uneipifed"'patent_s is reinforced by the Federal Circuit's de“ﬁn_itign of the elements
_ tequife’d by the patent laws to state a_patent infringement'claim, 'includii_lg "ownership bf a
~ patent still i’ force, infringement by defendants, and a request for relief."  Kunkel v : |
Topmaster Int'l, Inc., 906 F.2d 693, 15 U.S.P.Q.2d 1367 (Fed. Cir. 1990). Kunkel did not
involve an expifed:pﬁfent, but based on the citéumstanbe that a patent owner may‘méintain an -
infringement action for up té si)%’jfears after expiration, it appears that patents "in force" need
“not .be -lihiitcd 10 ﬁnexpired patents:
* If the s_tétutory Ianéﬁége is interpreted ‘to a‘pply. the exteﬁsiéﬂ" provisions to

atents that are "in force” on the effective date, in the sense that an action for infringement
P Tinger
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can be filed on June 8, 1995, patents that issued before June 8, l972,- and therefore expired
before June 8, 1989;, may be afforded an extension pennittlng the patent owner to sue for
darnages for .inﬁ'ingement for up to three rnore years, depending on the time.required for
prosecntion. - .- o | .l |
o Years of httgatron wrll be requIred to resolve the .meamng of the amblguous |
: language selected by Congress to deﬁne the terrn extens1on apphcable to 1ssued patents
Undoubtedly, there w111 be cases where. tens or hundreds of millions of dollars in royaltles or
mfnngement damages w111 depend on resoluttonl of this rssue It should not be assumed that
| _the Federal Clrcult wrll etther adopt the PTO's restrictive 1nterpretat10n of these prov151ons or
'vnll narrowly construe the Act to apply only to unexprred patents on the effectlve date |
'- - Expenence has demonstrated that where Congress overlooks a category of
'patents ln provtdlng a statutory term. extensron the Federal C1rcu1t thl not look beyond the':
plam language of the statute or restnct the beneﬁt conferred even where leglslattve mtent IS
-umnlstakably clear Hoechst AG V. Qulgg R R |
The issue of posszble revival of exprred patents is not trmal wuh respect to
hcenses that specrfy termination at the end of the patent term, or upon explratxon of the last
::of a nurnber of patents s1mu1taneously llcensed rather than ona specxﬁed calendar date It
would be snrpnsmg if the equltable remuneratlon spec1ﬁed for contmued practrce of such |
revrved patents would differ 51gmﬁcantly from the runmng royalty spec1ﬁed in the hcense or

a sum otherwise calculated on the basis of the original license fee and term.

7 917 F2d 522, 16 U.S.P.Q.2d 1549 (Fed. Cir. 1990) ("windfall" extension of 6.8

~ years under 35 U.S.C. § 156, where Congress intended a maximum five-year extension
“period).
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"B.  Applications Filed Before June 8, 1995 and Still Pendmg on
June 8 1995

As explamed above, 154(c)(1) also apphes to a patent that results from -an
appltcatlon filed before June 8, 1995, and still pendmg on June 8, 1995. Assume that a U S
| patent apphcatton pending on June 8, 1995, then issues as a U.S. patent directly frorn that
applxcatlon and that no subsequent conttnulng or divisional apphcatton is 1nvolved The term :
| of the patent is also controlled by the substantwe prov1srons of new § 154(c)(1) The patent
term shouid be 20 years from filing or 17 years from grant whlchever is longer
The spec1al considerations in new § 154(0)(2) (mfnngmg acts) and § 154(c)(3)
(payment to continue those acts) also apply hterally in tlns srtuatron 1f the 20-year term ﬁ-om
filing date is later in ttrne than 17 years from issuance date However, the nght to continue
| 'the mfnnglng act upon payment of equttable remuneratton (§ 154(c)(3)), would apply only to
acts that were commenced or for Wthh substanttal mvestrnent was made before June 8
: :1995 and that are mfnngmg in the far-away reset, patent-terrn penod One has to wonder
| whether thls “protectton is of any practrcal value o | | o
| In parttcular, there seems to be no reason why the patentee cannot sue for
_inft‘lngetnent and obtam an 1njunctlon during the entire ﬁrst 17 years from issuance. It would
seem to be cold comfort to inform the enjoxned mfnnger that she may reconttnence - |

'mfrmgmg, upon payment of an eqtutable rernuneratlon at the end of the 17-year penod
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C. Future Applications May Lose‘_Patent Term
- The harshest impact and greatest threat of the patent-term legislation is its::
intended effect on future patent applications, including continuations, divisionals, 'or. o
continuations—in_—part of applications now pending, that are filed on or after June 8, 1995.
- The genesis of the proposal to measure the 20-year patent term required by
- TRIPs from the filing date of the original patent application, rather than the date of grant of
‘the patent, appears to have been a fear of "submarine" patents, filed years or decades earlier,
that suddenly issue from concealed continuation applications in the United States to “torpedo”
_ ‘1ndustr1es that have. developed in- 1gnorance of the pendlng applrcauons By providing that the -
term of a U.S. patent 15 measured frorn the ﬁhng date of the earlrest U. S apphcatlon for
whlch beneﬁt is clalrned under any statutory prov1s1on, the patent-term provrslons sought to
. ensure that any such submarme apphcatron reﬂled after the effective date of the Act clanmng
'beneﬁt of any earlier appllcatlon filed on or before June 8 1975 would have no remamrng
patent term? The menace .of other pe.ndmg submanne apphcatlons 1s proportlonately reduced
- as therr ongmal ﬁlmg dates approach this 1975 deadhne | | .
However the effect of thlS mmeﬁeld w111 not be hmrted to subrnanne patents
- "out w111 extend to any U S apphcatron ﬁled after the effectwe date that has a pendency of
:rnore than three yeas. Because the PTO ealculates its optmustlc estimate of medran
pendency wrthout taklng 1nto account clauns to beneﬁt of earher~ﬁled U. S apphcatlons
_entire classes of patents that have a total rned1an lpendency (mcludmg contmuatlons) of more

than three years will simply forfeit patent term under the new leglslatlon, with httle, 1f any, -

effective control _of delay in the PTO by applicants. This is the acute problem faced by every
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practitioner who has on file an application that has been pending for three years or more on
June 8, .1995, that will not certainly be allowed after the effective date without a further
continuation _or divisional.

| - The reduction of patent term ufill severely affect industries, such as the
chemical, pharmaceutical, and biotechnology industries, in which pendency of applications is
long, restriction requirements are frequent, and regulatory delay in other agencies reduces the
effectiv_e patent term. Other industries in which technological advance and obsolescence are’
rapid may not be as -seriousl_y affec_ted by the loss of patent term. | |

1. - Term of 20 Years from. ang for Patents Resulﬁng'from-iall
_ Apphcatlons Filed After June 7, 1995

The statute provrdes that patents resultmg from all appheatrons filed in the.
Umted States after June 7 1995, will have a maximum term of 20 years from the date of
.ﬁlmg the ongma.l U S patent appllcatlon In the snnplest apphcatlons ongmally ﬁled after
" the eﬁ'ectlve date the term of the patent wrll be hnnted to 20 years from the ﬁlmg date
| ‘1rrespectrve of the time spent in proseeutlon before issuance. The patent term begms on the
date the patent issues, rather than the date of grant as under present law | |
- Where an applrcatxon ﬁled on or after the eﬁ'ectlve date claims beneﬁt of an
earher U S patent apphcatlon (other than a provrsronal U S apphcanon) by makmg specrﬁc
reference to an earlier-filed apphcatlon under 35 US. C § 120, 121 or 365(c), the statute ..
prov1des t.hat the 20-year term w111 be measured frorn the U.S. fihng date of the earllest ..

apphcanon in the charn of U.S. apphcatlons
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T

 35US.C.§ 154(a)(2)

TERM.—Subject to the payment of fees under this title, such grant
shall be for a term beginning on the date on which the patent

- issues and ending 20 years from the date on which the - -
application for the patent was filed in the United States or, if the
application contains a specific reference to an earlier filed
application or applications under section 120, 121, or 365(c) of
this title, from the date on which the earliest such application

~ was filed. ' :

2. 20-year Term Measured from Fllmg Flrst § 120/121/365(c)
Continuing Appllcanon

In any pending case in which prosecution in an original application or a series

of applications has taken more than three years, filing a further continuation or divisional
.application after June 7, 1995, will be likely to result in a'patent.tenn that is shorter than the
~ former 17-year patent term, if benefit of the earlier application under 35 U.S.C. §§ 120, 121,

or 365(c) is claimed.”

a.  35USC.§120

The broadest provision of U.S. law under which "benefit" of the filing date of

~an earlier U.S. patent application may be obtained in a continuation, divisional, or

continuation-in-part application, is 35 U.S.C. j§ 120. Where a later-filed application is filed

- ‘before abandonment or termination of anearlier application (continuity of prosecution)

‘disclosing a claimed invention in compliance with 35 U.S.C. § 112, first paragraph (continuity

of disclosure), and is filed by at least one inventor named-in the earlier application (continuity

% 35 USC § 1 54(5;)(2) (1995). This harsh result is ameliorated by transitional

- provisions permitting continued examination after final rejection and permitting more than one

separate and distinct invention to be exammed in a single application, dlscussed in Sectlon
IV, infra.
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of inventorship), the later-ﬁled appiication "shall have the same effect, as to such invention,
- as though filed on the date of the prior apphcatlon where beneﬁt of the earher apphcatlon is
claimed. The only requlrement for estabhshmg a clalm for benefit is that the conunuauon
~ application must contain or be amended to contain a spemfic reference to the earlier-filed
‘application. Benefit under § 120 may be estabhshed through an unlumted chaln of prior U.S.
applications, provided that the statutory requirements of continuity of prosecution, disclosure,
axid::'-invehtbrship are met, .and e claim for benefit is made w1th respect ;co each pripr
application.
| It is this specific reference to the earlier-filed application that restricts the - -
patent term to.a 2O-Iyear. period based on the filing date:of the earlier applieation, under 35
U.S.C. § 154(a)(2).
| b. 35 US.C. § 121
The st_atutory provision that permits (but does not require) the PTO to restrict
an application to one of two or more -_indepehdent and distinct inventions, 35 U.S;C. § 121,
further incorporates the requirements of § 120 with respect to divisional applications claiming
the independent inventions that are not elected for examination in the original application. .
B The statute provides that if the other ir—lventio'n is made the subject of a divisional application
that complies with the'r_equirements_of § 120, "it shall be entitled to the benefit of the filing |
. date of the original application." Such beneﬁt is 'eﬁ'ective to overcome any .interveﬁing prior
art or event, -
Apart from this provision, § 121 limits the prior art effect of the original -

application subject to the restriction requirement, regardless of whether a claim to benefit is
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.'r_nade und,er&§ 120. A patent issuing on an application subject to a restriction _requirement
.und_er § 121, or.on an applrcatton filed as a result of sueh a .requirement, shall not be used as
a reference either .in the'PTO or in the- courts against a divtsional application or against the
._orlgmal apphcatlon or any patent 1ssued on elther of them if the d1v1510na1 apphcatlon is filed
before the issuance of the patent on the other apphcatlon This prov1sron is generally
E:_understood to‘ preclude a double-patentmg rej ect10n based ona patent clanmng sub]ect matter
earlier eIected in response to a restnctron requrrement It further bars the use of the earher-
' 1ssued patent as. a pnor art reference agmnst a d1v131onal apphcatlon clarmmg noneleete'd |
sub_]ect matter sub_]ect to the ongmal restnctron requrrement o |
E .A reference to an earhernﬁled apphcatron under § 121 ina drvrsional
apphcatron rs an event that requrres the patent terrn to be measured from the earlrer ﬁhng date
of the apphcatlon ongmally sub_]ect to the restriction requrrement The consequences of thrs
provrsron in restnetlon and drvrslonal practrce are drscussed rn_fra Sectron IV B o
o e 3susc §365(c) | o
The ﬁhng date ofa pnor PCT apphcatton w111 be effectlve to lunrt the term of

the U S. patent 1ssu;mg from the appltcatron dependmg on whether beneﬁt is cla,tmed under

§ 365(a)/(b) or under § 365(c) in the PCT apphcatlon 'I'he longest U S. patent terrn results '
- when a PCT apphcatron is used hke a prior § 119 pnonty apphcatlon and benefit is cla1med

under § 365(a) or (b) instead of under § 365(0).
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: 3 Foreign Priority Under § 119 and New Provisional - B
Appllcatlon Fllmg Are Not Included in 20-Year Term

However 35 U. S C. § 154(=)(3) provrdes that in determrmng the term of a |
patent under the new Iaw pnorrty under section 119, 365(a) or 365(b) of this title shall not
‘- be taken into account." The law makes no dlstmctron between clauns 1o beneﬁt of earher-
ﬁled fore1gn apphcatlons under § 119(a) and earlier-filed U.S. provrslonal apphcatlons under
§ 111(b) ‘which are entltled to beneﬁt under 119(e) In either case, the apphcant is
- permltted to establish an earher effectrve U S. filing date up to 12 months before the ﬁhng of
a§ Ill(a) U.s. apphcatron that does not lzmzr the patent term in any way Enactment of
§ 111(b), prov1d1ng for provrsronal apphcatlons to be ﬁled in the Umted States was mtended
'to ehnnnate the dlspanty between forelgn apphcants who are able to cla1m beneﬁt ofa
_“-:'conventlon apphcatlon ﬁled up to 12 months before the actuai U. S ﬁlmg date and U S

\natlona] applrcants However, in 1 accordance wrth the natronal nondlscnmmatlon provrsrons of
'_ »TRIPS, the opportumty to file U. S provrsronal apphcatrons and claim beneﬁt under § 119 i is
prov1ded both to fore1gn and U. S apphcants w1thout 11m1tat10n based on other foreign
.pnonty apphcatrons | | o . |
| ’I‘he ablhty to estabhsh an effectrve U S ﬁhng date up to 12 months before the
.ﬁlmg of a fmal U S patent apphcatron under § lll(a) is an 1mportant advantage that wﬂl be

analyzed in detari in the followmg chapters
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4, Extension of Patent Term Under Limited Circumstances
Realizing the ootentially severe impact of the 20-year term measured from the
date of orlgmal ﬁlmg, Congress provided rehef under certain limited c1rcmnstances where

- delav reSuIts from a secrecy order under 35 U S.C. § 181, an interference under § 135(a), ora

successful appeal to the Board of Patent Appeals and Interferences or a federal court. Under
the term-extension provision of 35 U.S.C. § 154(b), the circumstances under which an
.. extension may be available are divided into two distinct categories:

- (1) . INTERFERENCE DELAY OR SECRECY ORDERS.—If the issue of an . -
~original patent is delayed due to a proceeding under section
..-135(a) of this title, or because.the application for patent is placed -
under an order pursuant to section 181 of this title, the term of
the patent shall be extended for the period of delay, but in 0o -
.. case more than 5 years

-2 (2) EXTENSION FOR APPELLATE REVIEW.—If the issue of a patent is
. delayed due to appellate review by the Board of Patent Appeals
- and Interferences or by a Federal court and the patent is issued
pursuant to a decision in the review reversing an adverse
.+ determination of patentability, the term of the patent shall be
.. extended for a period of time but in no case more than 5 years.

The PTO's mterpretatwn of these provxsxons is set forth in the commentary on-

the proposed rules, as follows

S 2467 and H. R 51 10 further prov1de that the term of a patent
may . be extended, for a-maximum of five years, where the

. issuance of a patent is delayed ‘because of (1) proceedings under

~ 35 U.S.C. 135(a), (2) placement of the application undera . . .

. -secrecy order pursuant to 35 U.S.C. 181, and/or, under certain
circumstances,. (3) appellate review by the Board of Patent
Appeals and Interferences or by a federal court. The totat .
extension available is limited to five years regardless of whether
there were delays due to more than one of the reasons covered
by the legislation. This extension is separate from and in -
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- addition to the patent term extension available under 35 U.S.C.
156

59 Fed Reg 63,951.

a. Term Extensnon Is Independent of and Not lelted by
Term Extension under 35 U.S.C. § 156

- As noted by the PTO commentary, the extension for prosecution delay under
'35 US.C. § 154(b) is separate from ‘and in addition to, the patent-term extension for
.regulatory delay after issuance of a patent, under 35 U.S.C.-§ 156. -A confornnng amendment _'
to § 156(a)(2) clanﬁes that the term of an unexplred patent shall be extended from the
orzgmal expzratzon date 1f "the term. of the patent has never been extended under subsechon
(e)(l) of this sectlon“ and 1f the other reqmrements of § 156 are met
: Accordmgly, the grant of an extenszon of the ongmal term of a patent under
- § 154(b) o compensate for aelay in- prosecutlon does. not bar a further: grant of term from the
original expiration date 1o compensate for post-lssuance regulatory delay
- As explamed by the PTO's commentary on the proposed regulatlons
- The provrslons for patent term-extension under proposed § 1.701
are separate from and in addition to the patent term extension
provisions of 35 U.S.C. 156. The patent term extension -
~_provisions of S. 2467 and H.R. 5110 are designed to compensate
the patent owner for- delays in issuing a patent;*whereas the -~
_ patent ‘term extension provisions-of 35 U.S.C. 156 are designed
“to restore-term lost to premarket regulatory review after the grant
of a patent. In'orderto prevent a term extension under proposed-
section 1.701 from precluding a term extension under 35 U.S.C.
156, S. 2467 and H.R. 5110 amend 35 U.S.C. 156(a)(2) to
provide that the term has never been extended under 35 U S C.
156(e)(1) '

59 Fed. Reg 63, 957
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Contrary to the general impression that the maximum term of a patent under
~ the new legislation will be limitedto 20 years after the original filing date, a patent subject to
regulatory delay under § 156 will have a potential term of as long as 30 years from the
original filing date, if extended for the full five years permitted for prosecution delay and the
full 5 years for delay in regulatory approval after issuance.
b. = Term Can Be Extended Cumulatively up to Five
Years (in Addition to Extensrons Caused by
- Regulatory- Agency Delays)

- AS noted in the PTO commentary quoted above, the extensrons of term for

‘prosecution delay resultmg from a secrecy order, an mterference ora successful appeal are

~ limited to a total cumulatlve extensmn of ﬁve years. - This hrmt is expressly set forth in 35

US.C. § 154(b)(4) which prov1des that "the total duratlon of all extensrons of a patent under
- this subsection shall not exceed 5 years " Once agam the statutory language is drafted to
: .permlt a further regulatory extension under § 156

.(1) Delays Due to Interference Proceedmgs or -
Secrecy Orders

The statute mandates an unquahﬁed extensron of trme up to ﬁve years for

| 'delay due to an mterference under § 135(a) ora secrecy order under § 181

| 35USC § 154(b)

| TERM EXTENSION -

(1) INTERFERENCE DELAY OR SECRECY ORDERS. —If the issue of an
original patent is delayed due to a proceeding under section
135(a) of this title, or because the application for patent is piaced

- under an order pursuant to section:181 of this title, the term of -

the patent shall be extended for the period of delay, but in no
case more than 5 years. o

75




Although the statute specifies the events that start and end the period of

appellate-review delay,” no similar provision defines when the period of delay "due to" an
interference begins or ends. The PTO proposes to fill this statutory void by regulation
_deﬁning the manner of calculating the period of delay in interferences, in new 37 C.F.R.

§ 1.701(c)(1), as follows:

- The period of delay under paragraph (a)(1) of this section
for an application is the sum.of the following periods, to the
extent that the periods are not overlapping:

: (1) With respect to each interference, if any, in which the
application was involved, the number of days in the period

~ - beginning - on the date.the interference was declared-or redeclared -

to involve the application in the interference and ending on the
date that the interference was termmated with respect to the
apphcatlon, and

(11) The number of days, 1f any, in the penod begmmng
_.on the date prosecution in the application is suspended by the'
~ Patent and Trademark Office due to interference proceedings
- under 35 U.8.C. 135(a) not. involving the application and ending -
on the date of the next Ofﬁce commutiication reopening
_ prosecutlon

Certamly, any penod of time after prosecuuon is suspended for cons1derat10n |
of an mterference shou}d be 1ncIuded in the automatic and mandatory extenswn of term "due
to" an mterference proceedmg, up to ‘and .mcludmg the date of termlnatlon of the mterference
or the reopening of pI'OSCCutIOIl However, the statutory extensmn penod is not limited to
these periods of delay but expressly includes the period of delay "due to" an interference
proceeding,. whxch, l-underr the 'most resttictiite irtteferetetien, rnust include any period of delay

that would not have occtlrted but for an interference proceeding . _Partic111ar1y, the period of

35 U.S.C. § 154(b)(3)(A).
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PTO delay.in deciding whether or not an interference should be declared should include any

- period- of interference-related action in prosecution, beginning on the date on which a
requirement to copy claims is first imposed on an applicant in prosecution, whether an :
interfe;ence:iS'ultimately declared or not.

‘The pcﬁod of delay with respect to a secrecy order is calculated lmder :
propoeed 37 C.F.R..§ 1.701(c)(2) as follows:

- The period of delay under paragraph (a)(2) of this section
for an application is the sum of the following penods, to the

..extent that the penods are not overlapping:

- (i) The number of days, if any, the application is = -
maintained in a sealed condition under 35 U.S.C. 181;

. (ii) The number of days, if any, in the period beginning
- ..on the date of mailing of an examiner's answer under § 1.193 in
.-+ the application under secrecy order and ending on the date the

-.7secrecy order and any renewal thereof is removed; - :

: (iti) The number of days, if any, in the -penod beginning
_~on the date applicant is notified that an interference would be-
.. declared ‘but for the secrecy order and ending on the date the
- secrecy order and any: renewal thereof is removed and

(iv) The number of days, if any, in the period beginning
on the date of notification under § 5.3(c)-and ending on the date

'_of mzulmg of the notice of allowance under § 1 311 '

(2) Perlod of "Appellate" Review Includes ClVll
' - Actions Under 35 U.S.C. § 145 - e

- The patent statute distinguishes between appeals, which may be taken either to
- the _Boa_rd under 35 U.S.C. § 134 or to the Federal Circuit under 35 U.S.C. §141, and civil
actions in district court for remedy against the Commissioner under 35 U.S.C. §§ 145 and |

' 146. The prosecution term extension contains an ambiguity, arising from § 154(b)(2), which

17




mandates an extension "due to appellate review . . . by a Federal court." The only federal
courts having apoeliate jurisdiction over actions of the PTO are (1) the_FederaI Circuit, which
has appellate jt_n‘isdiction over adverse determinations of the Board of Patent Appeals and
Interferences (28 U.S.C. § 1295(a)}(4)(A)), and (2) the Supreme Court of the United States, |
which Aexercises jurisdiction in appeals from the Federal Circuit. .

However, the statutory period "due to appellate review" must include the '_period
of a civil action under 35 US.C. § 145 for remedy agamst an adverse decision of the Board
in an appeal under § 134, because § 154(b)(3) further mandates that the penod of extension |
~shall mclude the period begmmng on the date on which "' an..actl_on_l_s commenced under
“section 145 of this title." | -

Evidently, Ithe statutory extensioo scheme is'.not Ii.mited to :'appellate review in
federal court but mcludes a period of del ay: 1esmtu;g from a cml action in federal alstnct
| court challengmg an adverse determmatlon of the Board |
@) Are35US.C. § 146 Delays Included in
Proceedings Under 35 U.S. C § 135(a) or
Appeals"

The statute prov1des that an extenston uo to ﬁve..years is mandatory whenever
issuance of a patent is delayed "due to a proceedmg under sectlon 135(a)," but there is no
: 3pe<:1ﬁc statutory _provlslon mdlcatmg ;whether a c1v11 action under 35 US.C. .§- 146 is

_included in the period of- delay. This omission is explained by- the division of prosecution
| delay into categories of interference/secrecy otder, which do not.i_nvolve appeals to the Board,

and delays that result from appellate delay before the Board or "a Federal court.”
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