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Separate Strands

1. Should we file Provisionals?

2. What kind of Provisionals should we file?

The answer to (1) and (2) W111 depend on a Varlety of c1rcumstances
for example the partlcular busmess -




Cost Considerations

1. The cost of filing a Provisional Application $150)is
relatively i mexpenswe Th1s 1sa ratio of 1 5 compared to a
. Regular Apphcauon | - | |

2 U S Patentmg costs are delayed

- 3. Should we f1le more apphcatlons 1n1t1a11y’7 / “””g ’(/ o
| Should we f11e appl1cat10ns sooner" 4 %




Significant Aspects of Provisional Filing

b ] ProVis‘ional Ap'plications‘are not examined

3 Prov151ona1 Apphcatlons become abandoned 12 months
- after f111ng s | |

% ’ Prov131ona1 Apphcatlons do NOT start the O-year
patent term T o |

N4 ) Prov131ona1 Appheatlons DO start the one year perlod

£h for forelgn (Parls Conventlon) f111ng B -

? Prov131onal Apphcatlons MAY have 102(e) prlor art patent
o defeatmg effect IR, | |




Filing Requirements

1. Prov1310nal Apphcatlons are relatlvely 51mple to fﬂe

o WMQ a) Spec1f1cat10n* (mcludmg egggmand W o
. b) drawings* if necessary e
\¢) the names of the mventors* | AU

A fee - may be late

€) 1dent1flcat1on as Prbv1316na1 B AR

2. The followmg are NOT requ1red
~a) aclaim
b) a declarat1on L
‘¢) any organization

* Note only a, b, and ¢ are r_iéedcd to é_stablish a prio_'ri'ty'date.f" S




b B A Pr0V1510na1 Apphcatlon may onl be effectlve (for j
patentmg as compared to patent-defeating purposes) to
7% ~ the extent to which its disclosure supports the claims in 1n_

Mt Patent professionals should educate adv1se
~ the inventor/client on the appropnate use of
prov1310nal f111ng | | |

| 9 “If ¥ you havent got the tlme to do 1t rlght the flI‘St tlme
when w111 you fmd the t1me‘7” g

- 06




Provisional Filing

Regular

A :(-CE' I" ,
(a) o ?’ Year Apphcatlon

| ‘Provisional
- Application

S S ! Application
I Avoodoned |

0o : AR 12 months

(b):".NO_ “'Extta.'_Ye ar”
| ~ Regular

- Application

. Provisional
Apphcatxon |
Y

_“

12 months _- "

07



Foreign Filing

' (a) Convention Filing PCT
o | S : | Appllcatlon

Y_ n .

~ Provisional
o Application-j.

0 12monhs

N | BCT
R (b) -NOII-Conventlon Fllmg -

~ Provisional '. o Ve —
- Application S 3 o D

0 : o 12 months




1 In (a) should we flle aU.S. Non—Pr0V1310nal at the same tlme
- as the PCT or ]ust demgnate the U. S n PCT"

2. In (b) can the PCT Apphcatlon clalm pr10r1ty to the
o Pr0V1510na1 Apphcatlon? No ‘

3 In (b), can the PCT Apphcatlon clalm pI‘lOI‘lty to the regular
appllcatlon? Not if regular appllcatzon clazms przorzty to
pmwszonal o |

R




CIP Practice

Economical/Compressed

- Regular
Application
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S D (
| ProviSiona}\ApplicatiOns




Conversion

- Time Limit
For Conversion

Y

o et

- First Régiilar'
~ Application -

o |  12months




