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" Judge George THAT CLUMSY WORD
Edwards * . “NONOBVIOUSNESS”!**

There is an old saw that an expert is a man who is .
over two hundred miles from home. Only in that sense
am I an expert in patent law., I never practiced patent
law and ‘approached my first assignment to write a pat-
ent opinion for the Sixth Circuit with appropriate
trepidation.

After fourteen years as:-a federal appellate Judge
I can say that confrary to most Court of Appeals judges
whom I know, I have learned to like patent law. I take
no offense when assigned to write a patent opinion. As
a result, I suspeet that I write rather more than my
guota in my court. Be that as it may be, I speak from
the perspective of a generalist in federal appellate law
to whom patent law is just one of the many important
fields of law which brings cases to our overburdened
court.

“Your Mr. Wltherspoon heard that I had made a
speech last year to the Patent Section of the Michigan
State Bar Association’s Convention entitled ‘“That
Word ‘Unobviousness.” ””> He invited me for a Septem-
ber Patent Law Conference, which I could not attend
He invited me again and I agreed.

My consideratior of this topic starts where all federal
law starts—with the Constitution of the United States,
written at Philadelphia in 1787. Article I, Section 8 pro-
vides in part that ¢The Congress shall have Power .
to Promote the Progress of Science and useful Arts, by
securing for limited Times to-Authors and Inventors the
exclusive Right to thelr respective Writings and Dis-
eoveries.”’

" * Circeuit Judge, U.S. Court of Appeals for the Sixth Circuit,
. #% Address before the Patent, Trademark and Copyright Law Sec-
?;’?i the Bar Association of the District of Columbia, November 17,
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receives light without darkening me. That ideas should freely
spread from one to another over the globe, for the moral and
mutual instruetion of man, and improvement of his eondltlon,
‘seems to  have been peeuharly and benevolently designed by
nature, when she made them, like fire, expansible over all
space, W1thout lessening their dens1ty in any point, and like the
air in which we breathe, move, and have our physical being,
incapable of confinement or excluswe appropriation. Inventions
then cannot, in nature, be a subject of property. Soeciety may
give an excluswe nght to the profits arising ‘from them, ag an
encouragement to men to pursue ideas which may produce ut111ty,
but this may or may not be done, aceording to the will and eon-
venience of the soc1e1:y, wﬂ:hout clalm 0T complamt from ‘any
body.* ,

Clearly, ¢‘the ‘Will and convenience” of our society
has granted patent monopoly rights only to inventors
and then under closely circumscribed circumstances. It
has also banned monopolies through adoption of a wide-
ranging scheme of antitrust laws and laws proh1b1t1ng
unfair competition. .

Against this background of constltutlonal and statu—
tory hlstory, we turn to consider that clumsy Word
“nonobviousness.”’

Most patent - appeals in the. Umted States Court of
Appeals for the Sixth-Circuit appear to this judge to
turn on ‘the questlon Do the patent elanns disclose &
development which was not obvious to a person skllled
in the artf”’ ST :

" 35 U.S.C. §103 provxdes.

.- A patent’ may not: be obtained ‘though the invention: is'not
identically disclosed: or described as set forth in section 102 of
this title, if the differences between the subject matter sought
to-be: patented and the-prior ari are such that the Subject matter
as a whole would have been obvious-at the time the invention
was made to a person having ordmary skill i in the art to whleh
sa1d subject matter pertains.

- ‘Bections 101 -and’ 102 add the reqmrements of novelty
and atility. I ean’t recall a patent appeal in my court

VI _Wrifings of Thomas Jeffersor, at 180-181 (Washington ed.),
quoted in Graham v. John Deere Co,, 383 U.S. 1, 9,/ fn. 2 '(31966)., -

BT NN



January, 1978, Vol. 60, No. 1

to. appellate decisions. First, they are too few in number.
Second, far more patent-invalid than patent-valid decisions ‘of
distriet courts are appealed, and appellate courts lean toward
affirmance of the district court. Between 1968 and 1972, ap-
pellate eourts affirmed 84% of the patent-invalid decisions of
thé trial courts which were appealed. They also affirmed T0%
of the patent-valid decisions appealed. Interestingly, of the 81
patents held valid by the appellate courts in this five year period,
24 were reversals of the distriet courts patent-invalid deeision.
Finally, when, for example, the number of decisions is expanded
to include those rendered by the distriet eourts and not appealed,
as Chognard points out, the percentage of litigated patents held
invalid by the courts of the United States drops to 50%!1 :

~ I applaud Judge Markey’s marshalling of patent case
statistics and I agree with his conclusions.

The judges of my court are certainly not hostile to
pa.tents«-—provxded of course, that the patents have been
issued in accordance with the Constitution, the Patent
Act, and the opinions of the United States Supreme
Court

It ‘appears that it is this prowso which estabhshes
some distinctions between my views and those expressed
by another distinguished member of the Court of Cus-
toms and Patent Appeals, Judge Giles Rich.

1 believe, of course, that the Constitution is the funda-
mental law of the land and that neither Oongress nor
the courts have a right to amend, overrule or ‘ignore its
provisions. . Of course Congress, Wlthm_ the scope of its
delegated powers, can interpret the Constitutional pat-
ent. provision as it has done in the Patent Aect of 1952,
356 U.S.C. § $100-103 (1970). Equally obvious, at least
to-me, is the fact that to the extent that Congress:and
the Supreme Court have spoken clearly and unambigu-
ously, their mterpretatmns are binding on me as an
appellate judge. And this is true, even if I believe that
the statute or the opinion is dead wrong., I yield to no
one ‘my right to think for myself and on appropriate
occasions to speak for myself. But when I act as a
federal judge, I follow statutory law as OOngress Wrote
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Section 103 does contain a somewhat enigmatic sen-
tence: ‘‘Patentability shall not be negatived by the
manner in which the invention was made.”” The reviser’s
note explaing concerning that sentence: ‘‘It.is immaterial
whether it [patentability] resulted from long toil and
experimentation or some flash of genius.”’

The ““flash of genius’’ phrase, as you will all recognize,
came from Cuno Eng. Corp. v. Automatic Devices Corp.,
314 U.S. 84, 91 (1941). The full sentence in. Cuno said:
““That is to say, the new device, however useful it may
be, must reveal the flash of creative genius, not merely
the gkill of the calling. If it fails, it has not established
its right to a private grant on the public. domain.””

C‘uno however, cited and relied upon the seminal case
in the patent laW—H otchkiss v. Greenwood, 11 How. 248,
decided in 1851. In Hotchkiss, the metal door Imob patent
case, the Court held: ‘

- [Ulnless more ingenuity and skill in applying the old method'
of fastening the shank and the knob were required in the ap-
plication. of it to the clay or porcelain knob than were possessed
by an ordinary mechanic acquainted with the business, there
wag an absence of that degree of skill and ingenuity whieh con-.
stitute essential elements of every invention. In other words,
the improvement is the work of the skﬂful mechanie, not that of
the inventor.*

It is, I suggest, ess'entially that standard which Section
103 adopted, its language being: ‘A patent may not be
obtained . .. if the differences between the subject matter
sought to be patented and the prior art are such that
the subject matter as a whole would have been obvious at
the time the invention was made to a person having
ordinary skill in the art to which said subjeet matter per-
tains.”” In Section 103, indeed, effect was finally given
to Thomas Jefferson’s recommendation of 1791 which
would have added as a defense fo a patent that “‘the
invention is so unimportant and obvious that it ought
not to be the subject of an exclusive right.””

4 Hotcimkiss v. Greenwood, supra at 266,

-9
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There is Just one. unfortunate word in that passage: ‘‘second-
ary.”” I don’t think it should be given any weight though some
courts seem to have done so, in effect, first deciding obviousness
by visceral reaction and then saying that, having decided the
issue, it is no longer necessary ‘to eons1der the ev1dence--the best
ewdenoe——on the issue. s ‘

I do not believe the Supreme Court intended to gignify any-
thing‘ by the term ,“seeondary.” It eould equally have said

“ other considerations.’’

From what I have prevmusly said, I do not agree that
federal courts have the right to ignore or overrule. We
can express disagreement. We can criticize, but it clearly
18 the Supreme Court of the United States which is final
authority on mterpretatlon of both federal statutory and
Constitutional law.

Furthermore, I do not disagree with the conclusmn
that these considerations should be secondary.to the
requirements of novelty, utility and nonobvicusness.
Many an invention is patented before its time. When
conditions change after the patent’s ‘‘limited Time’’ has
expired, should the nation reward by a gift of monopoly
someone who goes to the Patent Office, reads the now
ineffective patent’s claims, and proceeds to patent its ap-
plication to a newly developed public need? I shall refer
further to this topic in the three cases Whlch I propose
‘to discuss briefly for illustration.

Before turning to them, however, let me express an
opinion in another controvers1al aspect of patent law.
This concerns combination patents. It is claimed fre-
quently that the mere fact of combining old elements to
produce a useful and more convenient application should
be patentable. Perhaps the classic example of this is set
forth in Anderson’s-Black Rock v. Pavement Co., 396
U.S8. 57 (1969). There the patent issued combined known
elements, a radiant burner, a spreader, a tamper and
sereed, all on one chassis. Justice Donglas, writing for
‘a unanimous Court, held that ‘‘the use of old elements
in ecombination was not an invention by the obvious-non-

—11—
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T also suggest that in dealing with combination claims,
if no new element is added, the elements combined must
produce a result greater than its parts added together
and one which would not have been obv1ous to one gkilled
in the art involved.

I close with a pertment paragraph from Justice Tom
Clark ‘writing for a unanimous Court in Grakam v. J ohn
Deere Co., supra at 5:

The Congress in the exercise of the patent power may not
overreach the restraints imposed by the stated constltutmnal
purpose. Nor may it enlarge the patent monopoly without regard
to the innovation, advancement or social benefit gained thereby:
Moreover, Congress may not authorize the issuance of patents
whose effects are to remove existent knowledge from the publie
domain, or to restriet free access to materials already available.
Innovation, advancement, and things which add to the sum of
nseful knowledge are inherent requisites in a patent system
which by constitutional command must ‘‘promote the Progress
of . .. useful Arts.’’ This is the standerd expressed in the Con-
stitution and it may not be ignored. And it is in this light that
patent validity ‘‘requires reference to a standard written into
the Constitution.”” A. & P. Tea Co. v. Supermarkei Gor’p .y SUDT,
at 154 (concurring opnuon)

—13—
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Patents are a survival of so-called letters patent which
were issued in large numbers during the Middle Ages and
through the Age of Mercantilism. These were open—
hence the word ‘‘patent’’—royal lefters announcmg to
one and all that the possessor had been given exclusive
rights by the monarch to some spec1ﬁed ofﬁce, pr1v11ege,
or commercial monopoly.

'Originally, the purpose of letters patent granting
industrial or trade monopolies was to promote the public
interest; that is, to expand the nation’s industry and
trade—lts national economy. It was then believed that
the best, if not the only, way to induce people to invest
large capital sums in new industries or trading ventures
was to guarantee them freedom from competltlon that
is, to grant them a monopoly.

In time, the public interest came to be disregarded by
monarchs. They granted letters patent to court favorites
or gsold them to the hlghest bidder in order to enrich
themselves. In the reign of James I, the English Parlia-
ment finally put an end to the Whole system of private
monopolies and privileges through the 1624 Statute of
Monopolies.

One type of letters patent was allowed fo survive, the

patent granted to inventors, For a limited fime, a2 monop-
oly under the patent was allowed in order to encourage
inventors to invest their brains, time, and money in
research. It was believed that this was the best, if not
the only, way to induce people to produce inventions.
These basic ideas were subsequently 1ncorporated 1nt0
our own first patent law of 1790. :
- While there are flaws in our patent system, I can see
why the Government grants patent protection to private
interests who invest their own time and money in making
inventions. But the patent situation today is quite dif-
ferent from what it was in 1790. At that time, a patent
was a matter that concerned the individual primarily;
individuals in a preindustrial age were developing single
items. Today, the development of patents generally
involves large organizations and corporations.

— 15—
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to contractors exclusive rights to publicly financed in-

ventions. From what I have seen the patent lobby con-

sists primarily of a body of shrewd, so-called experts
who have been needlessly confusing the simple prineciples
on which the patent law rests. They have been sueccessful
to the point that today many Government agencies are
giving away (fovernment patent rights.

_The Department of Energy continues to operate under;
patent regulations which were inherited from the Energy
Research and Development Administration (ERDA}.
The ERDA regulations are a good example of how the
obvious intent of a Federal law can be stood on its head
by a Government agency. ERDA’s responsﬂmhtles were
set forth in the Atomic Energy Act of 1954 and in the
Non—Nuclear Epergy Act of 1974. Both of these laws
remain in effect and applicable to the Depar_tment of
Energy. .

_ Under the Afomie Energy Aet the Government,
historically, retained patent rights to publicly-financed
inventions. That also seemed to be. the legislative intent
behind enactment of the Non-Nuclear Energy Act of
1974, The Congressmnal COnference report for that Act
states:

Government patent pohcy carried’ out- under the NASA and'
ARC Acts. and regulations, and the Presidential Patent Policy
statement With-respeetr to energy technology, has resulted in
relatively few waivers or-exclusive licenses in comparison with
the number of inventions involved. The conference committed
expects that similar results will be obtained under Seetmn 9 (of.
the Non-Nuclear Energy Act).

However under the Atomic Energy Act and the Non-
Nuelear Energy Act, the Department of Energy has
authority to waive the Government’s patent rights. The
Government patent lawyers have prepared a regulatlon
which actually invites contractors to request waivers, and
urges the ageney to approve them. The regulation states:
... To accomplish its mission, ERDA must work in ecooperation

with industry in the development of new energy sources and
in achieving the ultimate gzoal of widespread commereial use.

4.7
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firms would, in my opinion and from my experlence ‘re-
Jjeet Government busmess 1f they were not glven patent
rights. ' e
- These rights are not all that Important to most ﬁrms;
The Atomic Energy ‘Commission operated successfully
for more than 25 years under a policy whereby the
Government retained title to inventions developed under
AEC contracts.. That agency had little trouble finding
contractors and did an excellent job -of developing tech-
nology Likewise, 1 have no frouble ﬁndmg contraetors
even though they know they will not receive patent r1ghts
on my Nuclear Propulsmn Program contracts. - -
- From what I have seen, most of the people who aetually
run the companies are interested primarily in profits and
in the technology, experience, and know-how that comes
from performing the contracts. This technology, experi-
ehce, "and know-how is ‘what helps- the company  get
future Government and commercidl -contracts. - Several
studies, including ‘a 1968 study by the Committes on
Government Patent Policy, confirm that ownership of
patents is usually not a major factor when companies
‘decide what work to ‘accept; that companies are ‘infer-
ested -primarily in how much money they can expect to
'make, and what they can learn. -
- Contractor lobby groups.typically -use the threat of
refusing to take Government work when they try to pert
‘suade Congress to eliminate procurement safeguards or
to take other actions that will benefit industry. The
Defense contractor lobby, for example; has made similar
threats year after year in relation to the Truth-in-Negoti-
ations Aect, the Cost -Accounting Standards Board, the
‘Renegotiation Board, and so on. They say that defense
contractors will leave the business unless ‘the Defense
‘Department increases profits or relaxes regulations. - Yet,
-year -after year, these very same defense contraetors
lobby Congress and the Defense Department for more
‘business. Their actions belie their Words and thls is
_also the case with respect to patents. -+ - - PART
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patents contested in court are ruled invalid. Buf not
many firms are willing or able to sustain such a challenge.
Thus, these patents tend to discourage competition. _

Obvmusly, there are patents that do represent. useful
ideas. However, even without a patent, many of these
inventions Would be discovered and adopted.in the
marketplace based on their merits. In such cases, rather
than motivating individuals or companies: to come up
with new ideas, the patent system has aetually become
a process for determlmng which of many firms first con-
ceived an idea, and is therefore enfitled to the royalty
If one company did not generate the idea. another: firm
would have because of the mature. of the Work being
done. - Often, identical -ideas crop wup. -almost simul-
taneously in different companies. Fwurther, many good
ideas can be 1mp1emented or *‘commerecialized,’’ without
special investment in B&D or new facilities. Or, they
are sufficiently promising that compames will 1nvest in
them without patent protection.

There may be a few inventions ansmg under Govern—
ment contracts. which, in the absence of exclusive patent
rights given to the contractor ‘might not be disseminated
and used. The question then arises: Is it really worthwhile
for the Government to promote the invention? Perhaps
the idea is not all that good .Moreover, if the Govern-
ment should deecide it is in the public interest to pro-
mote or ‘‘commercialize’” a particular invention, it mlght
be better if the Government itself paid. for furth_er devel-
opment, and made the results available to.all citizens
instead of granting to one contractor exclusive righis to
the invention. And who is to say, in cases where the
Government patents are waived, that.the company per-
forming. the contract should antomatically and exclu-
sively get these rights. Since large corporations get the
major share of Government contracts, they would be the
ones to benefit most from such a practice.:

The concept of granting a patent—a, legal monopoly—-
is to encourage inventors to conceive new inventions, not
to guarantee a market for already existing inventions.

21—
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well eontractors are promotmg and commerelahzmg pat-
ents. -

~ It is relevant to note that, although Premdentlal pat-
ent policies since 1963 have reqmred the Government to
retain ‘“mareh-in’’ rights where the principal or exclu-
sive rights to a patent remain with the contractor, the
Federal Council on Seience and Technology reports that,
as of December 1975, the Government has never exerclsed
these rights.

. The patent lawyers have observed that the number of
patented inventions resulting from Federal funding is
very small compared with the number generated by in-
dustry with their own funds. They attribute this, in part,
to ¢‘the.small incentive provided by present Federal pat-
ent policy.”?

I believe the lower number of inventions reported
under Government -contracts does not show a stifling of
inventions under Government contracts. In fact, most
of the major advancements in technology in the past 20
years have come in areas where the (fovernment in-
vested heavﬂy, such as space, defense, and nuclear
energy. '

The lower number of Government-owned patents re-
sults from other factors, such as failure of cpntractors
to.Teport the inventions they develop under Government
eontracts; the patent rights giveaway policy followed by
various Government agencies; and the Government’s
‘‘Independent Research and Development’’ program.

.. I bave found cases where contractors filed patent ap-
plications for themselves on items that were conceived
and developed under Grovernment contracts. These come
to light only because, by law, patent applications in the
field of atomic energy must be reviewed by the Depart-
ment of Energy and because in my area I insist on having
them. reviewed. In areas outside the field of atomic
energy, there is no way for Government agencies to
determine whether contractors are claiming, as their
own, patents which rightfully belong to the Government,
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monopoly. for an invention developed at Governmenf
expense; and to make the invention freely available to.
the public. . If these same ends could be achieved. by
“‘defensive publication’’—that is, by publishing inform-
ation in a manner that would preclude others from pat-
enting it—the public interest.-would be served as:well as
if . the Government actually patented the invention. = ..

. This- Committee will, I am sure, be lobbied to death by,
contractors and - patent lawyers—both in -and out. of
Government, There will be speeches extolling the virtues
of a giveaway patent policy in relation to~ the patent
system the free entérprise system “thie nation’s deelin-
ing technological growth; and the problems of small
business. These are the standard speeches Whlch lob—_
bylsts tailor to fit'special occasions.

But lere, the policy they advocate is contra,ry to the
pr1n01p1es of free enterprlse andcompetition. - Rather
than giving everyone in the marketplace equal access to
publicly-financed mventlons, ‘they are advoeatlng that the
Government restrict the use of an mventmn to one com-
pany. :
' Small busmess ‘for its own advantage should bé
against a giveaway patent pohey ‘The vast proportion
of Government business goes to large contractors. In
Fiscal Year 1976 50, percent of the total dollar value of
reseéarch and development contracts placed by the De-
partment of Defense went to only ten latge corporatmns
In Fiseal Year 1977, two-thirds of the $35 1 $40 billion
defense procurement budget went to the top 100 eon-
tractors. As conglomerates expand, this concentration
eontinues to increase. If the rights to Government-
financed inventions are given away to contractors, the
Government itself will be promoting the concentration
of economic power in the hands of a few large conglome-
rafes,

To appreciate fully the implications of a giveaway
Government patent policy, one need only consider a hy-
pothetical case. Suppose, with the vast sums of Govern-
ment money that will be spent in efforts to find solutions

9
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*.L. James Harrig* - | - CERTAIN. INCONTESTABLE
and Regan J._ Fay‘**_ PATENTS ABE WARRANTED

INTROD‘UGTION

“An earher four- part artlcle explored the relatmnshlp
between proposed modifications and the gocial and econ-
omm obgectlves and aceomphshments of ‘the U.8. patent
system. Containied therein was the proposal for a Dual
Patent Program (DPP) whereby both long—term and
short-term patents would be issued to'meet the needs of
two different types of mventors, ‘and ‘the question -of
valldlty would be tried only before a speclal Validity
Court. One major feature of the DPP is that the long-
term (17—year patent) and the short—term (T-year pat:
ent) ‘would become mcontestable five years and one year
after issue, . respectlvely Prior to 'the incontestable
period all defenses could be asserted against the validity
of the patent, whereas during the incontestable period
only the follomng defenses could be ralsed for that pur—
pose (vahdlty)

(1) Lack of novelty as shown by a prmted pubhcatlon
under 35 USC 102(a) and {b), which had not
~ previously been consndered by the ;Patent and
Trademark Oﬂice, :

C¥ Y James Harris, supemaed the drafting of current Title 85 as
Commlttee Counsel to the Judieidgiy Committee of the. UN.S. House of
Repregentatives; formerly directed The . PTC Regearch Instxtute and
Pl‘ofessor of Law at The George Washington' University,

1 *:!' Ig:fan J. Fay, Asseclate Yount Tarolli-and Weinshenker, Cleve-
an io. .

17, James: Harrls “Reflections on Some Pending Patent Legis-
latlon,” {Parts I-IV), 56 .TPOS 316, 364, 462, 528 - (1974). After
supervising and - participating in many years of empirieal research
on the nature and value of patents, including a humber of studies on
the proposals of The President’s Commission: on: the Patent System,
Professor Harris came to the conclusion that certain improvements
in the system were advisable and feasible. He considers the DPP
one of his most 1mportant publicly. presented ‘proposals;” Mr; Fay now
‘30151?1. him in' this notein support of certain key" aepects of the pro-
po
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over, potential challengers and the courts may feel that
the PTO examiners Imght be a little reluctant to accept
the relevance of prior art when it entails a change in
their own or their colleague 8 determmatlons, partmu—
Jarly in close cases. There is also the serious problem
that small business and the independent inventor will
be'at a disadvantage as compared with the large com-
pany in ut1hzmg a reexamination system in view of the
cost of reviewing and challenging patents.

. This note offers some thonghts on the need and pre-
cedent for a limited period of contestability for patents;
the accord of such a limitation with the "constitutional
purpose of the patent system, and the importance of the
DPP proposal to the acceptability of the concept of in-
contestable patents,

INCONTESTABLE PaTENTS: THER NEED AND Acconn ‘Wira
Taz CoNSIITUTIONAL PURPOSE

An appreczatlon of the way in which 1ncontestable
patenis are in harmony with the constitutional purpose
of the patent system can best be obtained by reference
to the constitutional language upon which:the issuance
of . patents is based:

The Congress shall have Power .. . to Promote :the'.Progress

of . . . useful Arts, by securing for limited Times to ... . Inven-
tors the exclusive Right to their . . . Discoveries.® ‘

First, the precise usage of the word ‘‘securing’’ must
be addressed Since Inventors already have their in-
ventions in hand, the language reads that “Congress
shall . promote . . . by securing . .. fo". . . Inven-
tors. .. ” Thus, Congress does not obtam (a secondary
meanmg of the word “‘secure’’) for but rather makes
firm (equivalent to ‘‘free from care,”” the meaning of
the Latin word from which ‘‘secure’’ is derived) fo in-
ventors the ‘‘exclusive Right to their’” contributions:

8 U.8. Constitution Article I, Seetion VIII, Claunse vili,
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subject only to a few- relatively well-defined defenses
An entrepreneur can, with much less: rlsk invest.in. the|
invention -to bring. 1t ‘to the. marketplace, where, they
public. can. Judge Ats “usefulness » Snch an 1neonteet$-.
able. patent would - have. the. essential . -advantages..of
ownership connected with a relatively indefeasible. intan-,
gible property—the eornparatlve irrevocability of the
rlght woudd firm, up and increase the value.of the patent
and make its price more readily ascertainable in the
marketplace Under the present system, the very ex1s—
tence' of the property is—and’as a matter of good prac-
tice Ought to" be—always strongly questloned bufits
relative vulnerability inhibits investor inferest and, con-
sequently, the number of inventions ultimately brought
to public use and.sale. : It is not theyguestioning thaf
would .or could: be. elnmnated but rather.the. eontmued
danger to the patent—throughout its life—of being. sub-
Jeeted to a charge of obviousness, the. chlef obstaele to
‘‘securing’’ the property to the mventor at some tlme
during the 17-year period as prov1ded for m Artlcle 1,
Sec. 8, Clause 8 of the Constitution. E
JUSTIOE WHITE § B-T EodNomio RATIONALE: APPLIED To
e ' INCONTESTABLE PATEN'I’S SR A

A maJor argument for an 1ncontestab1e patent 1s that
1t will save effort, time and money for patentees, po-
tent1a1 1nfr1ncrers, and the 3ud1clary Justice White em-
ployed a similar type of econdmic ratibnalé in- Blonder-
Tongde; Inc.v. University of Illinois Foundation,” to ex-
plain the need for ‘applying collateral estoppel against
a pdtentée in favor of an infringer who had not been a
party to the prior suit in which the patent had been held
invalid. Since the effect of an incontestable patent
would be similar to a plea of estoppel pursuant to_a
prior holdlng of validity (if such a'pled were! possﬂ)re)
against an infringer who had not been & party to the

7402 U.8. 318, 169 USPQ 513 (1971)
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5. Small businessman may 5. Reduced litigation costs
-notsurvive if subjected for both patentee and

to full litigation costs.®* - - infringer avoids jeopar-
D : dy to survival.

The above comparison shows that the practical conse-
quence of incontestability is similar to that of collateral
estoppel—both reduce the utilization of the courts, re-
sulting in savings of judicial time and litigation ex-
penses for both parties. The sumlarlty of practical ef-
fect. suggests the value of a comparison of the fairness
and the constitutionality of ‘‘offensive’’ collateral es-
toppel with that of ‘‘defensive’’ collateral estoppel. For
example, should the constitutionality of a determination
of invalidity by any district court as in rem be questioned
where there has been more than one previous holding of
validity with respect to the claims of a patent, made by
other courts equally quah:ﬁed?

_In REM PaweNT VArmrTY AND DUE PBOCESS

The suggestion that patents be statutorlly sub;]ect to
an i rem adjudication of walidity are generally ob-
jected to on two grounds: (1) such a provision would
be a violation of due process and (2) courts faced with
the finality of a validity adjudication would be inclined
to apply an inordinately strict standard. The second
objection is of particular concern to pro patent people
who fear that such a: standard would vitiate any benefit
that might otherwise acerue. However, Blonder-Tongue
Laboratories, Inc. v. University of Illinois Foundation,*
which renders any judgment of invalidity very nearly in
rem, demonstrates that the court faced with the finality
of invalidity will set standards that are reasonably fair
and possible. Moreover, in rem wvalidity for patents
would put the patentee and prospective infringers on a
more equal basis legally and with respect to litigation

18 Id. at 342, 169 USPQ 524-5,
14 402 T.8. 818, 169 USPQ 513 (1971).
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group . to collectively. -take action  against. vahdlty,
ac]uevmg added effectiveness.in the ‘process. :

* The first obJectmn mentioned ‘above to a statutorlly
mandated in,_rem procedure, that it would ‘violate’ due
process, could be met if proper representation were pro-
vided for those who are not actual parties to an aection
ehallengmg validity, but nevertheless bound thereby. In
the case of class actions, which involve analogous proper
representatmn problems, if ‘it is determined that there
are’coymmon questmns ‘of law or fact which predominate
and the class action ig superior for the fair and efficient
adjudication of the controversy, major attention is'di- -
rected to adequate mnolice. . In like manner, adequate
notice to. members of the pubhe having an 1nterest in the
qQuast in.rem determmatlons that are made by the Valid-
ity Court, particularly in the ‘contestable period, would
be provided.. The cost of notifying interested members
of . the public when their names and.addresses can be
‘“‘ageertained through reasonable effort’? % should not
pose too great.a burden on the patentee since he Would
be savmg the costs of . rehtlgatlon 1

.18 See Elsen v. Carlisle.. & Jacquelm, 417 US 156 (1974) mth
respect to the 1mposxt10n of cost.of notifying clasg members.
17 An indication of the current trend, with respect-to the due pro—
cesg. implications . 'of knowledge, is contamed in : Seec.- 205 .of the
Magnuson-Moss Warranty-FTC Improvement Act wherein Sée, 5 of
the FTC Act has beén amended to provide for the commencement of
a ecivil action to recover a civil penalty in:-a district eourt against any
person, partnershlp or corporation which viclates any rule under the
act respecting uinfair or deceptive acts or practices with actual know-
ledge or knowledge fairly. implied, on the basis of chjective cireums-
tances that such act is unfair or deceptwe and is proh1b1ted by the
rule, Moreover, if the Commlssmn determines that an act or practice
is.unfair or deceptive and issues a final cease and desist: order against
¢ gingle company, it may commence a.civil action to obtain a eivil
penalty in g district’ court againhst any person, eté. which engapges in
such act or practice, abhether br not- such person, eic, was subject
to.the order, but, with actual knowledge that such act was unlowful.
The foregemg appears .to provide” & ceagse and desist ordeér without
the participation, of' the defendant in-the proceeding for obtaining. it
—in effect, removing him from a legal process (in which. he formerly
played a part) hased on- knowledge, actual or implied, depending on
whether a cage or rule is involved.

v e e
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It is plain that that suit had for its cause of action the breach
of a eontract or wrongful disregard of confidential relations,
both matters independent of the patent law, and that the sub;]eet
matter of Oppenheimer’s claim . was an undlsclosed invention
which did not need a patent to proteet it from disclosure by
breach of trust. Irving Iron Works v. Kerlow ‘Steel Flooring
Co:, 96 N. J. Eq. 702, 126 A. 201; DuPont de Nemours Powder
Co. v. Masland, 244 TS, 100, 37 8. Ct. 575, 61 L. Ed. 1016.
Oppenheimer’s r1ght was mdependent of and prior to any.aris-
ing out of the patent law, and it seems a strange suggestmn
that the assertion of ‘that I'l"‘ht can. be removed from.the cogni-
zance of the tribunals estabhshed to proteet it by 1ts opponent
going into the patent office for a later title. It is said that
to establish Oppenheimer’s elaim is to invalidate Becher’s pat-
ent. But, even if mistakenly, the attempt was not to invalidate
that patent but to get an assignment of it, and an’ assignment
was decreed. Suits against one who has recelved a patent of
land to make him a trustee for the plaintiff on the ground of
some paramount equity are We_ll known. Again, even if the
loglcal conelusion from the estabhshmg of Oppenheimer’s claim
is that Becher’s patent is void, that is not the effect of the judg-
ment. Establishing a fact and giving a specxﬁc effect to it by
judgment are quite distinet. A judgment in rem binds all the
world, but the facts on which it necessarily proceeds are not es-
tablzshed against all ‘the world, Manson v. Williams, 213 TU.S.
453, 455, 29 S Ct. 519, 53 1. Ed 869, and o‘onversely establish-
ing the facts is not equwaleﬂt loa Judgment in rent,. [Emphasxs
supplied.]*® .

Thus, despite the I rem aspects of DPP vahdlty deter-
minations, prospective infringers would: be protected
with regard to due process relating to the infringement
issue. ’I‘he question. of infringement would not be pre-
declded or foreclosed by va11d1ty declsmns

TaEe INCONTESTABLE PATENT AND DUE PROGESS

The discussion in the prevmus section was concerned
pnmarlly with the concept of in rem.validity or, to- put
it in terms of incontestability, the absolutely incontest-
able patent. DPP, however, does not actually propose
such a feature. The DPP seeks to eliminate, after a
specified period, a defense primarily under 35 USC 103;

18 fd, at 891,

g7
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" Mhe eourts have already considered several of the éle-
ments- basie to the concept of incontestability, in opin-
ions.dealing with collateral estoppel, which &re relevant
in. evaluating the constitutionality of the: DPP incon-
testable patent. - Blonder-Tongue Laboratories, Inc. v.
University of Illinois Foundation,® which abrogated
the mutuality requirement for collateral estoppel when
defensively asserted against a patentee who was a party
to ‘prior litigation, also considered the distinetions be-
tween offenswe and defenswe collateral estoppel the

Opurt sald

Some 11t1gants—those who never appeared in'a prlor actmn——
may not be. eollaterally estopped without litigating the. issue,
'I‘hey have never had a chance to present their evidence and
arguments on the claim. Due proecess prohibits estopping them
desp1te ohie or more existing ad;udleatmns of the identieal issue
which ‘stand squarely against their position. See Hansberry v.
Lee, 311 US. 32 40 (1940} ; Bernhard supra, 19 Cal. 2d at

Wllhng to permlt a defendant in a seeond suit to invoke an
estoppel -against a plaintiff who lost on the same claim in an
earlier suit than they have been to allow a plaintiff in the second
snit, tQ use offenswely a judgment obtained by a different plain-
£iff 'in, 4 priot suit against the same defendant But the case
before us.involves neither due process nor ‘‘offensive use’ * gues-
tions,. Rather it depends on the considerations we1gh1ng for
and agamst permitting a patent holder to sue on his patent after
1\t has onee been held invalid followmg opportumty for full and
fan' tma] #1 .

B Footnote 19 of Blonder—To'ngue Labomtomes cites
vanons law review articles and two cases which per-
mitted the offensive-use of collateral estoppel -against a
party who was also a party to the prior litigation, The

that the presumption of validily would have been-stremgthened. If

the rule change is utilized, will this give the courts more confidence in

the'patent’s validity or result ina better orchestratlon for a Btornder-

Tongué rationale? - ;
20402 U.8. 313, 162 USPQ 518 (1971),
217d, at 329-30, 169 USPQ 520.
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... Nor ig there any constitutional bar to the conclusions herein
reached. The defendant has had its day in eourt on the issue
of liability before a jury. And due process is not a one way
street.” It might be supposed that the plaintiffs have some rights
1:0 some day have a determination of their rights2¢ _

The justification for the use of offensive colla.teral
estoppel against a party to the prior action seems to
have been based on a combination of three factors: (1)
extengive trial and pre-trial time devoted to-the deter-
mination of the liability issue, (2) thorough considera-
tion of all relevant questions, and (3) no new or addi-
tional evidence produced. In patent cases considerable
trial time is usually requzred too, ag pomted out by the
Court in Blonder-Tongue in its economic JuStlﬁG&thﬂ
for the imposition of collateral estoppel; and a prior
action on a patent generally would have been prosecuted
thoroughly because patent suits are, in most cases, vigor-
ously and extensively pursued by both parties. ThlS is
partly to properly educate the judge, although patent
cases have been assigned to judges because of their 1n-'
terest or knowledge about the subjeet. '

There is one very ev1dent and SIgmﬁcant difference..
Offenswe collateral - estoppel  has been applied only
against a party to the prior suit, whereag w rem validity.
and the “‘incontestable’’ patent under DPP would be ap-
plied against parties not so privy. But this difference
can be minimized because the feature of dune process
stressed by the courts in offensive collateral estoppel
cases is the fairness deriving from the thoroughness with
which the previous action had been prosecuted and the
lack of additional evidence. I'or example, if United were
only sued by one passenger who did not thoroughly liti-
gate liability because of the small stake involved, sub-
stantial unfairness would result if United were precluded
from relitigating its liability in a second suit, where the

24 Id, at 729,



“January, 1978, Vol. 60, No. 1-

be heard in his defense; and actnal notice hag been held
inadequate where it did not. give the defendant the .op-
portunity fo be heard.- However, the government may
impose :certain conditions as prerequisite to a hearing
which may even be oppressive in particular:insfances.
Moreover, the Supreme Court has held that the due
process clanse. does not prevent the development of new
procedures and that it will determine whether they meet
the standards. :

. Different results Would often be achleved 1f rehtlgatlon
W_ere permitted; collateral .estoppel, offensive or defen-
sive, encourages fairness by reducing the chances that
one party will be held liable on a particular: issue and
another not. . There is no reason to assume that a first,
second or third judge of approximately equal caliber.is
able to decide the issues more competently. Any one of
the courts are as likely to be right as any other. If in rem
validity were accepted on a_,somewhat similar basis as
““em rem invalidity’’ is under Blonder-Tongue, the valid
patent would achieve the security for the patentee from
relitigation equivalent to that now enjoyed by infringers
of patents held invalid but once. HExperience has.demon-
strated that this security ean be significant. . Although a
foll and fair opportunlty must have been had to- lltlgate
the issues. in the. prlor case, the. court has stretched a
pOmt to give the. prior. mvahdlty declslon precluswe
effect.?”

. Pursuant to the 51:11 and 14th, amendments to the 0011-

t1tut10n, due process functions as. a broad 11m1tat10n on
all; arbitrary or unreasonable activities: of the govern-
ment. Because of its amorphous character, judicial con-
structlon depends on the circumstances of the. case and
the political, social and economic situation. of the period
in which the case oeccurs, Thus, the meaning of due
process depends on the type of case and the societal pres-
sures-of the moment.. Although the Supreme Court has

27 See reversal ‘by 8¢d Circuit of the 1974 W.D. .of Pa. decision in
Kaiser Industries Corp. v. Jones & Laughlm Steel Corp, 515 F2d
964,-185 USPQ 848 (8rd Cir. 1976). : e



January, 1978, Vol. 60, No. 1

fendant collaterally estopped from introducing further
evidence on the issue of liability for breach of a provision
in a.collective bargaining eontract which required the
defendant to recognize seniority and reemployment
rights of relocated employees The plaintiffs had not
been parties to the prior suit, and the court analyzed the
issue of collateral estoppel as follows: -

Desplte.the difference in parties plaintiff, we would entertain
no doubt that the construetion of the eontraet anncunced in the
appeal in the Zdanok action, to which we adhere in that action,
ought be applied in the Alexander action also, if ‘‘the case’
remained the same in other respeects. Smce the doctrine of the
law of the case is addressed to the court’s ‘‘good sense,’’ we see
no reason why it should be peremptorily excluded because of
the presence of new parties when the party against whom it ig
invoked was fully heard on a prior appeal, any more than that
it must be rigidly applied whenever the parties remain the same.
The construction of a contract has long been recognized as the
type of issue ‘‘that is particularly vulnerable to law of the case.’
Note, Law of the Case, 5 Stanford L. Rev. 751, 759 (1953) citing
Leese v. Clark, 20 Cal. 387, 418 (1862), Ghdden was given the
opportunity to make its argument on the eonstruction of the
contract and took full advantage of it. While the Alexander
plaintiffs were not parties to the Zdanok action, it is clear that
everyone expected their rights to be governed by the court’s
interpretation of the contract in that test case. Thus for the
purpose of holding Glidden to the law of its case, we would see
no unfairness in proceedmg as if the Alexander plaintiffs had
been parties to an aection which was expeeted to settle their
rights—again assuming that ‘‘the case’” was still the same.

This brings us to Glidden’s argument that hecause of the addl-

tional ewdenee which, it urges, was surely received with pro-

przety in the Alexander action, the latter was not the same
case” as that .on which we previously ruled.?®

. But we hold that in the Alexander action also the new evi-
dence ‘should not be considered. .

The reason for this lies in the prinejiple somewhat undeserip-
tively eaIled “eollatera,l estoppel” .20

29 Id, at 953.

80 fd. at 954, This statement seems to be somewhat misleading. The
acquisition of new evidence should be considered as reason for ques-
tioning the application of collateral estoppel, unlegs there is gufficient
reason, as the court found in this case, against its consideration in
a second action.

— 45
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railroad: type of situation, where the party against whom the.
plea is asseried faces more than two successive actions,”” or (2).
where “‘by reason of his former adversary’s possession of the
initiative,”’ ‘he has not ‘‘had a full and fair opportumty to
litigate the' dssue effectively.”” Here Glidden’s opportunity to
Emgate the Zdamok case was both full and fair. New York was
an .entirely reasonable forum for litigation .of 'a contract made
in- New York with respect to residents of New York Workmg in
a:New York plant; as between state and federal courts in New
York, Glidden, in its Zdanok case, had the forum of its choice.
Although the plamtlffs are numerous, and could conceivably, by
careful tlmmg of their complamts have subjected Glidden to
sueh a series of actions ag poged in Professor Currie’s railroad
case, such a course offers little advantage where the matter in
issue is not a factual question of negligence subject to the vary-
ing appraisals of the facts by different juries, but the construe-
tion of a written comtract by a judge. Needless to say, nothing
in the result of Zdanok turned on personal sympathy or any
other consideration relating specifically to those five plaintifis
as distinguished from the other employees. And Glidden can-
not reasonably argue that it was unfairly surprised by the entry
of the Alexander plaintiffs into the lists .after judgment in
Zdanok or that it would have defended more dlhgenﬂy if the
two actions had been ecombined from the outset.

The Zdrmok Litigation was prosecuted by Gl@dden 'mth ths
utmost vigor, wp to the Supreme Court of the United States. The
Alexander action in the state dourt was known by everyone to
be lurking in the wings; it was mentioned in Glidden’s brief in
this court, p. 2, in its petition for rehearing, p. 8, and in its
petition for eertiorari, p. 4. Since both the Zdanok and Alex-
ander actions. present guestions of federal law, we are. free to
follow our own conceptions as to the effect of the judgment in
the former on the latter, see Currie, supra, 9 Stan. L. Rev. at
301, fn. 40, and need not decide whether this would also be true
if federal Jurlsdlctlon in either or both actions rested on diver-
sity alone. Cf. Kern v. Hettinger, 303 F2d 333, 340 (2 Cir.
1962). [Emphasis supplied.] %2

i Bernhard and Hansberry v. Lee®® were cited by the
Supreme Court in Blonder-Tongue for the proposition
that due process prohibits. estoppmg those ht1gants who

3274, at 956.
. 38311 U.S. 32 (1940).
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into the Lanham Trademark Act® in 1947 and its in-
corporation is considered a major legislative accomplish-
ment. To make incontestability acceptable certain limi-
tations were imposed on its utilization.

In like manner, to make patent incontestability more
acceptable, certain factors are introduced in DPP and
certain interests accommodated. ¥or example, (1) DPP
proposes a Validity Court that would make validity de-
cisions at a judicial level and, therefore, reduce the like-
lihood of a second decision in a court, if (as under other
opposition-cancellation proposals) 37 the first reexamina-
tion were to be mandated to the Patent and Trademark
(PTO) Office; (2) DPP programs rapid action (the
seientifically positioned cut-off for contestability is based
on a statistical study of the actnal use made of patented
inventions issued by the PTO); (3) the small man will
be benefited by being able to avail himself of the short
term patent with a correspondingly reduced period of
contestability; (4) all :patentees will remain subject
throughout the life of the patent to their own previous
actions, and to anticipations—like the case of the lost
art, the benefit to the publie by the eventual repose of
litigation in DPP, on the guestion of unobviousness, is
based on a balance between a real and a technical inter-

" pretation of the public interest; and (5) possible in-
equities to patentees resulting from inordinately delayed
action of knowledgeable parties will be rednced.

Although frand and antifrust malfeasance can be
raised under the Lanham Aect and DPP at any time to
challenge incontestability, the removal of unobviousness
ag a factor in a patent suit makes the DPP proposal of
considerably greater moment to the security of the pat-
ent grant than Lanham ‘‘incontestability’’ to the TM
right. Sinee unobviousness is treated by the courts as
a matter of judgment—and entirely subjective by

88 15 U.8.C. 1051, at § 1085.
37 See b6 JPOS 533 ef seq.
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‘Some of the lack of clarity in the Lanham Act may be
due o the capability of common law trademark rights,
which must be acquired by use, to exist independently of
registration. Indeed; it is required that registration of
a mark be based on its existence under the common law
of the states. As the Diestér case indicates, ‘While it
[Lanham Act] may create some new substantive rights
in trademarks, unless the trademarks pre-exist there is
nothing to be registered.”’ # Although there are consider-
able advantages in registration such as provision for
constructive notice and prima facie evidence of exclusive.
right to use registered marks, it is well known that not
all trademark owners utilize the federal registration
statute. However, despite differences in the protection
provided by the Lanham Aect with: that of the common
law, the Act is grounded in that law.

A perceived or mistaken dichotomy between the ob-
jectives of the common law and statute may account for
Section 33(b) of the Act which set forth the limitations
on the evidence of conclusiveness of the incontestable
mark.in litigation in terms of defeets or defenses which:
do not entirely coincide with the defects.in marks for
which cancellation is available at any time in the PTO
under parts of See. 14(c) and (e). The defense set forth
in Sec. 33(b) (7) that ‘‘the mark has been or is being
used to violate the antitrust laws of the United States,’”
may also be due to the disjuncture of common law and
statute. Moreover, incontestability appears to be
further limited by Sec. 18, which empowers the Commis-
sioner to determine the rights of the parties in inter-
ference, opposition and concurrent use proceedings, and
by the power of the courts in See. 37 to *‘rectify the
register,’” which is only limited by the phrase ‘‘with re-
spect to the registration of any party to the action.”
Sec. 18, expressing the inherent administrative author-
ity of the Commissioner and Seec. 37, expressing the

88 In re Diester Concentmtor C'o Ine., 129 USPQ 314, 323 (CCPA.
1961). : ' :

— 51—
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ability by the judiciary of these decisions (because ren-:
dered by a judicial tribunal); and also avoid problems
on the relation of a similar or related PTO and court
function where their respectwe ;jurlsdmtlons might ap-
pear to conflict or overlap. -

Pos'r SGRIPT

Experlence Wlth the mcontestablhty prov1smn in
trademarks indicates that acceptability in the broad
Sense, which would include constitutionality and: econ-.
omy, is a.key factor. If legislators, and those interested
people who have their ear, or experts their confidence,
are generally convineed that a variety of the mcontest-,
able patent is in the private and public interest it will be:
enacted into law in a way that will work, particularly if
those who are charged with carrying it into effect are
not too hobbled by an unfortunate legislative compro-
mise or poor statutory draftsmanship.

Proposals for an incontestable patent have been made
before and each has had its own enthusiastic supporters.
However, the concentration on a plan of procedural
changes to minimize the hazard of unobviousness pri-
marily, based on an overall plan that would take the pat-
ent validity burden from the general courts and appor-
tion it among the Patent Office, a new special eourt, and
the interested public, while retaining the fundamental
substantive features and objectives of the system is
unique to DPP, Basically, the proposal seeks, in a fair,
reliable and legal manner, to redress the patent litiga-
tion vahd1ty—1nvahd1ty balance which presently appears
to be unduly shifted in the direction of 1nva11d1ty Even
modest progress in this purpose would be in the best in-
terest of inventors and of the system under présent con-

ditions, and in the public interest of the country for the
long term.

—53—



Situations "Available

- PRIVATE PRACTICE— Washington, DC Patent Law Firm needs
either atforney, agent or trainee for preparation of electrician,
electronie and mechanical patent applications. Only an indivi-
dual with H.E. degree will be considered. Send resumé to Box
No. 101, January JoURNAL,

PATENT ATTORNEY: Young, dynamie, and fast growing Chicago
firm requires an attorney of exceptional ability with a minimum
of two years experience in the preparation and proseeution of
electrical and mechanical patent applications. The position will
also involve participation in all phases of intellectual property
practiee, including extensive general patent counseling, licens-
ing litigation, and foreign prosecution. Salary open and future
partnership contemplated. Hosier, Niro & Daleiden, Ltd., 135
South La Salle Street, Suite 640, Chicago, Illinois 60603,

DIGITAL EQUIPMENT CORPORATION, the world’s largest manu-
facturer of minicomputers, seeks a creative and hardworking
lawyer for its small but growing Patent Department. The posi-
tion involves all areas of patent practiece with responsibility for
intellectual property matters arising in assigned divisons of the
Company. Approxzmately two years experience with a BEER
and/or experience in the computer field are required. Xach
candidate must possess membership in a state Bar and be
registered to practice before the U.S. Patent Office. Please do
not call, but forward resumé and salary history, in confidence,
o T. C. Siekman, Patent Counsel, Digital Equipment Gorpor—
ation, 146 Main Street, Maynard, Mass. 01754.

NEW YORK CrFTY patent law firm with multinational clients
seeks patent attorney eapable of independent work in sophisti-
cated eleetrical and electronie fields to join partnership upon
having proven himself. Accurate comprehension of written Ger-
man required, preferably also knowledge of French. Apgent
planning to become attorney will be considered. Box No. 102
January JOURNAL.

LEADING SOUTHERN CALIFORNIA patent firm seeks patent at-
torney with two-three years patent experience; elecfrical. or
physics background preferred. Must be a member of the Cali-
fornia Bar and Patent Bar. All responses absolutely confiden-
tial. Box No. 103, January JourwaL,

MASSACHUSETTS law firm needs patent attorney for prepara-
tion of sophisticated mechanieal and electronic patent applica-
tions. Only individunals with at least two years prosecution ex-
perience will be considered, mechanical engineering hackground
preferred. Position includes responsibility for substantial pat-
ent prosecution and opportunity for counselling and licénsing,
Salary opern. All replies treated confidentially. Send resumé
to Schiller & Pandiscio, 60 Hickory Drive, Waltham, MA 02154,



Special

JAPANESE TRANSLATIONS into, English.. Free brochure. Thomas
‘Wilds, 16D Weavers Hill, Greenwich, CT 06830. (212) 986-2515;
DAVID P. WALSH ASSOCIATES~—PATENT DRAFTING RERVICE Est:
1950, now located in Patent Center at Crystal City. Complete

services available. Suite 900, Century Bldg., 2341 dJefferson
Davig I-Iwy Arlington, Va. 99902, Call (703) 920-8980.

i

FOR SALE TU.8. Official Gazettes—1968 to present—$100.00 per
yearlry set or $2.00 per copy plus shipping. Box No. 171,
January JOURNAL.

. - 7

. PATENT DRAFFING—F'ast, accurate and reliable all phases of
drafting and technical illustrations. Wells and Associate, Suite
233, 2121 P. St, N.W., Washington, D.C. 20037. Phone
785-5192. _ E ' : S .

-t-

FOR SALE: Bound U.8, Patent Indicies for years 1790 through
1957 (total of 88 volumes). Some should be re-bound even
though the original bindings are still functional. $400.00 plus
shipping per your selected earrier. Write: LON H, ROMANSKI,;
210-14 N. Mitchell Street, Cadilac, Michigan 49601,

-—.—-

FOR sALE: USPQ vols. 25 to 64 inel. and 108 to 134 inel. Box
No. 172, January JOURNAL.

i

LOOKING FOR THE BEST TRANSLATIONS POSSIBLE FOR YOUR
PATENTS, TECHNICAL AND SCIENTIFIC PAPERS,
BUSINESS CORRESPONDENCE?

WE CAN DO IT!

HEMISPHERE
‘TRANSLATION SERVIGE

2216 Charwood Dr.,  Wilmington, DE 19810  (302) 475-1618




Special

RJST PUéLlSHED BY VPA'.I.'ENT MATERIALS P.UBLiSH!NG CO.!
THE ONLY GUIDE TO PATENT SEARCHERS

an essential’ publication for all practitioners - -

This new Directory includes for each of the
more than 40 registered patent attorneya mnd
agents who are listed—

* Areas of Sesrch Specialim?tinn
* College m;l-d Law Schm.ll Backgrounds
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;I;;]:er;%:u a!éxdo fruwitlh.(miz‘?r zér;nznﬁgsd;at? consideration, submit
m [1:} -t

Dur chients pay ol fe 87, n complete confidence.

PERSCRNEL COUNSEL AND LEGAL PLACEMENT

m KEITH RuEs & ABSOCIATES, INC.
150 NORTH WACKER DR. « SUITE 1700 « CHICAGO, ILLINDLS 60605




Special

EMPLOYMENT
- 0PPO RTUNITIES

- We serve established industrial and com-
mercnal corporations and prestigious private
law firms offering partnership potentlal
Our clients have extensive requirements for
attorneys at this time. These opportunities .

“are in most major cities; coast to coast. |

All inquiries are treated in the strictest cbn-
fidence and interested candidates are in-
vited to call or send us a detailed resumé.

Specrallsts in Recrml'ment and Placemen{'
' in the Legal field
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Chicago, Illinois 60611 Los Angeles, CA
{312) 642-6000 (213) 5530200

or
Toll Free 800-223-9826

Wells Liegal Search, Ine. is offering a unigne
opportunity to Patent and Trademark Attorneys
thronghout the country. Qur highly confidential
service, which allows Attorneys to investigate
only those specific openings that they wish to
pursue, is now available in New York, Los An-
geles and Chicago. o

~ Attorneys seriously considering relocation may
now consult with us in New York to investigate
corporate and law firm employment opportuni-
ties in the East, Midwest or West coast regions.

',_Whether your desire is to relocate or merely

- geek alternatives within your present location, we :
invite you to contact by mail or telephone Mr.

~ Bteven Ross, Director of Patent and Trademark
Recruitment, in our New York office.
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- Attorneys

Discover what
career opportunities
~are available from
coast to coast

We will save you valuable time, without com-
promising your present position, by evalua-
ting your immediate and long-range career
objectives in direct correlation to the employ-
er’s job specifications and potential.

- All Inquiries Assured Absolute Confidence -

—Fe Invite Yau To Contact Us Directiy—

Mr. Richard K, Porter (212) 421.2300

Karqusive Fice President
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515 Madison Avenue, New York, N. Y. 10022




Special

Ga/[ tlze expert.s.
GREEN INDUSTRIES
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,‘Em‘ve_iopes and. filing materials
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Situations Wanted

PATENT SEARCH WORK, part time, sought by Patent Agent
located in the D.C. area. Former patent examiner with over
10 vears total patent experience, with primarily meehanijeal,
electromechanical, and physies background. Reply Box No. 131,
January JOURNAL.

iy

PATENT ATTORNEY—Hixperienced in Chemical/Mechanical arts,
desires patent work from attorneys—preparation of patent ap-
plications and/or proseeution. Box No. 132, January JOURNAL.

-

PATENT AND TRADEMARK ATTORNEY in Wash., D.C., approaching
retirement would like to form an association with younger but
established D.C.. attorney, who could continue the trademark
practice, which is the major part of it. Box No. 133, January
JOURNAL. . :

-

PATENT COUNSEL, with chemieal and mechanical background,
offers ten years’ experience in all aspects of intellectusl _prop-
erty law; seeks a position of independent responslblhty in the
Northeast Box No. 134, January JOURNAL.

-

PATENT ATTORNEY—4 years experience as Patent Examiner,
and 13 years of corporate experience in eleetromechanical arts,
with emphasis on copier/duplicator field. Seeks challenging
position with corporatior or law firm. Member of New York
and D.C, Bars. Box No. 135, January JOURNAL,

—p

EX PATENT EXAMINER U.8.8.R. age 30, 5 years experience in all
phases of patent practice in TU.8.8.R. Mechanical engineer.
Speaks and writes English. Desires any position in patent prac-
tice or training. 8. Naiman, 5620 N. Kenmore, Apt. 308,
Chicago, I1l. 60660. .

u



Journal of the Patent Office. Society

Tre Parent Orrice SociETY ANNOUNCES
' Tee SixtHE ANNUAL -
Joserr RossMay MEMORIAL AWARD ‘

For THE BEST ARTICLE PUBLISHED IN THE JOURNAL
Bmwxmn Juny 1977 axp JunEe 1978 on a Toric oF
IMPOBTANCE TO THE PATENT SYS'I‘EM .

Amount of Award Five hundred dollars

Ehg1b1l1ty_. Al articles appearing in the Jour-
' nal of the Patent Office Society
during the period beginning with
. the issue of July 1977 and ending
with the issue of June 1978 auto-
matically will receive consider-
ation for the award. All authors
are eligible without regard to
membership in the Patent Office
Society or employment by the
Patent Office.

Procedure: The selection w111 be made by a
' panel of three 3udges The award
will be presented in the fall of-
1978. In addition to the monetary
award, an appropriate certificate
will be presented.

The Joseph Rossman Memorial Award was founded
in honor of Dr. Joseph Rossman, 1899-1972, former
Editor-in-Chief and frequent contmbutor to the Jour-
nal. The award is given annually and is supported
by the Patent Office Society and by friends of Dr.

Rossman and the Society. Any inquiries concerning
the award should be addressed to the President of
the Patent Office Society, Box 2089, Fads Station,
Arlington, Virginia 22202.
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equity power of the court, could be interpreted as ex-
plicit sanction for challenges to the incontestability of:
the mark. S i

There are resemblances in the manner in which incon~
testability is utilized in the Lanham Trademark Act and
the proposal for patents under DPP, but of greater prae-.
tiedl significance are the.differences. First, a likeness:
The cancellation of trademarks after a five-year period
of registration under See. 14 and, in like manner, the:
attainment of incontestability under Seec. 15, can only be:
accomplished by acts of commission or omission by the
registrant, except where the ‘‘mark becomes the common
deseriptive name of an article or substance.”” This is:
similar to the provision for the continuing vulnerability:
to challenge of an incontestable patent under the pro-
posed DPP after the contestable period, based on the
patentee’s own acts-or failure to act. An example of an
important difference derives from the above mentioned
common law and statutory dissimilarities: Judges have
in certain cases ** decided that the trademark incontest-
ability provision is intended solely to protect a registrant
from having the registration eancelled, and not to enable
the registrant to enforce it—despite the fact that 33(b)
states that an incontestable mark is ‘‘conclusive evidence
of the registrant’s exclusive right to use the registered
mark in commerce or in connection with goods,’’ and
sets forth seven defects which are declared to be de-
fenses for one who has infringed the TM. With regard
to patents, DPP proposes a Validity Court composed of
judges with both legal and fechnical {raining who have
had considerable experience with industrial property.
This would avoid decisions based on a lack of technical
knowledge or up-to-date information, assure the aceept-

40 Soe McCarthy, Trademorks and Unfair Competition, § 32:44.
Although John Morrell & Co. v, Reliable Packing Co., 205 F.2d 814
{7th Cir. 1961), the seminal case holding that the incontestability
provision was intended to protect a registrant defensively and was not
intended to be used offensively in an infringment action, has not been
followed in recent cases, the danger of misinterpretation persists.
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some-—-the early removal of this relatively amorphous
standard will prov1de the public with a clearer chart of
what remains in the public domain. The Judgment of the
courts, of course, would continue to be exercised in cases
based on (1) the patentee s own invalidating actions, (2)
anticipations, and (3) peripheral distinetions where the
difference between novelty and unobviousness may be
somewhat blurred.

There are primarily five provisions that are referred
to in the literature as dealing with incontestability in
the Lanham Act: Secs. 14, 15, 18, 33(b), and 37, particu-
larly 14, 15 and 33(b). Unfortunately, there is a lack of
clarity due to an overlap in PTO and court jurisdiction
and some inconsistency in PTO and court criteria. More-
over, the standards for incontestability under Sec. 15
seem go Hitle different from those for ordinary protee-
tion against cancellation under Sec. 14, or it appears the
concept of incontestability is intended to be limited ap-
proximately to that of cancellation. Although this may
be questioned, it could have unexpected effects.®®

Section 15 of the Lanham Act is entitled: ‘‘Incontest-
ability of right to use mark under certain conditions””
and provides that except (1) on any ground for which an
application to cancel may be filed at any time under sub-
sections (e) and (e) of Seetion 14 or (2) the use of a
registered mark infringes a valid right acquired under
the law of a state by use of a mark prior to the regis-
tered mark, a registration becomes incontestable if an
affidavit is filed alleging five years of continuous use
after registration and there is no adverse decision or
pending proceeding in the PTO or the courts relating to
the registrant’s right to the mark. Thus, after five years
of registration (or comtestability) the mark has prac-
tically the same protection against cancellation in the
PTO as an incontestable mark.

88 See note 40, infra, and accompanying text.

—50—
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did not appear in a prior action “despi'te one or more:

existing adjudications of the identical issue which stand
squarely against their position.”” The Jushﬁcatmn was

the usual confusion of the opportumty for their positien
to be heard with their lack of opportunity to be present
to state ‘‘their evidence and arguments on the claim.’”

As previously discussed, if “‘their eévidence and argu-

ments’” were already fully presented, the court may well

feel that it would not be a denial of due process to dis-

pense with a reiteration of the prior presentation, de-
spite the personal touch that might be expected from:

those who did not appear in the first action.

Although counrts may be reluctant to accept oﬁenswe
collateral estoppel against a party not privy to the. prlorj
action, especially in patent cases,® the nature of the in-

coﬂte’stable patent under DPP should lessen its impaet

as a constitutional question. To give potential mfring--
ers a reasonable opportunity to be heard, DPP (1) pro-
vides a contestablhty period (its duratlon based on em-

pirieal information, developed by.The PTC Research
Instltute), (2) eliminates, primarily, 35 USC 103 as a
defense in the incontestable period, (3) advocates aug-
mentation of PTOQ personnel and decumentation to in-

crease eﬂieleney (wherein certain :applications are -al-

ready subject to challenge before issue), and:(4) in-
corporates the current liberal interpretations of ““case
or controversy’’ to permit easy access to the court by
meang of a Declaratory -Judgment actmn partlcularly
durmg the contestable period.® - :

PRECEDENT FOR INGONTESTABILITY IN AMEBIGAN
IxpusTtRIAL ProPERTY LAW

* The concept of incontestability is not new to Ameriean
law: relatmg to industrial property It was mtroduced

'8¢ See Boutell V. Volk 449 de 673 (10th Cir. 1971) Berner v.
Commonwealth Pacific A1r11nes, Litd., 346 F.2d 532 (2nd C1r 1965) 3
Bruszewski v. United States, 181 F2d 419 (8rd Cir. 1950),.cert.
denied, 340 U.S. 8656 (1950); but see Columbia Broadcasting ‘System
Ine. v. Zenith Radie Corp., 185 USPQ 662 (N.D, IIl, 1975).

35 Sce text accompanying note 1, supra.
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A more serious question is whether the Bernhard [Bernhard v.
Bank of America, 19 Cal. 24 807, 811-813, 122 P, 24 889, 894-5
(1942)] eriteria should be applied so generally in favor of per-
sons not parties or privies to the earlier judgment as that opinion,
stated. A penetrating article by Professor Brainerd Currie
[Mutuality of Collateral Estoppel: Limits of the Bernhard Doe-
trine, 9 Stan. Ii. Rev, 281, 284 fn 6 (1957)], while heartily ap:
proving what had been decided in Bernhard and most of what
was said there, suggested the opinion had stated the prmc1ple
'too broadly. He distinguishes between a stranger’s ‘‘ defensive®’
use of a prior Judgment which he thinks proper rega.rdless of
mutuahty, and ‘‘offensive’’ use, which he thinks genera]ly im-
proper in the absence of mutuahty The evils of such ° ‘offen-
sive’’ use are illustrated by the case of a railroad accident in.
Juring 50 people who bring separate successive actions. The
railroad can achieve no benefit in future actions from suceessful
defense of the first 20, Yet, under the letter of the Bernhard
‘opinion, a loss in the 21st round perhaps resulting from a jury
compromise out of sympathy for an appealing plaintiff, would
bind the.railroad for the remamlng 29. Currie’s understandable
.behef that something was wrong in that picture proved persua-
sive to a distriet. court of appeal in California which, citing his
article, refused to allow other persons injured in an automoblle
_eo]llslon to avail themselves of a prior plaintiff’s judgment,
Nevarov v. Caldwell, 161 Cal. App. 2d 762, 327 P.2d 111 (1958),
and the Cahforma Supreme Court demed hearing, Justice
Carter alone dissenting, 327 P.2d at 122. New York also takes
this view. ' Elder v. New York & P. Motor Express, Inc., 284
N.Y. 350, 31 N.E. 2d 188, 133 AL.R. 176 (1940). Contrast
TUnited. States v. United Air Lines, Inc., 216 F. Supp. 709, 725
(D. Nev. 1962) [judgment agamst airline in consolidated cases
of 24 plaintiffs after 15 week trial held eoncluswe-but au'lme
1nd1cated it. had no:additional ev1dence] 81

And the court continues:

We find the instant case to be falrly distinguishable from the
California -and New York decisions just cited and to warrant
application of the Bernhard principle Irofessor Currie_iée-
ognizes that his ‘‘offensive-defensive’’ distinetion js simply a
rule of thumb that will usually achieve the right result, and cox-
cludes, supra, 9 Stan. L. Rev. at 308, that the abandonment of
the mutuahty requirement is sound except (1} ““where the re-
sult would be to create an anomaly such as would oceur in fhe

8114, at 955-6.
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grounded the concept of due process on the common law
of England in effect in the states when the Constitution
was adopted, the court has also recogmzed the need for
progress and has sought improvement in a manner de—
signed to be fair and to do justice.

 In the case of in rem validity the second defendant wﬂl
be bound by a prior judgment of validity only after a
full and fair litigation of the issues, both procedurally
and substantively, that should fully satisfy the current
eoncept of due process. An example of the current con-
notation of due process appears in the ubiquitous class
action suit' where an entire class may be subjected to a
judgment without actual notice to all members. The class
action analogy is' particularly pertinent where the de-
fendants constitute the class, as in patent class actions.
Although courts have been somewhat reluctant to permit
actions where defendants are the class because they are
subject to adverse assessments not encountered in plain-
tiff class actions, where notice and representation are
considered to be adeguaie courts are more hkely to
accede.

- Under DPP the defendant is subgect to a “relatwely”
incontestable paternt since 35 USC 103, primarily, is
eliminated as a defense, Moreover, the patent must have
survived PTO prosecution, which might have included
third party participation, and endured a contestable
period when prospective infringers would be accorded
a reasonable and fair opportumty to exercise their rights.
Their failure to do so would amount to an estoppel by
conduct since defendant’s omission to act durmg the
period of contestability induced the patentee in good
faith to rely on such inaction and to believe certain facts
as a reasonable consequence thereof.

The second case cited in footnote 19 of Blonder-Tongue
dealt with offensive collateral estoppel in a slightly dif-
ferent context. Zdanok v. Glidden *® affirmed the district
court’s summary judgment for plaintiffs, holding the de-

28 827 F.2d 944 (2d Cir. 1964), cert. dended, 377 U.5./084 (1964).

44
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stake involved was very ‘much. larger 25, or: add1t1onal
evidence was adduced. : -

- Thus, the apphcatlon of oﬁenswe collateral estoppel
rationale to the in. rem Val1d1ty aspect of the ‘‘incontest-
able?’ patent would requlre a further liberalization of the
concept. of due process in that a patentee would be per-
mitted to raise the bar against a defendant who was not
a party to the previous lawsuit. The claim for similar
judicial tolerance is compelling where the defendant re-
lies on no new, different or additional evidence the
stake of the defendants in the first and second lawsuits
are approximately the same, and the issues are -thor-
oughly litigated by the first defendant In the United
Air Lines case the issue of liability was. eoneldered to
have been ‘litigated to the hilt’’; likewise, in the -case
of in rem. validity the legality of the patent property
would usually be thoroughly tested. Therefore, in. ac-
cordance with due process standards set forth ‘in .the
United case there appears to be equal reason not to dis-
criminate in favor of the second defendant in the patent
case.

‘While due proeess is personal in the sense that the
sécond defendant should not be denied an opportnmty
to be ‘“heard,” it does not necessarily follow that ‘the
second defendant must haye been a party {or in privity)
in the prior lawsuit. It is true that the reason for re-
quiring Judlelal proeeedmgs to take place only on'notice
to defendant is to glve the defendant an opportumty to

25 In- a sgeries of emplrlcal surveys conducted ‘by 'I‘he PTC Research
Institute on cost factors in patent litigation, most respondents felt
that thére was a relationship between the use of a particular procedure
(e.g.; diseovery) and the stake involved; and the greater the possible
ﬁnancw.l losg, direct or indirect, the more likely the client would allow
for greater ‘expenditures. See Harris, Chuppe, and Tri, “An Emp1r1ca1
Study of Cost Factors in Patent:Litigation,” 15 IDEA 4, p. 528.:

268 In actions. commenced in the contestable period, the district. court
would examine the prior art in each case In which it was ‘allegéd
by a defendant that a patented invention would have been obvicus:in
view of such art and decide whether that pricr art had not previously
been before the Validity Court. The district court would also deter-
mine whether the thoroughness of a previous determination warranted
another referral to the special court.
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first case was United States v. United Air Lines, Inc., 2
which involved a mid-air collision between an airline
passenger plane and a military aireraft. The liability
of the airline was first. litigated and established in an
initial group of suits brought in California by the heirs
of certain passengers; and the court in the second group
of cases collaterally estopped the airline from denying
liahility because the issue had already been.so thorough-
ly litigated. In grantlng summary Judgment for the
plaintiffs the court stated: N

" The first of the above stated questlons is: ““Was the lssue de-
cided in the prior adjudication identical with the one presented
here?’” The thing to be litigated here, aside from damages, is
the issue of liability of United Air Lines to the plalntlifs whose
decedents were passengers of United Air Lines. The issue of
liability of United Air Lines to the passengers on the plane- was
litigated. to the hilt, by lawyers of the highest competence in
their field, in the trial of the 24 cases at Los Angeles. The trial
on that issue before a jury eonsumed the better part of 15 weeks.
The pre-trial conference on the issue of liability took six days.
The conference on Instructions concerning liability alone took
seven full days, and counsel were heard at length on all objee-
tions. Argument to the jury took four trial days. The trial
was commenced almost four years after the accident occurred,
50 that all of the parties had ample time for discovery Whlch,
under any sensible rule, forecloses the possibility that United
Air Lines wouid be able to produce any new or different evidence
. which mlght change the result from the one obtained in the 24
cases against United Air Lines tried to a jury in the Southern
District of California before the undersigned Judge, who also
tried the Cross-claims of the United States and the United Air
Lines against each other, and entered judgment thereon. More-
over, United Air Lines has not only failed to indicate that it
hag any new, different, or additional evidence, but it has also
aﬁrmatn‘rely mdmated 'that it has none,28 :

And the court went on to refer d1rect1y to the Constltw
tmnal question: . ‘ : _

- 22216 F, Supp. 709 (ED Wash. 1961), aﬁirined with regard to
res judieata sub, nom. United Air Lines, Ine,, v. Wiener, 335 F.2d
3723 3134-40'? (9th Cir. 1964), cert. dlsmxssed 379 U8, 951 (1964)

at 728,
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it retains certain other defenses, such as the: statutory.
bar under 35 USC 102(b): -In essence, the DPP virtual~
ly ehmlnates, in-a fair and practical 'way, the most diffi-
cult issue relating to validity: obviousness. This issue
has caused. most .of the uncertainty judges, patentees;

" and - prospective: infringers :have: expenenced W1th res

spect to the standards of patentablhty

~Compared with other periods in the laW for hmltmg
legal action, that for eliminating the defense of obvious-
ness . (and certain other defenses) after a period of con-
testability offers.. considerably. more - flexibility. The.
complele bar to the assertion of elaims against a person
beyond the date for filing des1gnated inthe usual statute
of limitations demonstrates this. difference dramatlcally
In both types. there is a contestable period in which &
claim can be made; however, while no specified . claim
can be asserted (in the absence of fraud -or concealment)
beyOnd the period demgnated in -the usual statute ‘of
limitations, the DPP is primarily directed to ellmlnatmg
the. defense of .obviousness. Furthermore, an incontes-
table’ permd -places the prospective infringers, in a sense;
on an:equal fooling with a patentee who'can revise the
patent speclﬁcatlon or claims only by means of the rela:
tively strict reissue procedure, limited to an moperatwe
or invalid original patent due to error Wlth()llt any de-
eeptxve mtentmn 10 : i

192 The recent 1maginat1ve change made in the rules of the Patent
Exanunmg and Appeal ‘Procedure relatihg ‘to’ patent reexammatmn
via reissue, enabling a  patentee to have the PTO-.examine newly
surfaced art before committing himself to a statement on the error
and the resulting inoperativeness or invalidity by reason of a defective
specification, doea offer an opportunity to rétest validity in the Office
prior to meeting these statutory requirements, There is some ques-
Hion, however, a8 to the legality of this innovative use of the reissue
statutory provision.  Furthermore, the basic: question remains whether
the reissue procedure iz the.way that would most relieve the under-
Iying problem of continued validity msecurlty during the life of the
patent (anymore than' the proposed remedy:in’ the: Fong bill). Under
the rule change, it is still in the court’s discretion to accept the PTO
facilities for this purpose—~and the pabent is subject to the game
challenge thereafter despite & reexamination, albeit the hypothems
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Notice of the quasi wn rem proceedings would be pub-
lished in the Official Gazetie in addition to actual notices
to those who are known to have an interest in the pat-
ent’s validity., Most corporations are.aware of. their.
competitors and other prospective patent infringers, and
these people would receive actual notice. Any hardship
objections. by prospectlve infringers regarding the situs
of the DPP’s Validity Court in Washmgton, D.C., wounld
not prevail because _parties dealmg with patents are
frequently engaged in actions in the Patent and. Trade-
mark Office and its tribunals and in the Court of Cus-
toms and Patent Appeals located in Washington.

Due process is also taken into account by the courts in
the applieation of the in rem right to specific infringe-
ment situations. Since a judgment in rem binds
(affects) only those persons who violate the patent’s
validity, infringement depends -on the unique faets of
each case. Becher v. Contoure Laboratories™ is an ex-
ample of how a court will distinguish between an in rem
right ‘and the facts relating to 1ts patent infringement.
An invention was concéived by Oppenheimer who em-
ployed Becher, a machinist, to reduce it to practice.  The
latter agreed to maintain the invention secret and con-
fidential. However, Becher violated the agreement, .and
obtained a patent in his own name without informing
Oppenheimer. A judgment in state court was subse-
quently obtained by Oppenheimer, requiring Becher to
assign the patent to him. - Becher then brought a patent
infringement suit, in the distriet court, requesting that
0ppenheimer be restrained from further prosecuting
his suit in the state court. A denial of a preliminary in-
junction was. affirmed by the Supreme Court on the
theory that the state court had jurisdiction over Oppen—
heimer’s claim, despite exclusive jurisdiction in the
federal courts of cases arising under the patent laws.
The Court explains its position this way:

18279 1.8, 388 (1929),
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costs. - One suit would settle the validity per se for-the
patent, all persons having any.interest in the patent
being bound by the judgment.  This would not only re-
duce the burden on the courts and on all parties, includ-
ing prospective defendants, but would also conform with
the symmetry underlying the’ prmmple of mutaality.

_ The issue. of patent mlzdety under: DPP is sm:ular to
a proceeding in rem.since any judgment Would affect. the
patent, not. merely the parties;*® but the patent wounld re-
main subject to certain, defenses. Becatse these defenses
include a patentee’s own actions or malfeasance, the DPP
proceedmg would actually be quasi in rem. A maaor
benefit of the in rem nature. of the proceeding, on the
issue of patent vahdlty in the Vahdlty Court, is the
ability of the patentee to limit the major challenges to
the validity of the patent to a speclﬁe period of time and
to constructively notice .and bind. aIl prospectlve in-
fringers. If the patent is held valid in a case dunng
the contestable. period, only the:issue of infringement in
that case would remain to be tried in another fornm.
Most issues’ concerned with validity would have been
permanéntly settled durmg the c¢ontestable period; afid
all prospective 1nfr1ngere bound.: “Among’ the advan-
tages for prospective infringers would be eertamty and
“eollectlveness ?* During the lncontestable périod, pro-
spectlve 1nfr1ngers would ‘know in- advance precisely
what they were legally” forbidden. “Also, compelled. to
concentrate  their ‘efforts- to''a limited contestability
permd they Would be more llkelyr to ;]0111 together as a

s Proceedmgs in the hature 'of én rem abound in the law. They
involvea- very bBroad -class -of action undertaken against property,
directly or indirectly. The following are some classic types: admiralty
guits against a ‘vessel; land registration actions; forfeiture -of ‘con-
trabsnd: proceedings} actlons to guiet: t1tIe and’ proceedmgs in‘pro-
bate, eminent, domaln, and escheat )

" It is said that-a judgment in rem binds the whole world while an
in Persondm Judgment binds only the parties: to ‘the ‘action. Like. all
generalizations this gtatement needs to be qualified; a Judgment in
rem actually binds (since it only affects) those who have solne mterest
in the res—i.e., the patent. U ce e . A

7
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prior suit, Justice White’s economie rationale for *“de-
fensive”’ collateral estoppel should apply . equally well
to ““offensive’’ collateral estoppel and incontestable pat-
ents. The following comparatlve application of the
Blonder-Tongue economic reagoning to 1ncontestab1e
patents shows that it does.®

B.T Incontestability
1. Patent cases that go to 1. Elimination of the de-
_ trial take an inordinate . fenses relating to utility,
-amount of time.?® obviousness, and formal.

matiers Would reduce
trial length.

9. Expenditure of funds = 2. Limited attack on an in-
for litigation is wasteful contestable patent cuts
for the infringer and the down on litigation costs.

~‘patentee, who could
' better use the funds for
- research and develop- '

ment.?
3. Infringers would rather 3. Simplified procedures
obtain a license than permit an easier and

_ challenge a patent.™ _ cheaper challenge to a
' L _ patent, avoiding taking
, ‘ an unnecessary license.
4. Patentee can harasa in- 4. Precise and well-defined
fringers.'* o . defenses increase pre-
: dictability of validity. or
-invalidity and reduce. -
possibility of harass-
ment. -

8 See Kidwell, “Comity, Patent Validity, and the Search for Sym-
metry: Son of B]onder~Tongue”, 57 J.P.O.5. 473 {1975) _
8402 T.S. at 886-7, 169 USPQ at 522,

1‘; Iil’,z at 338, 169 USPQ at 523.

I .

12 Id, at 340, 169 USPQ at 523.
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i: Second, the phrase, “promotmg the useful Arts,’’ must
be interpreted. Madison stated in Federalist Paper N 0:
43 with respect to patents and copyrlghts

= The “utility of this power will scareely be questmned The
éopyright of authors has been solemnly adjudged in Great Bri-
tain to-be a right of -common law. The right to. useful inven-
tions. seems 'with- equal reason-to belong to the inventors.. The
publw good fully coinecides in both cases w1th the claims of m—
dividuals. [Dmphams supphed 1t ‘ S .

An-eminent soeial smentlst has gwen a more deﬁmtlve
mterpretatlon -of. “promotmg the. progress of useful
arts’?.in a paper generally supportmg the patent 8ys-
temls Dr. 8. C. Gilfillan concluded. that the patent sys-
tem is beneﬁclal because -of the following - factors— . .

1. Encouragement for makmg useful inventions;
. .2, Publication of new ideas;
8. Defensive purposes; ‘

4. Prevention of inferior mventlons from use in
L. egompetition; : -
©:5, Control of product quahty,
¢ 6. Honor for inventors; -~ -~ = : S
7. Coneentration of facilities for productlon“

These factors sound a common theme. “Progress” is
measured in economie terms for the public good. People
are benefited by the use of inventions, if and when they
reach the marketplace. To achieve such economie “pro-
gress;*’ the patent system enlists two essential incen-
tives;. the incentive to invent and the. 1ncent1ve to invest,
and blends them into an. operatwe mix for the pubhe and
pmvate good_ :

- The incontestable patent maximizes these 1ncent1ves
-by ‘¢geeuring’’ -the patented invention to the inventor
and the 1nvestor An meontestable patent Would be

4 The If"edemlzst Papers, pages 271-2, Mentor Books (1969)
8 Invention and the Patent System—59-64, Joint Comm. Pnnt of
Jo;r}tdEconomlc Comm 88th Cong, an Sess (1964) e
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(2) Patentee’s own pubhe use or ‘sale under 35 USC
102(b); and ’
(3) Fraud in the procurement of the patent

Infringement, antitrust, and misuse issues would con-
tinue to be determined in the distriet courts, in accor-
dance with current. praetlce '

This note is in. response to questmne that have been
asked on the proposed incontestable - patent.. It is
prompted at thig time because of the. current. populanty
with certain members of the patent bar of the concept of
reexamination by. the Patent and Trademark Office as
get forth in: 8. 214 2 introduced by Senator Fong. Patent
and Trademark Office reexamination proposals have had
a long history, and have been presented generally in a
revocation or cancellation format with a limited period
after patent grant for the institution of the procedirre;
obviousness .and other defenses are similarly limited
under DPP. to a contestability perlod The Fong. bill,
however, wounld permit reexamination af any fime dur-
ing the life of the patent. Moreover, DPP. is a more
effective way of making the technical skill and facilities
of the:Patent and Trademark Office available for reex-
amination purposes without giving the court the impres-
gion that its only alternative, due to an implied statu-
tory mandate, is to subject itself to the influence or
administration of Patent and Trademark Office officials.

The value of reexamination will depend on.the use
made of the procedure. Whether those who are in a
posmon to challenge the patent will chance their evi-
dence in the PTO rather than await a patent infringe-
ment suit is open to question because of. the general im-
pression that the standard of validity is higher in thé
courts. For the same reason courts might hesitate to
turn to the PTO for assistance during litigation. More-

. 294th Cong., lst Session; see elso Patenf ‘and Trademark Ofﬁce’e
new rules concerning protests against issuance of patents, 37 CFR. 1
281, 955 0.G, 1081. o
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to the energy problems, a contractor, at public expense;:
develops ‘a technological breakthrough.: What :would: an
ordinary taxpayer think when he learned that this:com-
pany could, for 17 years, legally control the dlssemm-’
a,tlon, use, and pricing of this invention?-. i

“For the reasons I have stated, I beheve that the‘
Government shounld have a striet policy of retaining, for
all citizens, the rights to patents developed at taxpayer
expense Speclﬁca.lly, I recommend the followmg -

1 All Government agencles should be requu'ed by law
" to retain patent rights, except in exeeptlonal circum-
. stances, to all inventions developed at Government
., expense. . S
2. Prior to a Government agency Walvlng the G‘rovern-
. ment’s rights to any patent, the .A.ttorney General
. should be reqmred to make a written determination
... that the waiver is reqmred to obtain. performance of
.. work essential to the mission of the agency and that
_granting the waiver will not adversely affect eomp -
" ‘tion or small business. =~ L
8. All inventors should be required to certify on ‘their
.'.:'_,patent applications that the invention was developed
- under a Government contract and duly reported; or
that the mventmn was not developed under Govern«
- ment contracts. Crlmmal penalties should be pro—
. vided for mleldllﬂ.lS or contractors who file, as their
~_owmn, patents that have been developed a.t Government
’.'_'expense :
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“The relatively small number of Government patents
stems from the very fact that the Government has been
giving them away; they have been patented by the con-
tractors. The Defense Department, for example, does not
acquire patent rights under production contracts. It
retains patent rights only under contracts characterized
as “‘research.’’. Even under R&D contracts, the Defense
Department has criteria for giving away Government
patent rights.

~In my opinion, the Government’s rights to patents
developed at public expense should not depend on some
arbitrary distinetion between ‘‘research’’ and “‘produc-
tion.”” Often the best ideas and technology come during
manufacture of a product, rather than from the research
and development work that preceded it. The Government
should retain patent rights on Government contracts,
regardless of the nature of the work; whenever the i inven-
tlon wag developed at Government expense. -

* Anotlier reason for the small -number of Government
patents is that contractors automatically get title to pat-
ents developed -under the Government’s so-called ““In-
dependent Research and Development’” (IR&D) pro-
grams—even’ ‘though all or nearly all of these costs are
paid for by the Government. The Deferise Department
alone spends about $1 billion annually on this program,
but the patents developed do not have to be reported to
the Government. -

Under présent rules, any U.S. citizen, for a nominal
fee, can ' get a non—exoluswe license to use a Government-
owned patent. There has been little demand for these
‘non-exclusive licenses; but that does not mean the in-
‘vention is not bemg used as members of the patent lobby
contend

The reagons for the Government to patent its inven-
tions are primarily defensive: to ensure that the Govern-
ment is not subsequently barred by a private patent from
tising an invention whose development the Government
itself paid for; to prevent the establishment of a private
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But companies now want te have their marketing devel:
opment costs gnaranteed by having a patent monopoly
on Government-finaneed inventions. Since the public hads
paid for the development of the invention, the risks of
marketing it ‘should be no different in prineiple .from
other risks that are inherent in a true free enterprise
gystem, How is the risk of marketing a publicly-financed
invention different from the risk a man takes when he
Opens a new grocery of hardware store on a corner where
none existed before? We would be going still further in
abandoning our so-called free competitive enterprise gys-
tem if we guaranteed legal monopolies for What are -es-
sentially normal business risks. - -

The patent lobby contends that, under a g1veaway pat-
ent poliey, the public is protected because the Govern-
ment would have ‘“march-in’” rights. “Under this concept;
contractors who have been given exclusive patent rights
to inventions developed under Government contracts
would be required to submit reports explaining their ef-
forts to commercialize the inventions. If a’contractor
did not commercializé-the invention fo the Government’s
satisfaction, the Government would then exercise ifs
‘““march-in”’ rights and take the patent r1ghts back or
license it to others,

'This concept sounds good. in prmclple But, the patent
lawyers well know that this is ‘a cosmetic safegnard; it
offers no real protection for the public.:To- administer
such & prograin would reqmre a large Government.bu!
reaucracy to receive, review, audit, and act upon con-
tractor reports throughout the life of each patent. Cur-
rently, the Government would have to track contractor
activity on about 30,000 unexpired: patents.  If -the
Governnment ever fried fo reclaim its patent rights,
more administrative effort, and probably much 11t1-
gation, would be involved, =

In the real world, no one in Government Would ever
iindertake this task nor should they. ~"Governmeént
agencies should concentrate on their propeér functions
rather than wasting time trying: to keep track of how
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- 'While companies contend that they should have the
right fo the inventions they make at Government expense,
they apply an exactly opposite principle in dealing -with
their own employees and subecontractors. Employees are
required to give their employer the rights to any inven-
tions that they conceive on the job. Toward their em-
ployees and subcontractors, the companies’ praetice. is
that the one who pays for an invention should own it.
But in dealing with the Grovernment, they contend that
the one who actually made the 1nvent10n should own it,
not the one who paid for it. This is a classic example
of ““Heads, I win. Tails, youn lose.”’ It is also an example
of the double-talk which has caused the public to hold
business in such low esteem,

The patent lobby contends that contractors must be
given exclusive patent rights to inventions developed
under Government contracts or they will not invest in
production facilities or in the future research and devel-
opment work needed to commercialize an invention. Thls
is one of the main arguments bemg used in promotmg
a glveaway patent policy. .

1t is nonsense to think that our technologlcal growth
will suffer unless contractors get exclusive rights to pat-
ents generated under Government contracts. From what
T have seen over many years, the vast majority of patents
both in and out of the nuclear industry are of.little or no
significance. Some individuals obtain patents as evidence
of achievement, much as Boy Scouts collect merit badges.
Their ideas mlght be patentable, but nothing. worth pur—
suing.

. Large eorporatlons file numerous patents that are not
great -new developments, but miner improvements or
design features. Often they file these patents simply to
discourage competitors or potential competitors—parti-
cularly small firms—from irying fo enter the market.
And if someone wants to challenge the validity of any
of these patents, it can take hundreds of thousands of
dollars and years of litigation, A high percentage of
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LU An important incentivé in commercializing technology is
that: provided: by the patent system: As set forth in these
Regulatmns, patent incentives, including ERDA’s authonty to.
waive the Government’s patent rights to the éextent prmuded
for by statute, will be utilized in appropriate situationg ¢ § the
time of contraetmg to encourage industrial participation, 7oster’
commercial utilization and competition and make the beneﬁts
of ERDA s activities w1der available to the publie. CoglL e

This retrulatlon also states that each potential contractor
should be notified at the time of bid solicitation that he
may request the Government to waive its patent rlghts,
and that a request for waiver will not be ccnmdered as
an adverse factor in evaluating bids. -

- With these new regulations the number of waiver: re-
quests in the energy field has increased dramatically. Ity
Fiscal Yéar 1975, the Fnergy Research and Develop-
tnent’ Admmlstratlon reported receiving two waiver re-
quests; in Fiscal Year 1976, the number increased fo
106. No doubt the number W111 continue to grow geometn-
q,ally as the patent lobby pnshes this pohcy

' To the extent a Government agency is not bound to the
contrary by the provisions of a statute, it is supposed
to be guided by the Presidential patent policy memoran-
dum issned by President Nixon in 1971. This pohcy
memorandum. attempts in broad terms to strike a middle
ground between giving away and retaining Goverament
patent rights. However, like most attempts to reconcile
1rreconcllable positions, it has failed. The wording is so
broad and so vague that agencies ¢an construe what they
wish from the memorandum. The Department of Defense
routinely gives patents away. The General Services
Administration has published proculement regulations,
for most dther Government agencies, which do the same.

~The patent lobby would have us believe that if ‘com:-
pames are not guaranteed exclusive patent rights, they
will not accept Government contracts. Obviously, if
given a chome, most contractors would like the Govern-
ment fo give them exclusive rights fo all patents that
niight result from Government co’ntra‘c_ts. But very few
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. The U.S. Government alone is currently spending—
in fiseal year 197 8—nearly $26 billion for research and
development To grasp the significance of this sum, bear
in mind that the total expenditures of the U.S. Govern—
ment for the 11-year period, 1789 to 1800, was less than
$6 million. It was not until 1917 that the entire Federal
budget reached $1 billion. '

Over the years I have frequently - Wondered Whether,
in this modern industrial age, patents are as important
to industrial organizations as wonld appear from the
statements made by the patent lawyers It is probable
that they are overemphasmmg the present-day value of
patents and it is guite possible our industry might not
be hurt much if we restricted the items that could be
patented. '

I believe that today the important factor for an indus-
trial organization is the know-how developed by it—the
trade secrets and the techniques; these are not patent-
able qua11t1es They are thmgs which are inherent in a
eompany, in its methods; in its management and trained
employees; in the kind of machine tools it has; how it
uses these tools; and so on.

Up to the advent of the Atomic Energy Commission
in 1946, and the Space Agency in 1958, most Govern-
ment researeh and development consmted essentially of
adaptations to existing technology. That is, an industrial
organization would be called upon by the G-overnment
to take an item that it had already developed over a
period of many years and modlfy it. But today, in many
areas, the Government is in the forefront of technologi-
cal development As a result, it is actually the public
that is ﬁnanemg development of entire new technologies.
It is wrong, in my opinion, for the Government to grant
a confractor exclusive rights for 17 years to inventions
developed with public funds.

There are those, notably (Gtovernment contractors, and
patent lawyers in and out of (fovernment, who have
argued the oppos1te—that the Government should grant

—16—
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Adm. H. G, _ GOVERNMENT PATENT
Rickover * - POLICY**

Thank you for inviting me to test1fy For the past

thirty years I have been .responsible for the. research,
development, procurement, productlon, operatlon, and
maintenance of the nuclear propulsion plants in U.S,
Navy warships. During World War II, I was responsible
for the design, procurement, and operatmn of the Navy’s
shipboard electrical equipment. My comments today
with respect to Government patent pollcy are, therefore,
based on extensive dealings with various segments of
American industry for about forty years.
- The basic presumptmn in most laws concermng
Government patents is that the (overnment retains
title to patents developed at public expense. But, today,
many Government agencies routinely grant contractors
exclusive rlghts to these patents. I do not believe this
practice is in the publie interest. It promotes greater
concentration of economic power in the hands of large
corporations; it impedes the development and dissemi:
nation of technology; it is costly to the taxpayer; and
it hurts small business. In my view, the rights to inven-
tions developed at public expense should be vested in
the Government and made available for use by any U.S.
citizen.

Under our patent laws, the holder of a patent enjoys
a 17-year monopoly. During this time, he can prevent
others from using the invention; he can license the in-
vention and charge royalties; or he can manufacture and
market the invention as a sole source supplier. If the
invention is worthwhile, he is in a position to make ex-
orbitant profits.

* This statement reflects the views of the Author and does not
necesgarily reflect the views of the Secretary of the Navy or the
Department of the Navy.

*# Statement of Admiral H. G. Rickover, U. 8. Navy, to the Monop-
oly Subcommittee of the Senate Small Business Committee on
December 19, 1977,
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obvious standard.”’ I recognize that there has been much
patent law criticism of thls case cast mostly in terms of
the Court’s use of the term “‘invention.’”’ But just this
past year, and in the last full patent opinion issued by
the Court, and again with unanimity, the Court said in
relation to a patent for flushing waste from a dairy barn
floor by the uge. of water:” .

We cannot agree that the combmatmn of these old elements
to produce an abrupt release of water directly on the barn floor
from storage tanks or. pools can properly be characterized as
synergistie, that is, ‘‘result[irig] in an effect greater than ‘the
sum of the several effects taken separately.’’ Anderson’s-Black
Kock v. Pavement Co., 396 U. 8. 57, 61 (1969). Rather, this
patent simply arranges old elements_with each performing the
same function it had been known to perform, although perhaps
producing a more striking result than in previous combinations.
Such combinations are not patentable undér standards appro-
priate for a combination patent. A&P Tea Co. v. Supermarket,
efc. Co., supra; Anderson’s-Black Bock v. Pavement Co., suprae.
Under those authorities this assembly of old elements that
delivers water directly rather than. through pipes or hoses to
the barn floor falls under the head of ‘‘the work of the skillful
mechanie, not that of the mventor ' Hotehkiss V. Greenwood
supra, at 2617. ‘

[Here Judge Edwards dlscussed

Popcorn-in-Oil Council v. Wyndall’s Super Market, 355
F.2d 372 (6th. Cir. 1966) ;

Nelmore Corp. . Jervis Corp., 354 F.2d 923 (6th Cir.
1966) ;

Parker Sweeper Co. v. E. T. Rugg Co. , 474 F.2d 950 (6th
Cir. 1973).]

I suggest then that the reqmrement of invention
for patentability is alive and well in. the Supreme
Court of the United States, and as a consequence, in all
.of the federal courts—and the Patent Office.

I also suggest that the elements of commercial suceess,
long felt but unresolved needs, failure of others, etec.,
remain secondary io consideration of the elements of
novelty, utility and nonobvicusness which constitute the
statutory definition of ‘‘invention.”’ ~

7 Sakraida v. Ag Pro, Inc. 425 U.8, 273 (1976)

- |,
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"As you well know, all of this ground was thoroughly
covered by the Supreme Court opinion in Graham v. John
Deere Co., 383 U.8. 1 (1966), which summarized its view"
of the ““flash of creative genius’’ argument by saying in
a footnote: ‘‘Rather than establishing a more exactihg
standard, Cuno merely rhetorically restated the require-
ment that the subject matter sought to be patented must
be beyond the skill of the ecalling. If was the device, not;
the invention, that had to reveal the ‘ﬂash of creatlve'
genius.’ *?3

Mr. Justice Clark was not, however, satlsﬁed with vali-
dating the Section 103 ‘‘codification,’” interpreting-it as
completely consistent with the Constltutmn and prlor
Court precedents. He continued:

Approached in this light, the § 103 add1t10na1 condition, when
followed realistically, will permit 2 more practical test of pat-
entability. The emphasis on nonobviousness is one of inquiry,

not quality, and, as such, comporis Wlth the constltutlonal
strictures. :

While the ultimate question of patent validity'is one of law,
A. & P. Tea Co. v. Supermarket Corp., supra, at 155, the §103
condition, which is but one of three econditions, each of which.
must be satisfied, lends itself to several basic factual inquiries.
Under § 103, the scope and content of the prior art are to be
determined ; differences between the prior art and the claimg at
issue are to be ascertained; and the level of ordinary skill in
the pertinent art resolved. Against this background the obvious-
ness or nonobviousness of the subject matter is determined.
Such secondary eonsiderations as cormercial suecess, long felt
but unsolved needs, failure of others, ete., might be utilized to
give light to the clrcumstances surroundmg the origin of the
subject matter sought to be patented Ag indicia of obvmusness
or nonobviousness, these inquiries may have relevancy.®

This then leads to the second of my disagreements
with Judge Rich’s published views. In his California
speech Judge:Rich had a good deal to say about ‘‘the
secondary considerations’’ set forth by. Mr. Justme
Clark above, He said:

5 Graham v. John Deere Co,, supra at 15, fn. 7.
8 Id, at 17-18.



Journal of the Patent Office Society

it and case law as the Supreme Court wrote 1t——pro-
v1ded (here we go again) that I can understand it. .
I suppose Judge Rich would, at least in theory, subT
seribe to all of what I have just said. . But, nonetheless,
as I read him, he appears to assert two proposmons with
which T eannot agree, Speaking of Section 103, Judge
Rich seems to view it as a rejection of the word *‘inven:
tion”” and a complete substitution therefor of the word
“‘nonobviousness.”” In a speech entitled Laying . the
Ghost of the “vaentwn” Reguirement; délivered-before
the Patent Law Associations of Los Angeles and San
Francisco in 19722 Judge Rich said: ‘‘Whatever you
call it, the purpose [of the 1952 codification] was to sub-
stitute § 103 for the requirement of invention and for all
prior case law; including the 4 & P Case, even though
some cases contained the same principles. TIf was to be
statutory, not case law in the future.’”’

The first observation which must be made coneermng
this suggestion is that no codification, indeed, no statu-
tory enactment by Congress, can amend the Oonstltutlon
of the United States. As indicated earlier, the Constitu-
tional power conveyed to. Congress was. that of. granting
an ‘‘exclusive Right’’ to ‘‘Inventors’ for their ¢“Dis-
coveries’’ for the purpose of promoting ‘‘the Progress
of wuseful Arts.”” I ‘suggest that any statutory
enactment (codification or otherwise) must necessarily
be read as helping to carry out these Constitutionally
described purposes. Indeed, as ‘this' distingnished
audience knows, Section 100 defines invention (not very
well) but in Constitutional language. Section 101,
adding the requirements of novelty and utility, begins
with the words *“whoever invents.”” Section 102, which
spells out in great detail the requirement of novelty,
employs the word “‘invention’’ or ‘‘invents’’ no fewer
than twelve times. Section 103 itgself begins, ¢ A patent
may not be obtained though the invention is not iden-
tically disclosed or descrlbed ag set forth in § 102 SN

21 A.P.L.A. QJ. 26, 36 (December 1972).

e
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where utility was in dispute. I can’t recall .a patent
appeal which I heard where the inventor was unable to
demonstrate some novelty. Clearly, then, however
clumsy the word ‘‘nonobviousness’’.may be, it repre:
sents a characteristic Whlch 1s & pearl of great pnce in
the patent law.

It has been widely reported that the Umted States
Courts are ‘antipatent and that they hold. invalid 70%.
to 72% of all patents presented before them: Hence, it
is deduced that American inventors have a terrlble tlme
protecting their intellectual produect. o

Howard Markey, Chief Judge of the United States
Court of Customs and Patent Appeals, who has sat a
number of times with the Sixth Cireuit as an honored
visiting . judge, in a recently published speech? com-
mented on The Status of ‘the U. 8. Patent System—
Sans Myth Sans Fiction. 1 remind you of four para-
graphs in Judge Markey’s speech:

- Having gat with ‘almost. every c1rcu1t eourt of appeals and
having served with - many judges on various committees, con-
ferences and the like, I have no hesitaney in’ reportmg to you
this morning my personal observation that mo:‘‘anti-patent’’
attitude exists among the judges of the United States. Whether
or not there may be a small handful of Judges who have been
led by lawyers and others to certain broad conclusions, I snt
certam that the wvast ma;orlty of federal Judges are no’ more-
antz-patent” than they are ant1~busmess or‘ antl abor?’
‘“anti-real estate’’ or “‘anti-property.’”

On the contrary, every judge I have met appears to be dedi-
cated to rendermg the most correct and most- just decision of
which he. is capable in every case that comes before him, pray-
ing nightly for the pmceless gift of ob_]ectlwty and freedom
from preconceived notions..

If one insists upon playing the statistics game, however, it is
of interest that the more and better that game be played the
closer the statistics come to supporting the ebsence of an anti-
patent attitude on the part of the federal courts of America.

A major error in reliance on the Gausemtz and similar statisti-
cal studles hias been the failure to recogmze that they relate only
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Thus Constitutionally by the original compact of our
people, Congressional power to grant a patent monopoly
(*‘the exclusive Right’’) was restricted—

. 1) to ““Inventors’®
2) for their “Discoveries”’
- 3) for ““limited Times”’
4} ‘“t0 Promote.the Progress of the. useful Arts ”

This represents rather detailed Constitutional lan-
guage. Our laconic forefathers only used seven Words——
“‘to regulate: Commerce ., . . among the several States .-
~—in order to create the eTOrmous - mterstate commerce
power.

The answer, of course, is found in the hlstory of the
period prior to the American Revolution. One of the
many abuses which produced the Revolutionary War
was the exercise by English Kings: of the power to grant
monopolies in business and commerce to their favorites.
One freedom which the Colonists sought in 1776 was
freedom from monopolies. New Hampshire and Vir-
ginia in the debates over the Constitution specifically
called for specific- amendments against monopolies.

:Virginia said: ¢‘That no man: or set of men are en-
titled - to..exclusive or .separate pubhc .emoluments or
privileges from the commumty ‘but in conmderatlon of
public services ...” -

‘New Hampshlre sald “That Congress shall erect
no company,. of merchants Wlth excluswe advantages of
commeree,”’ - .

. There were. erters and mventors among the foundmg
fathers (Franklin and Jefferson,.to name two). They
clearly wanted to stimulate ‘“Progress.in Science and
useful Arts’’—but not at the risk of unbridled monopoly

Listen to Thomas Jefferson, the father of patent. law

in this country:

He who receives an idea from me, receives instruetion himself
without lessening mine; as he who lights his taper.at mine,
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